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F. T. C. AT THE GATES 
PART 


F. T. C. AT THE GATES* 
By JAMES F. HOGE** 


The Federal Trade Commission is at the gates of business.!_ It was put there 
in 1914 by Woodrow Wilson, but it was put there to open the gates, not to close 
them. Mr. Wilson had a great deal to say about the Commission. It was a crea- 
tion in which he took considerable pride. Here are a few, out of a great many, of 
his sayings: 

“What we are proposing to do, therefore, is, happily, not to hamper or interfere 
with business * * * or in any sense to put it under the ban. The antagonism between 
business and government is over.” Alas! He said that in 1914! 

“T have taken a long time, ladies and gentlemen, to select the Federal Trade Com- 
mission, because I wanted to choose men and be sure that I had chosen men who 
would be really serviceable to the business men of this country, great as well as small, 


the rank and the file. : ; ; 
“This country, above every country in the world, is meant to lift. * * * That is the 


reason the Federal Trade Commission was established, so that men would have some 
place where they could take counsel as to what the law was and what the law per- 
mitted, and also take counsel as to whether the law itself was right and advice had 
not better be taken as to its alteration.” That one is of particular timeliness! 

“The processes of counsel are only the processes of accommodation, not the 
processes of punishment. Punishment retards but it does not lift up. Punishment im- 
pedes but it does not improve. And so we ought to substitute for the harsh processes 
of the law, wherever we can, the milder and gentler and more helpful processes of 
counsel.” 

He also commented on the fact that this Commission had been endowed with 
greater powers than any other similar agency or commission, but he said that 
those powers were put upon it in order that it might the better inquire into the 
needs of business, that it might the better learn the whole business structure of the 
country. 

Increased Powers 


These powers have been greatly enlarged since President Wilson spoke. From 
the concept, purposes and explanations stated by him, the Commission gradually 
moved into a different field of operation, into one of policing, of enforcement, of 
punishment. In this field, prosecution is a necessary function, and, where there is 
prosecution, adjudication is essential. There is an unfortunate and key circum- 
stance in this, and that is that the Commission combines both the prosecuting 


* Reprinted by special permission from 29 Michigan State Bar Journal 13 (December, 
1950 


). 

** Member of the New York and North Carolina Bars and of the firm of Rogers, Hoge 
& Hills; Chairman of the National Trade-Mark Coordinating Committee and member of 
Lawyers’ Advisory Committee of The United States Trade-Mark Association. 

1. Under the Federal Trade Commission Act (15 U. S. C. A. 41), the Commission has 
jurisdiction over persons, partnerships or corporations except banks, common carriers subject 
to the acts to regulate commerce, air carriers and foreign air carriers subject to the Civil 
Aeronautics Act of 1938 (49 U. S. C. A. 401), and persons, wey or corporations sub- 


ject to the Packers and Stockyards Act of 1921 (7 U. S. 
Sec. 406(b) of said Act. 


A. 181) except as provided in 
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and adjudicating functions. It investigates, it issues and serves the complaint, 
prosecutes and adjudicates. 

The Federal Trade Commission Act was passed on September 26, 1914. 
Since those early days the Act and the functions of the Commission have rad- 
ically changed so that the scope of the Commission’s adjudicating powers has 
been immeasurably extended and the effect of its orders made the more severe 
as they bear on the rights of respondents. 

The Commission was empowered originally to prevent “unfair methods of 
competition” in commerce. In 1938 the Federal Trade Commission Act was 
amended in numerous important particulars. That was accomplished by the 
Wheeler-Lea Act. It gave the Commission enlarged and specific powers for regu- 
lating the advertisements of food, drugs, therapeutic devices and cosmetics, and 
made other significant amendments. 

Section 5 was changed to include “unfair or deceptive acts or practices” in 
commerce, as well as “unfair methods of competition.” Before that amendment, 
it was necessary to show that the act complained of was a “method” used in “com- 
petition.” That is not now necessary. There is no requirement to show that com- 
petition is involved at all. It is sufficient to allege that the “act” or “practice” is 
“unfair” or “deceptive.” 

A provision was inserted in the Act by which an order to cease and desist be- 
comes “final.”? If a respondent against whom the order is directed does not 
appeal, or if having appealed, the required number of days have elapsed since the 
disposition of the appeal, the Commission’s order then becomes “‘final.”’ 

A provision was added whereby one who violates an order which has become 
“final” shall forfeit and pay to the United States a civil penalty of not more than 
$5,000 for each violation. That worked a vast change in the effect of these orders. 
Formerly, an order was unenforceable and of no practical effect unless and until 
the Commission itself applied to a Circuit Court of Appeals to enforce it. And at 
that time, the validity of the order was open to attack by the respondent. That is 
still true as to orders issued by the Commission under the Clayton Act. 

The penalty provisions of the Federal Trade Commission Act were mate- 
rially altered by the so-called Oleomargarine Act of 1950 (15 U. S. C. A. 
45). Not only does this Act add to the duties of the Federal Trade Commission 
with respect to regulating the sale of oleomargarine but the penalty provision was 
amended to provide that each single day of a violation should constitute a separate 
violation on which the penalty of not more than $5,000 should apply. Thus was 
the sphere of the Commission’s jurisdiction and the severity of the penalty for 
the violation of its orders increased. 


F. T. C. and Other. Acts 


Therefore, at this time—thirty-six years since the passage of the Federal 
Trade Commission Act—the Commission has taken on quite a different complexion 


2. This provision applies to orders to cease and desist issued under the Federal Trade 
Commission Act. It does not apply to such orders issued by the Commission under the 
Clayton Act. 
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from that given it at the time of its establishment. The Clayton Act followed 
closely in time upon the Commission Act and authorized the Commission to en- 
force against the persons, partnerships and corporations subject to its jurisdiction 
Secs. 2, 3, 7 and 8 of the Clayton Act. 

Section 2 dealt with discrimination in price, services or facilities and was 
greatly enlarged by the amendment in 1936 known as the Robinson-Patman Act. 
Section 3 prohibits tying or exclusive leases, sales or contracts. Section 7 pro- 
hibits acquisition by one corporation of the capital stock of other corporations 
where the effect “may be to substantially lessen competition” between the corpora- 
tion whose stock is so acquired and the company making the acquisition. Section 8 
prohibits interlocking directorates under conditions specified therein. 

The Wool Products Labeling Act of 1939 was passed in 1940 (15 U. S. A. 
68). It regulates the labeling of wool products. The enforcement of it was placed 
with the Commission and numerous powers were provided for the Commission’s 
employment in the enforcement of it. 

The manufacturers and distributors of food, drugs, therapeutic devices and 
cosmetics have an immediate and direct concern with the Commission in that the 
administration of the Wheeler-Lea Act respecting advertising is entrusted there. 
Those who advertise drugs and devices directly to the public collide more fre- 
quently with the Commission in this field, but the Act also applies to advertise- 
ments which are restricted to the profession—rather curiously worded, but it is 
there—and no drug or device manufacturer or distributor can ignore the Com- 
mission’s powers in this field. 

All manufacturers that are not specifically exempt, are subject to the Com- 
mission’s powers under the other sections of its Act and under the Robinson- 
Patman Act and other parts of the anti-trust law. This has been brought home 
forcibly by the recent Supreme Court decisions in the Cement,? Morton Salt,* 
Steel Conduit,5 and other cases. 

Since 1947, the Commission has been empowered to institute cancellation pro- 
ceedings in the United States Patent Office against trade-marks and collective and 
certification marks on numerous grounds.§ 

Another field of activity was opened to the Commission when the Supreme 
Court held for the first time, and over fifty years after the passage of the 
Sherman Act, that interstate insurance business is subject to the anti-trust 
laws.” Congress followed with the passage of the Insurance Anti-Trust 
Moratorium Act to provide specifically that the Federal Trade Commission 
Act as well as the Sherman Act and the Clayton Act is applicable to the business 
of insurance to the extent that it is not regulated by state law. 


Costly Litigation 


A proceeding leading to a cease and desist order (or possibly a dismissal of 


F. T. C. v. The Cement Institute, 333 U. S. 683. 

F. T. C. v. Morton Salt Company, 334 U. S. 37. 

Triangle Conduit & Cable Co. v. F. T. C., 168 F. (2d) 175; aff'd. 336 U. S. 956. 
U. S. Trade-Mark Act of 1946, 15 U. S. C. A. 1064. 

U. S. v. South-Eastern Underwriters Assn., 322 U. S. 533 (1943). 

15 U. S. C. A. 1011-1015. 
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the complaint) is a luxury that only the wealthy can afford. A small business man 
or a small corporation cannot “stand the gaff” of one. The respondent must have 
unlimited resources in order to see one of them through. There is no means for 
peremptory termination of a case. One may make a motion before the Commis- 
sion but if the Commission denies it, he has no appeal. And, the courts will not 
entertain injunction or declaratory judgment actions.® 


Cases are Prejudged 


Under the provisions of Section 5 of the Act, the Commission to a large extent 
prejudges a case. If it has “reason to believe” that one has been using an unfair 
method of competition or an unfair or deceptive act or practice, it may file its com- 
plaint. In other words, the Commission does not file a complaint until it has 
“reason to believe” there is a violation. Thus, at that point and for that purpose, 
it has reached a conclusion as to a violation. 

One of the former Commissioners explained this. In outlining the Commis- 
sion procedure and practice for the George Washington Law Review, he noted 
that a complaint is issued only at the direction of the Commission and that motions 
with respect thereto are permitted, but that “As a practical matter, very few such 
motions are briefed and argued to the Commission, and a great majority of them 
are denied, without prejudice to the right of the respondent to renew them at the 
end of the proceeding. The Commission itself has passed upon the question of 
its jurisdiction in advance of ordering the issuance of a complaint and in most 
cases has fully considered the questions raised by the respondent in the motion.”’!° 


Commission Procedure 


When a complaint is issued, an attorney on the Commission’s staff is assigned 
to prosecute it and one of the Commission’s trial examiners is assigned to take 
the evidence. The Commission first sees the evidence—if it sees it at all—when 
the trial is over. Under the Rules of Practice which became effective June 1, 
1950, the trial examiner makes an “initial decision” which becomes the decision of 
the Commission unless an appeal is filed by any of the parties or unless the Com- 
mission upon its own initiative reviews the case. Such an appeal is presented 
in the form of a brief, designated “appeal brief,” which sets forth the exceptions 
and grounds for appeal, and no matter not included in the brief may thereafter 
be presented to the Commission. Upon such an appeal, the Commission will con- 
sider only such parts of the record as are cited therein or which may be necessary 
to resolve the issues presented. 


Under this procedure the Commission itself becomes an appellate tribunal. 
And, as with such tribunals, whether the Commission sees the evidence on appeal 
by the parties or on its own motion, it sees it in transcript. That may be a few 
hundred pages or, as in the Cement case, 50,000 pages, and 50,000 pages of exhibits. 


9. Miles Laboratories v. Federal Trade Commission, (C. A. D. C.) 140 F. (2d) 683; 
cert. den. 322 U. S. 752. 

10. “Federal Trade Commission Procedure and Practice,” Robert E. Freer, The George 
Washington Law Review, January-February 1940, Vol. 8, No. 3, pp. 316, 323. 
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In addition to the evidence, all the proceedings by way of motions and appeals 
from examiners’ rulings must be reduced to writing and filed in multiple copies. 
It is humanly impossible for the Commission to read such a record, so it has to 
rely on assistants and advisers. 

So here the ultimate authority, the Commission—the judge—does not see the 
witnesses ; does not pass upon the qualifications before the evidence goes into the 
record; does not observe the demeanor of witnesses which in court is so 
important. 

This is an assembly line method of trying cases. It is trial by organization. 
A respondent finds himself opposed to an organized mechanism where wheels 
within wheels grind out what has been called by one of the law writers, “an 
institutional decision.” 

Herein arises that “expertness” which the advocates of administrative law 
are prone to assert. The “expertness,” if any, is not necessarily in the person 
of the Commissioners. Tenures of office may vary greatly in time and there may 
be periods of considerable turnover in the Commission’s membership. Likewise, 
there is no reason for supposing that Commissioners become expert in the wide 
field of commodities and businesses affected by their Act. 

James M. Landis, who served a period as a Commissioner, put it this way: 
“To assume that any 5, 10, or 20 men have the ability to acquire, within their 
brief official lifetime, the expertness to comprehend the full range of our industrial 
problems, from aluminum to zinc, is once more to put our trust in supermen. 
In the business of governing a nation—the paraphase Gerard Henderson again— 
we must take into account the fact that government will be operated by men of 
average talent and average ability and we must therefore devise our administrative 
processes with that in mind.’’!? 

What expertness exists in a commission is usually to be found in the staff. 
It frequently is related to the adjudicating process but anonymously and without 
responsibility for the decision. 

The exercise of expertness and the doing of justice are not always synony- 
mous. Frequently the contrary is the case. Sometimes there is more difficulty 
in arguing before alleged experts than before ordinary courts which must learn 
of the case from statements of counsel, from evidence and from briefs. The 
expert, so often, has preconceived opinions. 


Appeals from Commission 


Finally, as to this process, on appeal from such institutional decisions, the 
law provides that the findings of the Commission as to the facts, “if supported 
by evidence,!* shall be conclusive.” That is about the same as saying there is no 
appeal. If there is a legal point, if capriciousness can be shown, if arbitrariness 


11. “Institutional Administrative Decisions” by Prof. Kenneth Culp Davis, Columbia 
Law Review, March 1948. 

12. Administrative Process, 1938, p. 87. 

13. The courts have construed F hg the Administrative Procedure Act has de- 
fined it—to mean “substantial evidence” but at best it means little more than that there be 
some evidence; that there be more than a scintilla. 
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can be demonstrated, then the courts may interfere. But the courts accept this 
language of the Act as forbidding them to review the record to determine where 
the weight of the evidence lies. 


In the Steel Conduit case the Circuit Court of Appeals said: 


“In this state of the record it will be enough to say that Congress has left to the 
Commission the determination of the facts, Federal Trade Commission v. A. E. 
Staley Mfg. Co., 324 U. S. 746, * * * and the weight to be attributed to the facts 
proved and the inferences to be drawn from them.” (p. 180). 


In addition to this, the Supreme Court said in the Morton Salt case that it 
was enough to support the Commission’s findings of injury to competition if there 
was a “reasonable possibility” that competition might be adversely affected. 


Generally, in this state of the law, it would seem to be a waste of time to 
appeal. The Commission has, therefore, in effect become an administrative agency 
that can do about as it pleases in proceedings against business people without 
any real relief being available in the courts. 


This situation represents a gradual development over the years since the 
Commission was created. It has come by statutory enactment, judicial interpreta- 
tion and the burgeoning of administrative processes in government. The funda- 
mental evil is in the combination of the prosecuting and adjudicating functions. 
That is the root of the vine. It is axiomatic that one should not be judge in his 
own cause. That has been so stated for at least 2,000 years. As long ago as 
300 years. Pascal put it in these words: 


“Tt is not permitted to the most equitable of men to be a judge in his own cause.” 


Two approaches have been made toward tempering or overcoming this 
combination of prosecuting and adjudicating functions under the Federal Trade 
Commission Act. No move has been made with respect to the situation under 
the Clayton Act. The first was the Reece Bill, H.R. 2390, introduced in the 79th 
Congress. It proposed an amendment to the Commission Act whereby, on appeal, 
the appellate court might review the record to determine whether the findings of 
fact by the Commission were supported by the weight of the evidence. 


The O’Hara Bill 


The other approach is the O’Hara Bill, first introduced in the 80th Congress, 
H.R. 3871, and again in the 81st Congress, H.R.1819, reported favorably by the 
Committee on Interstate and Foreign Commerce in 1948. It proposes that the 
Federal Trade Commission file and try its cases in the courts according to the 
rules of civil procedure. It says simply that in cases under Section 5 of the 
Federal Trade Commission Act, the Commission ought hereafter be the investiga- 
tor, the complainant and the prosecutog, and that the regularly constituted courts 
of the land should be the adjudicators. 

For a conclusion, recall some of the words of Wilson quoted at the outset 
to the effect that antagonism between business and government should cease, and 
that “this country, above every country in the world, is meant to lift.” That, 
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remember, was the basic reason for the creation of the Commission—that business 
might be aided in making its full contribution toward enabling this nation to “lift.” 

If that was the important and primary function for which the Commission 

was created in 1914, then its performance of that function is many times more 

important in 1951 for the nation is engaged in a fierce struggle (‘“‘hot” and “cold”) 

on a world-wide front, and the issue of the struggle is the nation’s ability to see 


it through. 
People Are Business 


Business, in the final analysis, is not a thing apart; it is the people. Industries 
are owned by the people. Every one of the 50,000,000 Americans who has a 
savings account, each of the 54,000,000 who has a life insurance policy, and each 
of the 14,000,000 who has a share of stock or an industrial bond owns directly 
or indirectly a part of American industry. And approximately eighty-five cents 
out of every dollar of sales by manufacturers go for salaries and wages. It will 
not do to separate big business and little business; little businesses become big and 
big businesses sometimes become little. 

If the issue of the world struggle today is this nation’s ability to see it 
through, then the need is production—more business, not less; more invention, 
research, exploration, expansion, discovery and development of known and un- 
known resources here and in other parts of the world. And if the road is to be 
kept open for the achievement of those aims, it is now more than ever important 
that the Federal Trade Commission should be, and conceive itself to be, an 
agency “really serviceable to the businessmen of this country, great as well, 
as small, the rank and file.” 

It is unfortunate that through the years the processes of the Commission 
have beome more and more the processes of policing and punishment, and less 
and less those of advice and counsel. It is true that this trend has been 
accelerated by successive legislative enactments conferring increased punitive 
powers. But the Commission still can, if it will, take stock of the purposes for 
which it was created and devote a greater portion of its energies toward their 
accomplishment. It can and should recognize that it can best serve businessmen 
and the nation by smoothing the road of business and marking its boundaries 
rather than by setting up road blocks in the form of expensive and long drawn 
out administrative proceedings; by erecting sign posts which all can read and 
supplying directions to those seeking a safe course, instead of playing the role 
of traffic cop lying in wait for the unwary who may go astray while groping 
his way through the maze of statutory dos and don'ts. 

The gates of business are the gates of free men, and the Federal Trade Com- 
mission is one of the principal keepers of those gates. The hope of mankind is 
that this nation and those who guide its destinies remember now its own found- 
ing hopes and its traditions and its faiths, to the end that the dynamic energy 
of free men, the greatest power in the world, may be released as never before, 
and its great gates be thrown wide. 
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RECENT DEVELOPMENTS IN INDIAN TRADE-MARKS PRACTICE 
By W. C. Smith* 


It is now ten years since the Trade-Marks Act 1940 first provided for the 
registration of trade-marks in India, and the country was comparatively late in 
introducing such legislation. Before that time, there existed Declarations of 
Ownership which were recorded before the Registrar of Deeds and Assurances 
at Calcutta and Bombay, or with the various Chambers of Commerce. Trade- 
marks were also advertised in the same way as is still done in Burma and 
Afghanistan, where there is at present no trade-mark registration. 

The first question which arises from the point of view of a foreign 
proprietor of a trade-mark, is whether these Declarations of Ownership now 
have any value in India. The answer is that while they are useful proofs 
of the long claim to ownership of the mark, they do not give any actual legal 
protection. It is, for example, not permissible to describe as registered, a 
trade-mark in respect of which only a Declaration has been recorded. For 
proper legal protection it is therefore necessary to register all trade-marks 
under the Trade-Marks Act, 1940. 

The Act became law in March 1940, but no trade-mark application could be 
made until June lst, 1942. During the intervening period, provision was made 
for the filing of “Deposits” under Section 85 of the Trade-Marks Act. These 
were in the nature of advanced claims to marks, primarily for the information 
of the Registrar, but without any actual legal effect. Reference is however, 
sometimes made to them, where appropriate, when filing new applications 
and also when filing Notices of Opposition, because they help to establish a 
claim to ownership of the mark. 

In most countries the Patent Office and the Trade-Marks Registry are 
to be found in the same or adjoining buildings and are administered by the 
same governing body. In India, however, the Patent Office is in Calcutta 
and is under the Ministry of Industry & Supply and the Trade-Marks Registry 
is in Bombay, being a Department of the Ministry of Commerce. There is 
a Branch Registry at Calcutta under the Deputy Registrar and hearings can 
be appointed at that office for those clients and agents who find it more 
convenient to deal through Calcutta than Bombay but although applications 
can be filed in Calcutta, their examination takes place only in Bombay. 

The Registrar of Trade-Marks, Mr. K. S. Shavaksha, is a Barrister, who 
studied, inter alia, in England and was called to the Bar at the Middle Temple. 
He has recently published a very valuable Commentary on the Indian Trade- 
Marks Act 1940 in which reference is made to a number of cases decided under 
the Indian Trade-Marks Act. 

The Deputy Registrar at Bombay, Mr. S. Venkateswaran, has also written 
a valuable commentary entitled “THE LAW & PRACTICE UNDER THE 
TRADE-MARKS ACT 1940,” as well as books on the Law of Merchandise 
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Marks. Since the authors hold official positions, these books are not to be 
treated as authorities in hearings before the Registrar or Deputy Registrar, 
but should be of considerable interest to the foreign reader who may be 
concerned with the Indian Trade-Marks Act. 

The first applications were made on June Ist, 1942 and by September 30, 
1950, over 145,000 applications had been made for registration and more than 
1,650 Oppositions had been filed during the same period. These figures should 
give some idea of the immense pressure of work at the Trade-Marks Registry 
during these years. Naturally, this pressure has also affected the Agents who 
are comparatively few in number, especially those who handle foreign business. 
Furthermore, on the 15th of August, 1947, the Dominions of India and Pakistan 
were formed and as a result, separate registration has been introduced in 
Pakistan, which has involved a considerable duplication of work. Registra- 
tion in Pakistan, however, falls outside the scope of this article, except that the 
Law is still based on the Indian Trade-Marks Act, 1940, although it has been 
supplemented by the Trade-Marks (Invalidation & Summary Registration) Act 
1950 and in many respects the position is very similar to that in India. 

American proprietors of trade-marks are often unable to understand why 
their marks, successfully registered in the United States of America, are often 
either not accepted for registration or are registered subject to disclaimers or 
other conditions. Firstly, registration in India is determined solely by the 
Trade-Marks Act, 1940 and although there may be cases where the Registrar 
might take into account the Registratiori of a well known mark throughout 
the world, he will not normally be influenced by the fact that the mark has 
become distinctive elsewhere, or that it has been registered in a number of 
other countries. American agents often overlook this and submit long lists 
of registrations in other countries. If a mark can only be registered on proof 
of acquired distinctiveness, that distinctiveness can only be proved by long 
use in India. Moreover the registrability of a mark is interpreted very strictly. 
The Indian Law is modelled fairly closely on British Law, with the difference 
that there is no Part B of the Register; consequently most marks can only 
be registered if they reach a standard equivalent to that prescribed for registra- 
tion under Part A of the Register in Great Britian. The provisions with regard 
to the clauses of the Act relating to such points as to whether a mark has a 
direct reference to the character or quality of the goods, or that it is not 
adapted to distinguish, are very strictly interpreted indeed, and a large number 
of marks registered in the United States have been rejected in India as being 
too descriptive. 

Under Section 6 of the Trade-Marks Act, a trade-mark shall not be 
registered unless it contains or consists of at least one of the following 
particulars; viz., the name of a company, individual or firm represented in 
a special or particular manner, the signature of the applicant for registration 
or some predecessor in business; one or more invented words or one or more 
words having no direct reference to the character or quality of the goods, 
not being geographical names or surnames, or any other distinctive mark. 

Geographical names, surnames, personal names, signatures or words not 
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already covered, will require evidence of acquired distinctiveness in order to 
be registered. It should be noted that in India, personal names require evidence 
of acquired distinctiveness. 

In a few cases, advantages can be taken of Section 20 of the Trade-Marks 
Act, which provides for a Certificate of Refusal in respect of a mark continually 
in use since before February 25th, 1937, providing that application was made 
for registration within five years of the commencement of the Act, that is 
before March 11th, 1945. Such certificate gives the right to institute proceedings 
to prevent, or recover damages for the infringement of an unregistered trade- 
mark and is the only provision made to protect unregistered trade-marks in 
India. A number of such certificates have been granted, but as far as is 
known, no instance has yet occurred of any use having been made of such 
certificates in the Courts. 

A feature in the examination of trade-marks under Indian Law which 
does not appear to be generally known in the United States, is the provision 
for advertisement “before acceptance” of a trade-mark under the Section 15(1) 
“proviso.” The Registrar may advertise a mark either as accepted or before 
acceptance, or he may refuse to advertise it at all. Advertisement before 
acceptance usually indicates that the Registrar suspects either that the mark 
may not be registrable or that there may be other marks for similar devices, 
and hence it may not be possible to register all the marks. No reason is given 
as to why a mark is advertised before acceptance, and it generally means that 
the Registrar has suspended judgment until after advertisement of the mark. 
He has the power to re-advertise a mark which has already been advertised 
before acceptance, but is not bound to do so. 

After the mark is advertised, he re-examines the application and in a 
large number of cases he takes no further action and allows the marks to 
proceed to registration. In a few instances, however, he objects either to the 
mark itself, or cites conflicting marks. 

With regard to the method of dealing with other marks, the Registrar may 
either make a previous application or registered mark a definite ground of 
objection to a subsequent application, or he may simply draw the attention 
of the applicants to the previous application. It should be understood that 
there is a distinct difference between marks which are made a ground of 
objection and marks which are merely drawn to the attention of the applicants. 
In the latter case, the parties are not bound to take any action, but the 
attention of both the proprietors are drawn to each others mark so that they 
can take action between themselves if they so wish. 

The initial term of registration of a trade-mark is 7 years and thereafter 
the mark may be renewed indefinitely for periods of 15 years each. As many 
trade-mark applications filed from 1942 to 1944 are still pending, renewal fees 

will have to be paid at the same time as the registration fees. Marks can be 
renewed under penalty within four months of their advertisement in the Trade- 
Marks Journal under the heading “Unpaid Renewal Fees.” Marks not renewed 
after the expiry of such period are liable to be struck off the Register, but 
provision exists for their restoration. As the first marks have only just been 
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struck off the Register, it is too early to say whether there would be any 
difficulty in securing the restoration of a mark. 


Provision is made in the Act for Defensive Registration of well known 
marks, consisting of an invented word, but this provision does not appear 
to have been generally used as yet. As a result, little action can be taken against 
applications filed in classes other than those for which the genuine proprietor 
is protected. Opposition proceedings in India may be taken by any party, 
but in actual practice it is advisable to base the Opposition on a pending 
Indian application, or on an Indian registered mark. 


The Opposition procedure is broadly based on that prevailing in Great 
Britain, with a Notice of Opposition, a Counter-Statement submitted by Appli- 
cants, Evidence in Support of the Opposition, Evidence in Support of the 
Application and Evidence in Reply by Opponents. Further evidence on either 
side can be admitted or not at the discretion of the Registrar. Application 
can also be made for leave to submit evidence at a hearing. A hearing is then 
held and the decision issued by the Registrar or Deputy Registrar. If appeal is 
desired, it should be made to the High Court within four months of the decision. 

Criticism is often made by the Registrar and by counsel with regard to 
the wording of affidavits, especially those emanating from America, and it is 
interesting that a similar comment was recently made in Great Britain. It is 
alleged that the affidavits are unduly lengthy, that they contain arguments as 
well as evidence, and also that there is a tendency for a number of affidavits 
submitted by different parties in support of a particular side to be worded in 
almost identical terms. The latter is often unavoidable because the affiants often 
testify to the same facts and, if the same attorney or trade-mark agent drafts a 
number of affidavits, it is extremely difficult to vary the wording in each case. 
As far as possible, however, the actual words of the affiant should be used. 


Evidence in Reply should be confined strictly to rebuttal of the evidence 
filed by the applicants. 


Oppositions are often argued by counsel, and this is welcomed by the Reg- 
istrar, although it is not strictly essential and any solicitor or registered trade- 
mark agent may represent the parties. 


Provision is made in the Act for Certification Trade-Marks but whilst a 
number of such marks have been registered or applied for, no such marks would 
appear yet to have been registered by an American organization or government 
department. Certification trade-marks provide for the registration of marks 
adapted in relation to any goods to distinguish in the course of trade, goods 
certified by any person in respect of origin, material, mode of manufacture, 
quality, accuracy or other characteristic from goods not so certified. Appropriate 
bodies to own such marks would be research institutions, export or trade asso- 
ciations, or government departments. It may be that the comparative absence 
of government controls in American industry is one reason why American bodies 
have not yet availed themselves of this facility. Certification trade-marks are 
examined by the Registrar in the first instance and finally by the Central Gov- 
ernment, particular attention being paid to the examination of regulations for 
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the use of the mark, together with the Statement of Case, which should accom- 
pany the application. 


Recently the import policy of the Government of India has limited the 
imports of foreign goods and it is believed that this is partly in order to con- 
serve foreign exchange and partly to encourage the industrialization of the 
country. There are thus cases in which applicants for registration have been 
able to show use of their mark only on a limited scale, owing to interruption 
during the War years, although the marks had been used on a considerable 
scale before the War. In such cases, it would appear that even marks requiring 
evidence of acquired distinctiveness can still be registered. In future, however, 
if such restrictions continue, it may be difficult to register trade-marks requiring 
evidence of acquired distinctiveness if no substantial previous use can be proved. 


It is still too early to say precisely what the effect of these import restric- 
tions will be on the validity of marks already registered which may subsequently 
be contested on the grounds of non-use. The provisions relating to non-use will 
be found under Section 37 of the Trade-Marks Act which provides that a mark 
may be removed from the Register, either if it was registered without any bona 
fide intention on the part of the applicant for registration that it should be used, 
and if it is proved either that there has been no such bona fide use of the trade- 
mark; or that a continuous period of five years or longer has elapsed during 
which the trade-mark is registered and during which there was no bona fide 
use of the mark in relation to those goods. The mark therefore can either be 


struck off the Register, or goods in respect of which non-use is proved, can be 
deleted from the specification. 


Sub-section 3 provides that an applicant applying for Rectification of a 
registered mark on the grounds of non-use, shall not be entitled to rely on any 
non-use of the trade-mark which is shown to have been due to special circum- 
stances in the trade and not to any intention to abandon or not to use the trade- 
mark in relation to the goods to which the application relates. 


A recent relevant case in the United Kingdom is “Aktiebolaget Manus” v. 
R. J. Fullwood and Bland Ltd.1 In this case it was held that War restrictions 
had constituted special circumstances in the trade which had prevented the regis- 
tered proprietors from making full use of their mark. 


The restrictions on the import of goods from abroad bring into increased 
prominence the provisions of the Act which provide for the recordal of Regis- 
tered User rights. In India and Pakistan, Registered User rights can only be 
recorded in respect of registered marks. The number of applications made 
appears to be on the increase, usually either in respect of British or American 
companies with Indian subsidiaries. 


The Registrar insists that Registered User rights cannot be recorded unless 
adequate control is exercised by the registered proprietor over the proposed 
permitted use. For example, it is usual to state whether or not the registered 
proprietor owns a controlling interest in the subsidiary company, and sometimes 
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the permitted use exists only for so long as the parent company possesses 
such control. 

Provision should be made for inspection of the processes of manufacture 
employed by the Registered User. India is a country in which the infringement 
of trade-marks is particularly liable to occur and it follows that the Registrar 
would wish to be satisfied that proper precautions are taken to safeguard the 
interests of the registered proprietor, when entering into agreements with regard 
to Registered User rights. An important provision is that agreements may be 
either for a fixed period or for an unlimited period, but it is not possible to 
make an application for Registered User rights for a given period, together with 
a vague provision for possible extensions. If desired, application can be made 
for parts of agreements not containing information essential to the recording 
of Registered User rights to be kept confidential. 

Assignments in India may be with or without the goodwill of the business. 
Mergers under the American law are treated as assignments and in such cases 
it is usual to submit a Certificate of Merger certified by the State’s Secretary, 
but it should be borne in mind that as there is no exact equivalent of the law 
of merger in India, the situation has to be explained fully to the Registrar. 
Assignments with the goodwill of the business are comparatively straightfor- 
ward, but in the case of assignments without the goodwill of the business, care 
must be exercised in observing the provisions of the Act, namely that an unreg- 
istered trade-mark cannot be assigned without the goodwill of the business 
unless it is simultaneously assigned to the same person as one or more regis- 
tered marks and before recording the assignment, the directions of the Registrar 
are sought and these usually relate to the advertisement of the mark. 

Rectification proceedings have been comparatively few in number, being 
to date less than 50 and most of them are still pending. Generally speaking, 
the proceedings are based on those laid down for opposition proceedings and 
application must be made within 7 years of registration, unless fraud is alleged, 
in which case the Registrar himself has the right to rectify a mark without 
notice and without limit of time. 

A point of particular difficulty in India at present concerns the position of 
German-owned trade-marks. The Trade-Marks Act became law in March, 1940 
and the first applications were filed on June Ist, 1942, when Germany was at war. 
Until October, 1950, when the Government of India issued the “TRADING 
WITH THE ENEMY (AUTHORIZATION: GERMANY) ORDER 1950,” 
no German firm or citizen was able to apply for the registration of trade-marks 
under the Trade-Marks Act, 1940. Nor until that date were German firms or 
citizens in a position to enter Opposition or take Rectification proceedings to 
protect their interest. During the intervening period the Registrar took the 
view that no mark believed to be German-owned could be registered by any 
person or firm of whatever nationality. German citizens and firms are now 
able to register trade-marks and may make application for Rectification of reg- 
istered marks or file opposition proceedings against pending applications. Fur- 
ther there is a possibility that the Registrar may at any time rectify the Register 
in respect of any registered mark which he has reason to believe is not the prop- 
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erty of the registered proprietor. As many American and British companies 
have used marks of German origin during and since the War, the position is one 
of very great delicacy and it is likely to become even more difficult, now that 
German firms are in a position to assert their rights. 

Provision is made under Section 83 of the Trade-Marks Act, 1940 for 
reciprocal arrangements for the registration of trade-marks in India in respect 
of which applications have already been made in another country, but up to 
the present no notification by the Central Government has yet been issued to 
make this section operative. In particular, it is not possible to make applications 
in India under International Conventions. 

An important feature of the progress in India since 1947 has been the 
integration or union of the various Princely States with the rest of India to 
form the present Indian Republic. These States are now called Part B States 
of the Republic as distinct from the former Provinces of British India which are 
now called Part A States. Trade-mark registrations still exist in certain Part B 
States, but reciprocal arrangements have been made with the rest of India. 

With the advent of the Indian Republic on the 26th of January, 1950, how- 
ever, the right of registering trade-marks in the Republic rests only with the 
Central Government and it is likely that legislation will shortly be passed extend- 
ing the Trade-Marks Act 1940 to the whole of India except Jammu and Kashmir. 

The political future of Jammu and Kashmir is still rather uncertain because 
of the protracted dispute between India and Pakistan. In the meantime the 
Government of Jammu and Kashmir have passed a Trade-Marks Act, which 
came into force on September 17th, 1950 and it is understood that the Rules have 
now been issued and applications will shortly be accepted. The Act is almost 
identical with the Indian Trade-Marks Act, 1940. 

With regard to infringements of trade-marks in India, these would appear 
to be on the increase. A recent survey by the Associated Chambers of Com- 
merce revealed that there are at least 10,000 known cases of infringements and 
it is thought that a full and detailed survey would almost certainly reveal over 
100,000 such cases. The reason for this is not known, except perhaps that 
the goods of many manufacturers were not available during the War and 
imports from abroad are still restricted. Many Indian firms have taken advantage 
of the shortage of goods sold under well known brands to put infringing goods 
on the market and they have been able to build up sales for a few years until 
the genuine articles have reappeared. 

If the marks of the genuine proprietors have been registered under the 
Trade-Marks Act, 1940, infringement proceedings may be taken against the 
infringing parties. If the infringers have made applications for registration 
of the infringing marks, the proprietors of the genuine articles may file opposi- 
tion proceedings, or if the infringers have registered their marks, applications 
may be made for Rectification or cancellation of the Register, by the genuine 
proprietors. If, however, the proprietors of the genuine articles have not regis- 
tered or applied for registration of their marks under the Trade-Marks Act, 
1940, the only action which they can take is for passing-off and it is often very 
difficult to trace the manufacturer. 
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Some protection is afforded by Customs Watches at the ports by which 
arrangements can be made for the checking by Customs Officials, of consign- 
ments suspected to contain infringing goods but this can only be adopted in 
respect of infringing goods of non-Indian origin imported into India. 


A further widespread practice is the sale of inferior goods in old containers 
bearing the genuine trade-mark and cases have come to light of old petrol cans 
or jars of cold cream being collected and filled with goods of dubious quality. 
These infringers would appear to be liable to passing-off or criminal proceedings 
but as activities of this type usually take place on a small scale, it is very 
difficult to take suitable action, because the parties frequently cannot be traced. 

Hitherto, the Indian Registrar has followed in a large measure British 
practice and British case-law and he is likely to continue to do so at least for 
the time being. Obviously, however, he cannot consider himself bound by them. 
It is still only 10 years since the Trade-Marks Act came into force in India 
and the development of an independent body of Indian Law will no doubt take 
time, but no reason is seen why it should not be accomplished. 
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FOREIGN TRADE-MARKS* 
By Raymond Underwood** 


Selecting an Attorney 


When a company decides to enter the foreign markets and sell its products 
there, it immediately becomes faced with the necessity of obtaining registration 
upon its trade-marks. If the company intends to do only a small annual business, 
it is probably most desirable that it obtain its trade-mark registrations through 
private patent law firms specializing in foreign trade-marks and patents. Because 
of the wide variety of the practices in the different foreign countries, it is undoubt- 
edly best to employ lawyers who have become acquainted with the handling of 
trade-marks in these countries. 

However, if a company expects to do or is doing a large business in these 
foreign countries, it will be found to be both economical and time-saving to 
handle trade-mark registrations through its own resident counsel. An attorney 
who is familiar with United States trade-mark registrations will not find it 
difficult to become acquainted with the trade-mark practices in other countries. 

If resident counsel in a corporation is to handle foreign trade-mark registra- 
tions, he must obtain the services of trade-mark practitioners in foreign countries. 
There are a number of ways to accomplish this. The salesmen of the company 
in each foreign country can be asked to locate a competent trade-mark solicitor, 
and reliance can generally be placed upon his selection because his presence in 
the country makes it possible to carry out a suitable investigation. Or the dis- 
tributor for a company which does not have its own salesmen can supply the 
name of a trade-mark solicitor who has earned a reputation for reliability. In 
some instances it may be desirable to inquire from resident counsel in other 
companies who their foreign trade-marks representative is. 

Information as to trade-mark attorneys in other countries can also be 
obtained by inquiring from the United States Consul in each particular country. 
He is authorized to send the names of several reliable practitioners. It is also 
possible to ask the Consul in the United States from the particular foreign 
country which solicitor he recommends for handling trade-mark matters. 


Filing the Application 


Preliminary information as to the filing of a trade-mark application can 
generally be obtained through the book “Trademarks Throughout the World,” 
prepared by White and Ravenscroft. This contains information concerning the 
papers which must be filled out to accompany the trade-mark application. This 
information can, of course, also be obtained directly from the trade-mark attor- 
ney in each country, after an attorney has been selected. 

It will be found that all of the foreign countries have a Trade-mark Office 








*Paper delivered before American Drug Manufacturers Association, Legislative Sec- 
tion, at Hot Springs, Va., on October 18, 1950. 
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41 T.M.R. FOREIGN TRADE-MARKS 211 


similar to the Trade-mark Division of the Patent Office. The papers which 
must be filed are generally similar to the papers accompanying a United 
States application. The attorneys in some countries are most willing to supply 
attorneys in the United States with the legal forms which must be filled out. 

Some of the foreign countries require a United States certificate before an 
application can be filed in their country. Other foreign countries require that 
the United States certificate be granted before registration can be obtained in 
their country. In those countries which have such strict requirements, it is 
possible to obtain registration in the absence of a United States application or 
registration by having a native in that country apply for registration and there- 
after obtaining an assignment from him. In some countries a member of a law 
firm in that country can apply for registration in his own name on behalf of 
the United States company. 


Most foreign countries require an electrotype from which reproductions of 
the trade-mark may be made. One or more prints from this electrotype are 
also required. This is most conveniently procured by the attorney in the 
particular country after he is informed of the trade-mark. 


If the trade-mark is merely a word, which is most general in the pharma- 
ceutical field, it is merely necessary to tell the foreign attorney what this word is. 
That is, it is not necessary to inform him of the particular style of lettering 
which is to be employed upon the actual package. 


Selection of a Trade-mark 


The trade-mark which will generally be used in a foreign country will be 
the same one which is used upon the product in the United States. Therefore. 
in selecting the trade-mark for the United States, careful attention should be 
given to the possible meaning of the word in other countries. Thus, it should 
be made certain that the mark to be selected cannot be said to be purely descrip- 
tive in the language of the foreign country. This requirement, however, is gener- 
ally observed in selecting a word for United States registration so that the 
United States trade-mark office will not reject the application on the ground 
that the word is merely a descriptive term in a foreign language. 

Attention should also be paid to the possibility that the word in a foreign 
language may have an improper connotation. Thus, it should be made certain 
that the word does not have an offensive meaning in the foreign language. This 
can be guarded against by presenting the word to someone who is preferably a 
native of that foreign country. 

By employing a word which has already appeared in trade in the United 
States, a definite sales advantage is obtained. This is because of the wide circu- 
lation of United States publications in other countries. This has definite adver- 
tising value, and whenever possible, therefore, the same mark should be used 
in foreign countries. This, of course, also makes it possible to employ the same 
package circulars. 

Before actually applying for registration, it is advisable to have a search 
made in selected countries in advance. The word is therefore submitted to the 
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foreign attorney with the request that he make an examination of the register 
for the purpose of determining the likelihood of confusion. This again should 
be done before the mark is finally selected for use in the United States so that 
when the product enters the foreign field all of this preliminary work will have 
been completed. 


Examination of the Application 


The examination in foreign countries in general is the same as that in the 
United States. The Examiner makes a study of prior registrations to make 
certain that the newly proposed mark is not confusingly similar to any one 
already on the register. The Examiners on other countries may raise the same 
objections which are frequently presented in the United States prosecution. It 
is here necessary to have in mind the enunciation of the mark in the foreign 
language because the Examiner is, of course, going by this pronunciation rather 
than the way the word would be pronounced in the United States. 


If the Examiner believes that the word possesses the necessary uniqueness 
for registration, it is generally published for opposition. A period of at least 
thirty days is generally provided for other companies who believe that they 
might be hurt by the registration, to oppose its final grant. 


As in this country, it is desirable that each company pay attention to the 
marks being published on behalf of other companies to make certain that none 
becomes registered which may cause injury to a mark already in use. Such 
vigilance of the marks published for opposition in other countries can be carried 
on most expeditiously by the attorney in that country or by the salesman in that 
country. They can in general be relied upon to inform the attorney in this 
country of marks published for opposition so that the attorney in this country 
can make the final decision whether an opposition should be brought. 


Many countries publish these marks which are open to opposition in papers 
which can be obtained in this country by mail. These publications can then be 
directly examined by the resident attorney to determine whether he should 
instruct his foreign patent counsel to lodge an opposition. 


Life of Trade-marks 


Foreign countries differ in the period of life of a trade-mark registration. 
In general they vary from 7 to 17 years. A Belgian registration, however, lasts 
forever. It is always possible to renew trade-marks when the period of regis- 
tration is about to expire. Some countries require an affidavit showing that 
the trade-mark is still in use in order to obtain renewal. 


Requirements for Registration 


Some countries require that the mark has been in actual use in that country 
before registration can be applied for. Other countries require a statement that 
it is intended that the mark will be placed in use in that country before an appli- 
cation can properly be filed. However, other countries grant registration to 
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the first applicant irrespective of whether he has already placed the mark in 
use or even intends to place the mark in use. 

It should be observed that this provision in some countries for grant of 
registration to the first applicant is directly contrary to the principle of regis- 
tration in the United States. In the United States it is a primary requirement 
that the trade-mark has already been placed in interstate commerce before the 
application can be filed. 

Most English speaking countries follow this legal requirement of the United 
States that the mark proposed for registration must first have been in use. This 
is based upon the old English law that the exclusive right to a trade-mark is 
obtained only by associating that mark with a particular product in the public 
mind. It is reasoned that a right to a mark cannot be established apart from a 
product to which it is to be applied and that a trade-mark right therefore arises 
only after the public has been given an opportunity to identify the trade-mark 
with the specific product. 

The permission in some countries that the first applicant can obtain regis- 
tration is open to the objection that piracy of marks is thereby easily accom- 
plished. Many manufacturers in this country have found when they have 
started export to foreign countries that some person or company in that country 
has already obtained registration and is entitled to that registration because 
of his first application in the Patent Office. This makes it necessary either 
to purchase the trade-mark rights from the resident in that country or to select 
a totally new mark for use in that country, which necessarily will then be dif- 
ferent from the United States registration. To prevent this piracy, it is important 
to file applications in these countries before the product is placed on the market 
in the United States or an advertisement concerning it appears in the magazines. 

Those countries which permit the filing of an application without prior 
use of the mark sometimes require actual use of the mark after registration 
has been granted. Consequently, if an application is filed in these countries 
which grant registration to the first applicant, a sale of the product should be 
made if registration is obtained. 


Board of Health Permits 


Some countries require the actual grant of a trade-mark registration before 
the product can be sold there. This evolves from the requirement that a Board 
of Health approval be obtained before the product can be sold because of its 
medicinal character. The public is believed to be safeguarded by trade-mark 
registration because the approval by the Board of Health extends only to the 
particular product sold under that particular trade name. Therefore, in these 
countries registrations should be sought at an early date, because otherwise 
Board of Health approval cannot be obtained. 


Some countries, such as Cuba, for example, require that a trade-mark appli- 
cation be on file in order to obtain Public Health approval. It is not required 
that the registration has been granted. This, of course, makes it possible to 
file and refile a Cuban application so that this requirement can be met. 
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Venezuela is particularly strict with respect to trade-marks because even 
though a trade-mark has already been registered there, the Board of Health 
may prevent its use. They serve to censor trade-marks on the ground that it 
describes the use of the product and therefore leads toward self-medication. For 
example, the word “Oraltone” would probably be refused by the Board of 
Health on the ground that it tells the public that it is a medicine for oral use. 


Labels 


In order to obtain Board of Health approval, it is almost uniformly required 
that a copy of the label be submitted. This label will, of course, bear the trade- 
mark proposed to be used and information as to the nature of the product. Here 
again, however, some countries will not permit a statement on the label as to 
the dosage unit for the reason that it would enable the public to practice self- 
medication. The registration number which is finally obtained has to be placed 
on the labels in many instances, and the labels must also generally state whether 
it is for free sale or for prescription only. 

In order to obtain the Board of Health approval, it is generally required 
that in addition to the proposed label, an actual sample of the material must 
be supplied, its intended use must be set forth, and a statement is sometimes 
required that the material is actually being sold in the United States. Inasmuch 
as the requirements in this respect vary so much from country to country, it 
will be found most advisable to have a local man in each country attend to the 
procurement of the Board of Health permits. He is in a better position because 
of his direct contact with the officials there to consider the details and obtain 
final approval. 

It will be found helpful in many instances to refer to the revised edition of 
“Registration and Label Requirements in Latin America for Pharmaceutical 
Products.” References to this is made on page 3 of the A.D.M.A. Bulletin for 
September 21, 1950. 


Registered User 


Some countries have a provision with respect to a registered user which 
makes it possible for a related company to obtain registration upon a mark which 
has been in use by its parent company. It is necessary that the company actually 
employing the mark be within the substantial control of the parent company 
which is the proprietor of the mark. This makes it possible to make sure that 
the basic registration is not diluted by the second user. However, few South 
American countries have such provisions for Registered User. 


Registrations of Generic Terms 


Attention may be given to the possibility that other countries grant regis- 
trations of words which have become generic in the United States. A company 
which coins a generic word for its product may find when it starts to sell this 
product in a foreign country, that this generic word has already been registered 
there by a resident as though it were a trade-mark. 
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For example, such words as “folic,” “hexylresorcinol,” “PAS” and “baci- 
tracin” may be found to be registered in these other countries, or it may be 
found that an effort is being made to register them. The grant of such registra- 
tions can be opposed on the basis of their generic character. 

To prevent the registration of such generic marks, the Combined Trade- 
mark Bureau has recently made a forward step in obtaining the intervention of 
the Commerce Department of the United States on behalf of domestic manufac- 
turers. The assistance of our Department of Commerce would be found to be 
most helpful, but a company which finds itself directly involved in such a situ- 
ation will do well to also enter its own opposition against the registration of a 
generic word. 

The resident trade-mark counsel of a company which is doing a large export 
business may have some initial misgivings as to his ability to handle the trade- 
mark applications in these countries because of the variety of complications 
which may arise. However, information is so readily available from competent 
resident attorneys in each country that there is no immediate need for any such 
worry. If confidence is had in the foreign attorney, registrations of his com- 
pany’s marks and their safeguard by opposing similar registrations to competing 
companies can be carried out. 
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PART II 


FOOD FAIR STORES, INC. v. SQUARE DEAL MARKET CO., INC. 
No. 10747—C. A. D. C.—February 8, 1951 


Courts—]J URISDICTION—GENERAL 


Where two cases between the same parties involving the same subject matter and 
same issues are commenced in two different federal courts, the one commenced first is to 
be allowed to proceed to conclusion first; and a preliminary injunction to accomplish 
this is proper. 


Courts—INJUNCTIONS—RESTRAINING PROSECUTION OF SUBSEQUENT SUITS 

Where two cases, in different federal courts, are pending between the same parties, 
on the same cause of action, practice is for court in which suit was first brought to 
grant preliminary injunction restraining party from proceeding with second suit pending 
completion of case in court granting the injunction, 

Doctrine of res judicata affords full protection against relitigation of all issues prop- 
erly included in any judgment; therefore no reason exists for allowing injunction against 
prosecution of subsequent suit between the parties to continue beyond period required 
for final determination by federal court in which suit was first begun. 


Appeal from District of Columbia. 


Unfair competition suit by Food Fair Stores, Inc. against Square Deal Market 
Company, Inc. Plaintiff appeals from permanent injunction order against prose- 
cution of subsequent suit in federal court for another district. Modified. 


Cary McN. Euwer (J. Epwarp BurrouGus, JRr., on the brief) of Washington, 
D. C., for appellant. 

BERNARD Marco.iius (JosEpH B. DANzaNsky on the brief) of Washington, 
D. C., for appellees. 

3efore CLARK, Proctor and Stone (designated from Eighth Circuit), Circuit 
Judges: 

CrarK, C. J.: 


This is an appeal from an order of the United States District Court for the 
District of Columbia enjoining the appellant from prosecuting a suit filed by 
the appellant in the United States District Court for the District of Maryland. 


The appellant, on March 17, 1948, filed a suit in the United States District 
Court for the District of Columbia seeking to enjoin the appellees from using 
the trade name “Food Fair” and such other relief as the court might deem just. 
The appellee filed its answer denying the prior use of the trade name by the 
appellant ; the appellee also filed a counterclaim, alleging prior use of the trade 
name in the District of Columbia and further claimed that through its activities 
in the District of Columbia it had acquired superior rights to the use of the trade 
name in Prince George’s and Montgomery Counties. Appellee in its counterclaim 
sought to enjoin the appellant from the use of the name “Food Fair” in the 
District of Columbia, Prince George’s and Montgomery Counties in Maryland. 
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On May 14, 1950, the appellee opened a retail store under the name “Food 
Fair” in Montgomery County, Maryland, and announced its intention to open 
another in Prince George’s County, Maryland. Consequently on May 24, 1950, 
appellant filed its complaint for an injunction and other relief against the appellee 
in the United States District Court for the District of Maryland. 

After the appellant filed its complaint in the federal district court in Mary- 
land, the appellee filed a motion in the District of Columbia case to enjoin the 
appellant from prosecuting its trade name suit in the federal district of Maryland. 

That Court then entered an order enjoining the appellant from prosecuting 
its suit in the federal district of Maryland. This order was based on the findings 
in the District of Columbia case, that : 

“1, The parties, the issues and the subject matter of the complaint filed by the 
plaintiff [appellant, here] in the United States District Court for the District of 
Maryland, Civil Action No. 4993 are the same as those involved in this cause of action. 

2. This Court in the pending cause of action has the power and authority to 
dispose of the issues presented by the plaintiff’s [appellant’s] complaint filed in Mary- 


land. 

3. This Court having first acquired jurisdiction of the subject should retain such 
jurisdiction and finally dispose of the issues involved. 

4. Defendant [appellee] is entitled to an order enjoining the plaintiff [appellant] 
from prosecuting the complaint in Civil Action No. 4993 in the United States Court 
for the District of Maryland.” 


The record supports the findings of fact and we agree with the trial court’s 
conclusions of law. In both suits the appellant seeks to enjoin the appellee from 
using the trade name “Food Fair” and to account for and pay over any profits 
derived under such name. As recently as 1948, this Court held: 

“Where two cases between the same parties on the same cause of action are 
commenced in two different Federal Courts, the one which is commenced first is to be 
allowed to proceed to its conclusion first, and an injunction to accomplish this is 
proper.” Speed Products Co. v. Tinnerman Products, 83 U. S. App. D. C. 243, 171 F. 
2d 727 [38 T. M. R. 647] (1948). 


Consequently, we feel the lower court properly granted an injunction. But 
both the appellant and appellee seem to agree that the order entered below was a 
permanent injunction. The appellant, however, contends, and quite correctly 
we feel, that this is not a proper use of a permanent injunction. To hold other- 
wise would be, in effect, to allow the issuance of a permanent injunction to pre- 
vent relitigation of all issues properly included in any judgment. The appellee 
is fully protected in this regard by the doctrine of res judicata. There is no 
other purpose for allowing such an injunction to continue beyond the period 
required to finally determine the District of Columbia case. 


Although we have not found a decision expressly denying the applicability of 
a permanent injunction to this situation, the cases disclose that the practice has 
been to grant preliminary injunctions pending the completion of proceedings in 
the court granting such injunctive relief. This was the procedure followed in 
Speed Products Co. v. Tinnerman Products, supra, and Crosley Corporation Vv. 
Hoyeltive Corporation, 22 F. 2d 825 (3rd Cir., 1941), both relied on by the 


appellee. 
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Hence we remand this case to the United States District Court for the Dis- 
trict of Columbia with directions to modify the injunction in accordance with this 
opinion. 

Affirmed in part and modified in part. 


CONSOLIDATED COSMETICS vy. D-A PUBLISHING CO., INC., ET AL. 
No. 10207--C. A. 7—January 19, 1951 


CourTs—J URISDICTION—GENERAL 

Defendant, New York corporation, held to be doing business in Illinois and subject 
to suit in that jurisdiction, where defendant made Mount Morris, Ill. its place of publi- 
cation to qualify for second class mailing permit there, and defendant contracted with 
Kable, at Mount Morris, to print, address and mail. its magazine “Taboo,” and defendant 
stored with Kable, paper and other materials to be used in printing the magazines. 

On facts of record, Kable corporation held endowed with authority as agent for 
service of process on non-resident defendant, 

Defendant’s agent for service of process being a corporation, service on one of its 
officers held sufficient under Illinois statute governing service of process. 


Appeal from Northern District of Illinois. 
Trade-mark infringement suit by Consolidated Cosmetics against D-A Pub- 
lishing Co., Inc., Et Al. Plaintiff appeals from dismissal of complaint and quash- 


ing of service of process. Reversed. 

McKnight & Comstock, (James R. McKnight and Robert C. Comstock, of coun- 
sel) of Chicago, IIl., for Plaintiff-Appellant. 

Mann, Brown & Hansmann, of Chicago, Ill., and Pennie, Edmonds, Morton & 

Barrows, of New York, N. Y., for Defendants-Appellees. 

Before KErNER, Durry and LINnDLEy, Circuit Judges. 
LINDLEY, C. J.: 

Plaintiff, an Illinois corporation, instituted suit in the District Court, charg- 
ing defendant, a New York corporation, with infringement, by the publication 
of its magazine, “Taboo,” of plaintiff’s registered trade-marks of “Tabu” and 
“Taboo.” After purported service of process, defendant moved to dismiss 
because of improper venue and to quash the service of process because of 
alleged insufficiency. The court allowed both motions, and from the resulting 
judgment, plaintiff prosecutes this appeal. 

Both motions were decided upon affidavits submitted by the respective 
parties and certain exhibits attached thereto. The facts are undisputed ; the only 
controversy here is as to their ultimate legal effect. 

Defendant publishes a magazine bearing the trade-mark “Taboo” and the 
legend that it is published bi-monthly by D-A Publishing Company, Mount 
Morris, Illinois and is entered as second class mail matter at Mount Morris. 
The magazines are printed, addressed and deposited in the mail at Mount Morris 
by Kable Company, under a contract with defendant whereby the latter forwards 
from New York and elsewhere all the material going into them, including written 
matter, photographs, drawings and engravings. Kable makes the necessary elec- 
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trotypes from patterns furnished by the publisher. All the material supplied 
by defendant is sent to Kable from outside the state of Illinois and then set up 
for printing at Mount Morris. After defendant has read the proof, the maga- 
zines are printed and bound at Mount Morris and thereupon become the property 
of defendant. Some of the magazines are sent to newsstands through the mails; 
others are addressed to individuals as subscribers. Kable wraps, labels and 
delivers them to the Post Office for mailing to the separate consignees. Various 
materials are deposited by defendant with Kable at Mount Morris under an 
agreement whereby they are to remain the property of defendant, though in the 
possession of Kable; the latter is absolved from liability for damage to or loss 
of these wares. 

Under 30 U. S. C. 226, a publication is admitted to second class mail matter 
under certain conditions, one of which is that it must be issued from a known 
office of publication. Under Section 34.25, Postal Laws & Regulations, a known 
office of publication is an office where the business of the newspaper or periodical 
is transacted during the usual business hours and such office must be publicized 
by the publication itself. In accord with the statute and regulations, defendant 
designated Mount Morris as the public office where its business is transacted 
during its usual business hours. A subscription was sent from Ohio to the 
D-A Publishing Company at Mount Morris by registered mail. This letter was 
accepted by Kable Bros. Company and the subscription forwarded to the New 
York office and there accepted. 

Upon the foregoing facts the District Court held that defendant was not doing 
business within the state of Illinois. Our question is whether this was the correct 
decision upon the facts. The Supreme Court of the United States, in /nternational 
Shoe Co. v. State of Washington, 326 U. S. 310, in an authoritative opinion, con- 
sidered a somewhat similar situation. After pointing out that historically the 
question of jurisdiction of the court to render judgment in personam has depended 
upon the question of whether the defendant is so present within the territorial 
jurisdiction of the court as to make its judgment personally binding upon him, the 
court added: “due process requires only that in order to subject a defendant to a 
judgment in personam, if he be not present within the territory of the forum, he 
have certain minimum contacts with it such that the maintenance of the suit does 
not offend ‘traditional notions of fair play and substantial justice.’’’ Accordingly 
our question, further narrowed, is whether the contacts of defendant here are such 
as to satisfy the requirements defined by the Supreme Court. Obviously, as the 
court said, the presence of the corporation “can be manifested only by activities 
carried on in its behalf by those who are authorized to act for it.” As the court 
commented, to the extent that a corporation exercises the privilege of conducting 
activities within a state, it enjoys the benefits and protection of the laws of that 
state and that privilege, in turn, may give rise to obligations and, so far as those 
obligations arise out of or are connected with the activities within the state, a 
procedure which requires the corporation to respond to a suit brought to enforce 
them can, in most instances, hardly be said to be undue. The court added that 
presence in the state in this sense has never been doubted when “‘the activities of 
the corporation there have not only been continuous and systematic but also give 
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rise to the liabilities sued on, even though no consent to be sued or authorization 
to an agent to accept service of process has been given.” The requirements for 
jurisdiction, the court said, “may be met by such contacts of the corporation with 
the state of the forum as make it reasonable, in the context of our federal system 
of government, to require the corporation to defend the particular suit which is 
brought here.” In the later case of Travelers Health Assn. v. Virginia ex rel. State 
Corporation Commission, 339 U. S. 643, the court distinguished certain earlier 
cases and repeated the language first above quoted from the International Shoe 
Company case. 

In other words, the rule, as the Supreme Court has defined it, seems clear 
that the defendant must have certain minimum contacts within the territory of 
the forum of such character that the maintenance of the suit does not offend 
traditional ideas of fair play and substantial justice. True it is, as Mr. Justice 
Minton says in his dissenting opinion in the Travelers case, at page 658: “How 
many ‘contracts’ a corporation or person must have before being subjected to 
suit we are not informed.” And likewise, true it is that Mr. Chief Justice Stone 
in the International Shoe Company case said: “It is evident that the criteria 
by which we mark the boundary line between those activities which justify 
the subjection of a corporation to suit, and those which do not, cannot be simply 
mechanical or quantitative. The test is not merely, as has sometimes been sug- 
gested, whether the activity, which the corporation has seen fit to procure 
through its agents in another state, is a little more or a little less. * * * Whether 
due process is satisfied must depend rather upon the quality and nature of the 
activity in relation to the fair and orderly administration of the laws which it 
was the purpose of the due process clause to insure.” In that case, though, as 
the court said, the defendant maintained no stock of merchandise in the state 
of Washington, made no delivery of goods in interstate commerce and had no 
office in Washington, yet its continuous solicitations of business were “systematic 
and continuous throughout the years” resulting in a large volume of interstate 
business in the course of which defendant received the benefits and protection 
of the laws of the state. The court said: “It is evident that these operations 
establish sufficient contacts or ties with the state of the forum to make it reason- 
able and just, according to our traditional conception of fair play and substantial 
justice, to permit the state to enforce the obligations which appellant has incurred 
there. Hence we cannot say that the maintenance of the present suit in the 
state of Washington involves an unreasonable or undue procedure.” 

We think the facts of the present case are even stronger in support of juris- 
diction of the non-resident corporation than they were in the International 
Shoe case. Here the New York corporation had made Mount Morris, Illinois, 
its place of publication in order to qualify with the postal department for mailing 
second class matter. It stored merchandise with its contractor, Kable, in Illinois, 
including paper and other materials to be used in printing the magazines. It 
sent to Kable drawings, reading matter, photographs and engravings, and 
employed Kable and thereby authorized it to set up the copy and to print the 
magazines in completed form. It contracted with and thereby authorized Kable 
from time to time, as the magazines were printed, to wrap them, to address them 
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to defendant’s consignees and to deposit them in the mail addressed to such 
consignees. These activities were not casual, isolated or disconnected but con- 
tinuous and connected, in plan and series. If we are to follow the Supreme Court, 
we can not avoid the conclusion that such activities necessitated contacts which 
were such, when these magazines were published and placed in the mail at Mount 
Morris bearing an allegedly infringing mark, as not to exempt defendant from 
service of process in Illinois. We think that these activities, their extent and 
their continuity, their nature and their effect, were such inevitably as to consti- 
tute doing business in Illinois and, therefore, to render the defendant subject 
to suit in that jurisdiction. 

The functions of a magazine publishing company, obviously, include gathering 
material to be printed, obtaining advertisers and subscribers, printing, selling and 
delivering the magazines for sale. Each of these, we think, constitutes an essen- 
tial factor of the magazine publication business. Consequently if a non-resident 
corporation sees fit to perform any one of those essential functions in a given 
jurisdiction, it necessarily follows that it is conducting its activities in such a 
manner as to be subject to jurisdiction. We think this is the inevitable conclusion 
from the cases cited as well as others, such as /nternational Harvester Co. v. Ken- 
tucky, 234 U. S. 579, Board of Trade v. Hammond Elevator Co., 198 U. S. 424, 
Acton v. Washington Times Co., 9 F. Supp. 74, Clements v. McFadden Publs., Inc., 
28 F. Supp. 274, State of Washington v. Superior Court, 1 Wash. (2) 379, 96 P. 
2d 248, Clover Freight Lines v. Pacific, 166 F. 2d 626 (CA-7). Such a conclusion 
we think, is in accord with “traditional notions of fair play and substantial justice” 
and is not, therefore, approval of undue process. 

Inasmuch as Kable had contracted to and was authorized to carry on activi- 
ties at Mount Morris for the benefit of defendant, we think that there can be no 
question but that that corporation was endowed with authority as agent for the 
service of process. Of course, the corporation could be served only through 
its officers and, therefore, service was had upon one of the officials. This, we 
think was sufficient within the Illinois statute, Sec. 17 of the Illinois Civil Practice 
Act, governing service of process. 

The judgment is reversed with directions that the court vacate the order 
dismissing the suit and the order quashing service of process. 


CHESTER H. ROTH, INC. v. ESQUIRE, INC. 
No. 28—C. A. 2—January 17, 1951 


Contracts—Division oF Fretps—ConcurrENT USE 
Contract providing for concurrent use of the mark “Esquire” by both parties, speci- 
fying particular uses to which each party might put mark and providing for joint protec- 
tion of mark at expense of one party, held valid and not contrary to public policy, nor 
invalid as a contract to deceive the Patent Office, nor void for champerty or maintenance. 
TRaDE-Marks—AssiIGNMENTS—GENERAL 
Trial Court's findings that transfer was not in gross and that plaintiff acquired good 
title to mark, through purchase of not only capital stock but also going business with its 
assets including trade-mark, held well supported by record. 
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Courts—INJUNCTIONS—BASIS OF RELIEF 
On facts of record, contention that plaintiff used “Esquire” in corporate title held not 


established. 
Pickwickian figure held not part of “Esquire” trade-mark; its use was not required 


by contract and plaintiff’s failure to use it held of no legal significance. 
CourTs—PLEADING AND PrAcTICE—COUNTERCLAIMS 


ConTRACTS—ENFORCEMENT—SCOPE OF RELIEF 
Counterclaim should not have been dismissed since relief granted to defendant was 


obtainable under it. 
Judgment modified to sustain counterclaim to extent relief has been granted to de- 


fendant, viz, requiring plaintiff to indicate source of its products when it advertises them, 
as provided by the contract. 
Denial of profits and damages held proper. 
Appeal from Southern District of New York. 
Declaratory judgment suit by Chester H. Roth, Inc. against Esquire, Inc. 
in which defendant counterclaims for injunction and damages. Both parties 
appeal from judgment for plaintiff and dismissal of defendant’s counterclaim. 


Modified. 
Mock & Blum, of New York, N. Y., for plaintiff. 
Cravath, Swaine & Moore (Bruce Bromley, Harold R. Medina, Jr., and Albert 

Rosenblum of counsel) of New York, N. Y., for defendant. 

Before Aucustus N. Hanp, Cuase and Frank, Circuit Judges. 
CuaseE, C. J.: 

These parties disagreed as to the validity and effect of a contract, executed 
on July 21, 1938, by their immediate predecessors, governing their joint use and 
protection of a trade-mark. The plaintiff, a New York corporation, brought this 
suit against the defendant, a Delaware corporation, on January 21, 1947, for 
a declaratory judgment to establish that it was not bound by the contract; the 
defendant sought by counterclaim to have the plaintiff enjoined from using the 
mark at all. Both parties have appealed from the judgment entered. 

The plaintiff owns, through succession from its predecessors, the trade-mark 
“Esquire,” registered on May 15, 1923 under the 1905 Act and renewed on 
May 15, 1943, for hosiery, scarfs, neckties, and mufflers. The defendant also 
owns, through a predecessor, the trade-mark “Esquire,” registered under the 
1905 Act on June 5, 1934, for a monthly magazine. These parties succeeded to 
the respective rights of their predecessors under the contract the latter had 
executed on July 21, 1938, setting forth their agreement as to the use of the 
trade-mark and providing for their cooperation to prevent others from infring- 
ing or from competing unfairly with it. This contract superseded another to 
like effect which one of the same parties and the predecessor of the other had 
previously entered into, and was executed to make sure that the new parties 
would be bound as the old had been. Hereinafter whenever the contract is men- 
tioned, that of July 21, 1938, is meant, and by plaintiff or defendant is meant 
such party and its predecessor or predecessors, indiscriminately, unless the 
context otherwise indicates. 

The contract was executed in the light of the following facts and cireum- 
stances. Nickels & Lauber, a predecessor of plaintiff, was a Pennsylvania cor- 
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poration which was organized in 1917 and in that year began to manufacture 
and sell in Philadelphia men’s high grade full-fashoneid socks. It adopted the 
trade name “Esquire” for them in 1922 and secured the registered trade-mark, 
as above noted, the following year. From then until 1938 it advertised these 
socks nationally in a modest way and built up a fair national distribution of 
them. The boxes in which the socks were packed and delivered to retailers were 
never marked with the manufacturer’s name. Its name appeared as the manu- 
facturer in its own advertising but retailers to whom the socks were sold adver- 
tised them by trade-mark without the manufacturer’s name. The advertisements 
usually displayed a rather unique drawing of a man’s head which has been, 
properly enough, called a “Pickwickian” figure. 


The defendant’s predecessor, Esquire Publishing Co., began in 1933 to pub- 
lish a monthly magazine called “Esquire,” subtitled “The Magazine for Men,” 
which at first was confined to men’s fashions and distributed to men’s stores. 
But it soon was expanded in scope to include matter relating to women’s wear 
and topics of general interest, though from ten to fifteen per cent of it con- 
tinued to be devoted to men’s fashions. It contained a considerable quantity of 
advertising of which about half was of men’s wearing apparel. Its distribution 
became general and extensive and it acquired a wide and favorable reputation 
as an authority on men’s fashions. 

Until late in 1934, the defendant knew nothing about any trade-mark 
“Esquire” which Nickels & Lauber had. It did nothing about it until the sum- 
mer of 1935, when the secretary of Nickels & Lauber informed it that the maga- 
zine had so built up the name “Esquire” in connection with men’s wear that the 
plaintiff was having difficulty protecting its mark of that name. It was sug- 
gested to the defendant that the two cooperate to protect their respective rights 
in the mark and this led to the execution of the forerunner of the contract in suit. 


On July 7, 1938 a New York corporation called Nickels & Lauber, Inc., 
hereinafter to be called Nickels, which was a wholly owned subsidiary of Mock, 
Judson, Voehringer Company and organized for such purposes, bought the 
entire business of the original Nickels & Lauber of Pennsylvania, including its 
hosiery inventory, machinery, supplies, good-will, and the trade-mark “Esquire.” 
The seller was then dissolved. 

It was this change of parties in interest which brought about the execution 
of the contract in suit two weeks later. That contract set forth the ownership 
and use of the registered trade-mark “Esquire” by the respective parties and 
asserted that “numerous persons, firms and corporations” had, since the maga- 
zine “Esquire” appeared, adopted the name “Esquire” as a trade-mark, style 
mark, or trade name, in connection with various articles and businesses in an 
attempt to trade upon and profit by the good name and reputation of the maga- 
zine. It also asserted that in many instances such persons also infringed the 
trade-mark rights of Nickels and were guilty of unfair competition. Further 
asserting that it was for “the interests of both parties that the unauthorized 
and unfair uses of the word ‘Esquire’ be enjoined,” and that they desired to 
cooperate to that end and “also to define their respective rights in and to the 
















41 T. M.R. 





224 TRADE-MARK REPORTER 





word ‘Esquire’ as a trade-mark,” they agreed, as the trial court found, as fol- 
lows: 
“(1) Nickels agrees not to use its trade-mark ‘in any manner other than as shown 
on the labels, * * * to use said trade-mark solely and only in connection with men’s : 
hosiery, * * * men’s knitted neckwear, men’s scarfs and men’s mufflers, * * * never to 
extend the use of its said trade-mark to any other articles or business, and never to 
use the word ‘Esquire’ as part of its corporate name,’ and ‘to use its best efforts to 
prevent any likelihood of confusion between its said products bearing its said trade- 
mark, and the products or services sold’ by the defendant. 

“(2) Nickels agrees, upon request of the defendant, to file suits for an injunc- 
tion, accounting and damages against any person using the word ‘Esquire,’ or any 
word confusingly similar thereto, as a trade-mark in connection with any article of 
men’s wear, or as a name under which to do a men’s wear business, and to file Patent 
Office proceedings to prevent the registration of ‘Esquire’ for goods of the same class 
to which Nickels applies its trade-mark, or to cancel any registrations that may have 
been obtained, and the defendant agrees to pay all the costs of prosecuting such suits 
or proceedings, including any costs or damages that may be assessed against Nickels, 
and also including the fee of Nickels’ attorneys, provided that the defendant shall 
have the right to select them. 

“(3) Inasmuch as Nickels used the word ‘Esquire,’ together with the (Pickwick- 
ian) illustration, for its products before the defendant began to use the word, the 
defendant agrees not to interfere with its use by Nickels upon its products in the 
manner shown by the labels, and Nickels agrees not to interfere with the right of 
the defendant ‘to use the word “Esquire” as its corporate name, to identify itself 
as an authority in connection with articles of interest to men, as a trade-mark for 
its magazine, * * * and also in any manner to indicate that it approves, sponsors, 
vouches for or designs any articles of interest to men, including the articles upon 
which Nickels uses its said trade-mark.’ 

“(4) The agreements shall be binding upon the successors and assigns of the 
parties.” 

The business of Nickels in selling socks under the trade-mark did not pros- 
per, however, and in a few months, on December 20, 1938, its parent, the Mock 
Company sold all of its capital stock to the plaintiff, together with all its assets, 
consisting of its inventories of merchandise and supplies and its trade-mark 
“Esquire,” which was warranted not have been abandoned. As part of this trans- 
action the Mock Company, which was a manufacturer of men’s full-fashioned 
hosiery, agreed to sell such hosiery only to the plaintiff until July 1, 1939, and 
the plaintiff agreed to buy such hosiery only of Mock for that period. About 
26,000 pairs of such hosiery were thus sold by Mock and those, as well as what 
the plaintiff had received from Nickel’s inventory, were disposed of under the 
name “Esquire” by the end of 1940. Thereafter no more full-fashioned hosiery 
was sold by the plaintiff but it sold “Esquire” seamless hosiery which was for a 
while made for it by an independent manufacturer. Its receipts from sales of 
such hosiery were about $165,000 in 1941 and by 1944 had increased to about 
$2,000,000 and thereafter the annual increase continued. Until November 1946, 
the plaintiff operated this business at its “Nickels & Lauber Division” but then 
there was a merger of Nickels with the plaintiff and the entire business, trade- 


mark and good-will of Nickels was duly assigned to the plaintiff. 
In 1944 the plaintiff began to manufacture men’s socks and has since been 
both a manufacturer and distributor of them. After it acquired the trade-mark 
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“Esquire” in 1938, it used that mark on its best grades and now uses only that 
mark on its nationally advertised hosiery. It has never used it on anything but 
men’s hosiery. 

As early as September, 1940, the plaintiff and the defendant began to dis- 
agree as to their rights under the contract, especially in respect to the way the 
plaintiff could advertise “Esquire” hosiery. Their attorneys then conferred and 
did so again in May, 1942, without resolving their differences. During the war 
the plaintiff advertised for the most part in trade papers and made allowances 
to retail purchasers for their advertising of the socks but as to their advertising 
it merely made suggestions without exercising any supervision. After the mer- 
ger in November 1946, the Pickwickian figure was dropped from plaintiff's 
advertising, packaging, and labelling, and plaintiff embarked upon a campaign 
of extensive advertising of nation-wide scope. Before that, however, and on 
August 21, 1946, the plaintiff had written the defendant that it considered the 
contract void and further as follows, “we will no longer operate thereunder or 
fulfill the same. It is our intention to use our registered trade-mark ‘Esquire,’ 
free from the restrictions of the aforesaid agreement in toto. We shall be pleased 
to accept service.” 

To establish its freedom from these restrictions the plaintiff commenced this 
action. The judgment declared that the contract was valid and binding upon 
both parties, and that the plaintiff's use of “Esquire” was restricted as a trade- 
mark and in its advertising to men’s hosiery, men’s knitted wear, men’s scarfs 
and men’s mufflers; it required the plaintiff to indicate in its own advertising of 
“Esquire” products their source by showing its name as the manufacturer or 
distributor ; and dismissed the counterclaim on the merits. 

The contract was valid. It set forth the mutual promises and undertakings 
of the parties which were for each other a good and sufficient consideration. 
Moers v. Moers, 229 N. Y. 294, 128 N. E. 202. It provided for the joint use and 
protection of a trade-mark in one word “Esquire,” the use of which might other- 
wise well be confusing. Such agreements have a legitimate business purpose and 
are not contrary to public policy. California Fruit Growers Exchange v. Windsor 
Beverages, Ltd., 7 Cir., 118 F. 2d 149; California Packing Corporation v. Sun- 
Maid Growers, 9 Cir., 81 F. 2d 674; cert. denied 298 U. S. 668; Waukesha H. M. 
Springs Co. v. Hygeia S. D. Water Co., 7 Cir., 63 F. 438. 

Nor was there any champerty or maintenance since there was no provision 
for sharing the proceeds of any litigation nor any purpose on the part of either 
to foment suits which did not seek to protect a legitimate business interest of its 
own. 6 Williston on Contracts Sec. 1711; Restatement of Contracts Sec. 540. 
Cf. Matter of Gilman, 251 N. Y. 265, 270-71, 167 N. E. 437, 439-40; Vitaphone 
Corporation v. Hutchinson Amusement Co., 28 F. Supp. 526. The agreement is 
not invalid as a contract to deceive the Patent Office, for, assuming it contained 
anything relevant to Patent Office proceedings, there is nothing in this record 
to indicate that the parties contemplated fraudulent concealment. 

The defendant’s counterclaim alleged its ownership of the registered trade- 
mark “Esquire” for a magazine, its use of it as such, and the great national 
and international success of its magazine “Esquire” as a “reliable, disinterested, 
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authentic and up-to-date guide and authority on subjects concerning wearing 
apparel.”” The gist of its complaint was that the plaintiff had unfairly competed 
by acquiring all the Nickels stock “with the sole intent of acquiring colorable 
rights to the use of the mark ‘Esquire’ in the wearing apparel field” and by 
using it in that field, that it had infringed the mark; and that it had broken 
the agreement, by using the mark “Esquire” as its corporate name and in other 
ways. It sought in addition to enjoining all use of the mark as above noted, 
to enjoin breaches of the contract and an accounting for profits with an award 
of damages for past breaches. 

The contention that the plaintiff acquired only a colorable title to the mark 
was based upon the erroneous notion that when the plaintiff bought the capital 
stock of Nickels the latter was not in business and that the transaction was but 
the sale of the trade-mark in gross. Well supported findings of the trial court 
entirely refute this and show that the plaintiff not only bought the capital stock but 
also a going business with its assets and its trade-mark. Thus it acquired a 
good title to the mark. Kidd v. Johnson, 100 U. S. 617; U. S. Ozone Co. v. U. S. 
Ozone Co. of America, 7 Cir., 62 F. 2d 881. Equally futile is the contention, not 
borne out by the facts, that the plaintiff used “Esquire” in its corporate name. 
The failure to use the Pickwickian figure is likewise of no legal significance since 
it was not a part of the trade-mark. Nor was its use required by the contract. 

Nevertheless, the counterclaim should not have been dismissed for the relief 
actually granted the defendant was obtainable under it. It was sufficient as a 
pleading to put in issue the defendant’s right to have the contract interpreted, as 
it was, to require the plaintiff to “indicate in its own advertising the source of said 
‘Esquire’ products which it sells or otherwise distributes, by showing its name as 
manufacturer or distributor of the product.” The plaintiff had, by its letter of 
August 21, 1946, repudiated the contract in which the parties, as the trial court 
found, had recognized the danger of confusion when each was using the same 
word, one as a mark for certain kinds of men’s apparel, and the other as the 
name of a widely circulated and well-known magazine largely devoted to the dis- 
play and discussion of men’s apparel from the standpoint of style and fashion. 
And as a part of their agreement they had expressly provided that the plaintiff 
would use its best efforts to prevent any likelihood of confusion. Requiring the 
plaintiff to indicate the source of its products when it advertises them is a reason- 
ably appropriate means for enforcement of this agreement. Cf. S. C. Johnson & 
Son, Inc. v. Johnson, 2 Cir., 175 F. 2d 176, cert. denied 338 U. S. 860; S. C. John- 
son & Son, Inc. v. Johnson, 2 Cir., 116 F. 2d 427. The judgment is therefore 
modified to sustain the counterclaim to the extent relief to the defendant has been 
granted. There was, however, no error either in denying any accounting for 

profits or an award of damages, neither having been shown to exist. Triangle 
Publications v. Rohlich, 2 Cir., 167 F. 2d 969. 
Affirmed as modified. 
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MERRIMAC HAT CORPORATION v. THE CROWN OVERALL 
MFG. CO. ET AL. 


No. 66—C. A. 2—January 5, 1951 


Courts—J uRIspICcTION—Mortions To Dismiss 


Defendant held not to have waived lack of service by joining motion to dismiss 
complaint with motion to quash service. 


Courts—Score oF RELIEF—GENERAL 


No restraining order could properly issue against defendant not served with com- 
plaint. 


Where plaintiff initiated proceedings in Patent Office by filing applications for regis- 
tration of certain trade-marks, held it would be an abuse of discretion to grant to 
plaintiff an injunction pendente lite to restrain defendants from prosecuting oppositions. 


Appeal from Southern District of New York. 
Declaratory judgment suit by Merrimac Hat Corporation against The Crown 
Overall Mfg. Co. and Excello Shirts, Inc. Plaintiff appeals from denial of tem- 
porary injunction. Affirmed. 
Harry Price and Lester Gutterman, of New York, N. Y., for appellant. 
Klein, Alexander & Cooper, of New York, N. Y., Frank Zugelter, of Cincinnati, 
Ohio, and Stanley E. Zimmerman for appellee. 
Before Aucustus N. Hanp, CriarkK and Frank, Circuit Judges. 
Per Curiam: 

In August 1946, plaintiff-appellant filed applications in the Patent Office 
for registration of certain trade-marks. The applications were granted on or 
about June 22, 1948. In July, 1948, The Crown Overall Manufacturing Co., an 
Ohio Corporation, and Excello Shirts, Inc., a New York corporation, filed opposi- 
tions in the Patent Office. Those opposition proceedings were pending when, 
on June 17, 1949, plaintiff began the present suit. Its complaint sought a 
declaratory judgment (a) to quiet plaintiff’s title to its “common law trade- 
marks” and (b) to hold defendants’ registered trade-marks invalid and not 
infringed by plaintiff. The complaint prayed temporary and permanent injunc- 
tions restraining defendants from proceeding with their oppositions in the Patent 
Office. 

Defendant Excello was served. Defendant Crown moved to quash service 
because it had not been served, and, in the alternative, moved to dismiss the com- 
plaint. Plaintiff’s counsel admitted that Crown had not been served. The district 
judge made an order which stated that the motion to quash service was “moot,” 
and also dismissed the complaint with leave to amend. The plaintiff’s amended 
complaint alleged that the court had jurisdiction of Crown because Crown had 
moved to dismiss the original complaint.! Crown moved to dismiss the amended 
complaint for lack of jurisdiction over it, due to lack of service. The district 
court denied this motion. The court also denied plaintiff's motion for a temporary 
restraining order. Plaintiff has appealed. 

Under Rule 12(b), Crown, of course, did not waive lack of service by joining 
a motion to dismiss the complaint with its motion to quash service. As it was 
not served, no restraining order could be issued against it. 
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Since, however, Excello was served, we proceed to consider, on the merits 
the denial of a restraining order as to it.27 We need not consider whether, in some 
circumstances, a federal court may properly enjoin, pendente lite, a party from 
continuing with an opposition in the Patent Office. Suffice it to say that it would 
be an abuse of discretion to issue such an injunction where, as here, the plaintiff, 
long before bringing suit for such an injunction, had itself initiated the Patent 
Office proceedings. Accordingly, the denial of injunctive relief was correct. 

Affirmed. 


1. It also alleged that Crown was doing business in New York through persons named 
as sales agents who had been served. But there was no service on those persons except in 
their individual capacity as defendants. The plaintiff dismissed as to those persons as 


defendants. 
2. We shall not consider whether the complaint should be dismissed because Crown is 


an indispensable party. 


MERRICK ET AL. v. SHARP & DOHME, INCORPORATED 
No. 10150—C. A. 7-—December 22, 1950 


ApPpEALS—Scope oF ReviEw—EFFect oF TRIAL Court FINDINGS 

Trial Court’s findings or conclusions, consisting of its interpretation and construction 
of notice of opposition, held not binding upon Court of Appeals. 

On facts of record, notice of opposition, filed by defendant, held not to constitute a 
claim of infringement or an assertion that infringement is threatened or has actually 
occurred. 

Notice of opposition, in proper form, is authorized and required by 1946 Act and 
should not be construed as charge of infringement or threat to proceed to redress past 
infringements or to prevent future infringements. 

OpposITIONS—NATURE OF PROCEEDINGS—GENERAL 

Patent Office opposition proceedings are administrative in nature. 

Opposer does not become involved in private litigation with applicant by filing 
notice of opposition. 

Right to use mark is not involved in opposition proceeding; and in opposition based 
on confusion in trade clause, the likelihood of damage, or of the public being deceived 
is the matter considered. 


OpposiTIONS—BASIs OF RELIEF—GENERAL 
The Trade-Mark Act allows an opposition only to one who believes he would be 
damaged by the registration. 


Courts—]J URISDICTION—GENERAL 
Federal courts have no jurisdiction over registration proceedings except appellate 
jurisdiction given by Trade-Mark Act. 
Since notice of opposition, filed by defendant in Patent Office, did not constitute 
charge of infringement, there was no justiciable controversy and federal court had no 
jurisdiction of declaratory judgment suit. 


Appeal from Northern District of Illinois. 

Declaratory judgment suit by A. C. Merrick and John R. Kneebone, doing 
business as Brookfield Laboratories, against Sharp & Dohme, Incorporated. De- 
fendant appeals from judgment for plaintiff. Reversed and remanded with 
instructions to dismiss complaint. 
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Cyril A. Soans, William E. Anderson, and Morgan L. Fitch, of Chicago, IIl., for 
plaintiffs. 

George E. Middleton, of NewYork, N. Y., and L. B. Mann, of Chicago, IIl., for 
defendant. 

Before Durry, FINNEGAN and LINDLEy, Circuit Judges. 

FINNEGAN, C. J.: 0 

Defendant-appellant expresses the problem presented by this appeal in the 
following query: Does the filing in the Patent Office of a statutory notice of 
opposition to the registration of a trade-mark, which opposition is based upon 
the confusion-in-trade clause of the statute, create an actual controversy between 
the parties justiciable by a Federal Court under the Declaratory Judgment Act? 

The trial court’s findings of fact and conclusions thereon are reported in full 
in 89 Federal Supplement at page 139. Consequently, we believe that, in this 
opinion, it will be necessary to restate only those vital facts which disclose the 
background of the dispute here involved. 

On August 27, 1947, the plaintiffs A. C. Merrick and John R. Kneebone, 
citizens of Illinois and co-partners doing business as the Brookfield Laboratories, 
filed in the United States Patent Office their application for the registration of 
the trade-mark Sulfodene, which they had selected as the name for a medicinal 
preparation in liquid form for external application in the treatment of eczema 
of mycotic (parasite fungi) origin. They sought registration of the mark in 
class six: “Chemicals, medicines and pharmaceutical preparations.” 

The application was in proper form, and on January 23, 1948 was passed by 
the examiner for publication in the Official Gazette of the United States Patent 
Office on February 17, 1948. (15 U. S.C. A., Secs. 1051-1062.) 

The defendant Sharp & Dohme, Incorporated, a Delaware corporation, 
under the provisions of the Trade-Mark Act (15 U. S. C. A. Sec. 1063) filed a 
timely notice of opposition to the registration by the plaintiffs of the trade- 
mark Sulfodene. The ground of opposition urged was that the mark in question 
so resembled two trade-marks of said defendant; namely: Sulfasuxidine (No. 
394,111) and Sulfathalidine, (No. 408,341) as to be likely when applied to the 
goods of the plaintiffs to cause confusion or mistake or to deceive purchasers. 
(15 U. S. C. A. Sec. 1052 (d).) 

The notice of opposition further alleged that both marks of the defendant 
are registered in class six: “Chemicals, medicines and pharmaceutical prepara- 
tions” to be applied to certain medicinal preparations for internal use in the pre- 
vention and treatment of infections of the gastro-intestinal tract; that these 
marks were registered in the Patent Office as trade-marks No. 394,111 on March 
17, 1942, and trade-mark No. 408,341 on August 8, 1944, and that defendant- 
appellant has used them since November 5, 1941 and June 11, 1943, respectively. 

The notice of opposition as filed was in the form prescribed by the Rules of 
the Patent Office in trade-mark cases (37 C. F. R. 110.31; 15 U. S.C. A. following 
section 1127.) 

Because of the construction placed upon the notice of opposition by the trial 
court, we deem it advisable to here restate its exact language as to the grounds 
upon which the opposition rests : 
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“3. The applicant’s trade-mark and the above trade-marks of the opposer are 
used upon similar goods or goods of the same descriptive properties. 

“4. The applicant’s trade mark is confusingly similar to the above trade-marks 
of the opposer. 

“5. The applicant’s claimed date of first use, April 1946, is subsequent to the first 
use of the above trade-marks owned by Sharp & Dohme, Incorporated. 

“6. Because of the use of a trade-mark by the applicant, consisting of the word 
Sulfodene, the trade and the public, upon seeing applicant’s goods, are likely to be 
confused and misled into the belief that applicant’s goods are manufactured and sold 
by the opposer, to the damage of the opposer. 

“7. For the reasons above, and other reasons, the opposer will be damaged by 
the granting of the registration applied for by the applicant, and the application for 
registration should therefore be denied.” 


Thereafter, on May 20, 1948, applicants filed in the Patent Office their answer 
to defendant’s “notice of opposition.” They admit that trade-marks Nos. 394,111 
and 408,341, were issued to the defendants, but disclaim knowledge as to the re- 
maining allegations in paragraphs one and two of the “notice of opposition.” 
The applicants deny the allegations in paragraphs numbered three and four of 
the “notice” and state that they are without knowledge as to matters alleged 
in paragraph 5. They deny the allegations made in paragraphs 6 and 7. 

Paragraphs 6 and 7 of applicant’s answer to defendant’s “notice of opposi- 
tion” were, on motion of the defendant, stricken from the answer by the Examiner 
of Interferences of the Patent Office on July 9, 1948. The matter contained 
in these paragraphs concerned the contention that the marks of the parties are 
not confusingly similar because of the issuance of a long list of registrations 
to other third parties for marks containing certain features which are common 
to the marks here in dispute. (Pepsodent Co. v. Comfort Mfg. Co., 83 F. 2d 906; 
Traub Mfg. Co. v. Harris, 53 F. 2d 416 11.) 

So far as the record at bar discloses, no further proceedings were had in the 
Patent Office until the final hearing before the Examiner of Interferences, which 
was held on April 22, 1949. 

However, on April 18, 1949, four days before the final hearing before the 
examiner took place, the complaint in the action here unden review was filed in 
the District Court of the United States for the Northern District of Illinois, 
Eastern Division. 

The complaint sought a declaratory judgment under the provisions of 28 
U. S. C. A. Sec. 2201, and alleged diversity of citizenship as grounds for federal 
jurisdiction claiming that more than the statutory amount was involved. In their 
statement claim the plaintiffs-appellees restated in detail the main facts that 
we have hereinbefore set out. As originally filed the Complaint concluded: 


“13. Plaintiffs aver that their trade-mark Sulfodene is not confusingly similar 
to defendant’s trade-marks Sulfasuxidine and Sulfathalidine and that plaintiffs’ use 
of their trade-mark Sulfodene on their medicinal praparation does not constitute an 
infringement of defendant’s rights, with respect to its trade-marks Sulfasuxidine and 
Sulfathalidine. 

“14. In said Patent Office opposition proceeding, and in this suit, the sole ques- 
tion to be determined is whether plaintiffs’ use of their trade-mark Sulfodene on their 
medicinal preparation for external application to the skin of domestic animals is likely 
to cause confusion or mistake or to deceive purchasers in view of defendant’s use of 
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its trade-mark Sulfasuxidine and Sulfathalidine in connection with pharmaceutical 
preparations for internal use. Plaintiffs further aver that the determination of said 
question by this Court will be res adjudicata in respect of said opposition proceeding, 
whereas, the determination of said question in the opposition proceeding would not 
be binding upon this or any other Court. 


“15. Wherefore, plaintiffs demand: 
“1. That this Court order, adjudge, and declare: 


(a) That the use of plaintiffs’ trade-mark Sulfodene when applied to their 
medicinal preparation in liquid form for external application in the treatment of 
eczema of mycotic origin in domestic animals is not likely to cause confusion or 
mistake, or to deceive purchasers in respect of defendant’s use of its trade-marks 
Sulfasuxidine and Sulfathalidine on any of defendant’s products listed in its 
United States Patent Office trade-mark Registrations 394,111 and 408,341. 


(b) That defendant is not entitled to prevent plaintiff's use of the trade-mark 
Sulfodene in connection with the sale, offering for sale, and advertising of plain- 
tiffs’ said medicinal preparation. 

“2. That the defendant be restrained until the further order of this Court from 
proceeding further in said Patent Office opposition. 
“3-4. Costs; such other further relief as to the Court may seem just.” 


On May 9, 1949, the defendant-appellant moved to dismiss the complaint, 

because 
(a) the court lacked jurisdiction over the subject matter of the suit, and 
(b) the complaint failed to state a cause of action upon which relief could be 

granted under Section 2201, Title 28 U. S. C. A. 

About ten days after this motion was filed, and before it was argued, 
plaintiffs-appellees, under leave of court, amended their complaint by adding to 
it an additional averment that federal jurisdiction was invoked because “the 
controversy involves the question of infringement of trade-marks registered in 
the United States Patent Office under the laws of the United States, 15 U. S.C. A. 
1114(1).” 

The amendment struck from the complaint paragraph 14, which we have 
hereinbefore copied, and likewise struck from paragraph 15 (Prayer for Judg- 
ment) of the complaint, subparagraph 2 thereof, which prayed that defendant be 
restrained from further proceeding in the Patent Office opposition. 

Later, on June 13, 1949, the trial court denied defendant’s motion to dismiss ; 
its opinion is reported in 84 F. Supp., page 1008. 

After its motion to dismiss was denied, appellant filed its answer. The 
answer reiterated that the court had no jurisdiction and that the complaint failed 
to state a cause of action. It stated that it “has not charged that plaintiffs’ 
use of their mark Sulfodine constituted an infringement of denfendant’s marks 
Sulfasuxidine and Sulfathalidine.” 

While the action for declaratory judgment remained pending in the District 
Court, the statutory opposition proceeding continued in the Patent Office. On 
September 26, 1949, the Examiner of Interferences in the Patent Office filed 
his findings “that the marks in issue bear such near resemblance that their 
concurrent use in trade upon goods as closely related to those of the parties is 
reasonably likely to cause confusion or deception of purchasers.” He sustained 
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appellants’ notice of opposition and adjudged that the plaintiffs were not entitled 
to the registration of Sulfodene for which they had made application. 

On October 13, 1949, the plaintiffs, under the provisions of the Trade-Mark 
Act (15 U. S. C. A. 1070) appealed from the decision of the Examiner of Inter- 
ferences to the Commissioner of Patents. 

This was the status of the matter when the complaint for declaratory judg- 
ment came on for hearing before the District Court on January 19, 1950. The 
defendant-appellant, although present and represented at such hearing took 
no part therein. It offered no evidence, nor did it cross examine the single witness 
for plaintiffs-appellees. It stood steadfast in its contentions that it had not 
charged plaintiff with infringement of its trade-marks, and that the cause of 
action should be dismissed. 

The plaintiff presented only one witness, Dr. Merrick. It put many docu- 
ments in evidence as exhibits, including all papers filed in the Patent Office and 
the records of that office pertaining to this matter. 

On January 23, 1950, the District Court entered its findings of fact and its 
conclusions thereon. Its final judgment was: 

“1. That plaintiffs’ use of their trade-mark Sulfodene on their medicinal prepara- 

tion (a medicinal preparation in liquid form for external application in the treatment 

of eczema of mycotic origin in domestic animals) does not constitute an infringement 

of defendant’s rights with respect to its trade-mark Sulfasuxidine and Sulfathalidine. 

“2. That the plaintiffs recover from the defendant their taxable costs in this suit.” 

In its conclusions, preceding final judgment, the trial court held that it had 
jurisdiction of the subject matter and of the parties; that the allegation in the 
notice of opposition filed by defendant in the Patent Office charged an infringe- 
ment of defendant’s trade-marks, and this gave rise to an “actual controversy” 
under the declaratory judgment statute (28 U. S. C. A. 2201). 

The vital finding of the trial court is numbered 14: 

“Defendants’ salesmen knew of the plaintiffs’ use of the trade-marks Sulfadine 


and Sulfadene throughout the period of the use of said marks, but defendant has 
made no charge of infringement against plaintiffs except that included in the allega- 


tions of said Notice of Opposition.” 


These findings (or conclusions) of the trial court are, of course, the result 
of its interpretation and construction of the Notice of Opposition. They are 
therefore not binding on this court. Union Trust Co. v. Commissioner, 84 F. 2d 
386, 387; Lum v. Commissioner, 147 F. 2d 356, 357. 

As we interpret and construe the Notice of Opposition, it is not a claim 
of infringement, or an assertion that infringement is threatened or has actually 
occurred. We consider it to be a mere assertion by the owner of certain trade- 
marks used upon similar products, of goods of the same descriptive properties, 
which marks are registered and have been in use in interstate or foreign 
commerce before applicant’s mark, that applicant’s proposed mark if used is 
likely to confuse and mislead the public into the belief that applicant’s goods 
are manufactured and sold by the opposer, and that opposer may be damaged 


thereby. 
Moreover, as we have already pointed out, such notice is authorized and 
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required to be filed by the Trade-Mark Act if the opposer believes that the 
registration of the mark applied for by applicant may result in damage to him. 
The Patent Office of the United States has, in its rules of practice, proposed, 
and to that extent prescribed, the form which such a notice of opposition 
should take. 

A notice of opposition, in proper form, should not be construed to be a 
charge of infringement or a threat to proceed to redress past infringements or 
to prevent future infringements. In the case at bar, the notice of opposition 
merely seeks to prevent the registration of the proposed mark. 

The opposition proceeding before the Patent Office is of an administrative 
nature. It is held in the interest of the public with the Patent Office as the 
public’s representative. 

In such a proceeding the person who files a notice of opposition does not 
become involved in private litigation with the applicant. The Trade-Mark Act 
allows an opposition only to one who believes he would be damaged by the 
registration. Such opposing party must allege and prove his interest in the 
matter of the registration. He must show facts from which the likelihood of 
injury may be inferred. (Callman Unfair Competition and Trade-Marks, pp. 
1707-9.) 

Congress has confided the registration of trade-marks to the Patent Office 
of the United States. The courts of the United States have no jurisdiction over 


registration proceedings except that appellate jurisdiction given them by the 
Trade-Mark Act. 


The United States courts in exercising such jurisdiction as is given them 
in registration proceedings under the Trade-Mark Act are as part of the machinery 
of the Patent Office to determine the registrability of proposed marks. See 
Atkins v. Moore, 212 U. S. 285; Baldwin v. Howard, 256 U. S. 35; John Morrell 
& Co. v. Doyle 97 F. 2d 232; and Postum Co. v. California Co., 272 U. S. 693. 


While it has no relevance to the question on this appeal, it may be interesting 
to note that on April 6, 1950, the Commissioner of Patents reversed the 
Examiner of Interferences and held the applicant’s mark registrable. The 
defendant on June 3, 1950 filed its notice of appeal from the Commissioner’s 
decision to the United States Court of Customs and Patent Appeals. Thereupon 
the plaintiffs’ under the provisions of the Trade-Mark Act, elected to have all 
further proceedings under 35 U. S. C. A. sec. 63. Pursuant thereto, defendant 
filed its complaint on June 22, 1950 in the United States District Court of 
Illinois, where it is now pending. 

The plaintiffs-appellees in support of their contention that the notice of 
opposition is a charge of infringement, insist strongly on the similarity in language 
between 15 U. S. C. A. sec. 1114(1), relating to infringements, and 15 U. S. C. A. 
sec. 1063, relating to opposition. The argument fails to distinguish between a 
proceeding to register and a proceeding to redress for infringement. In a pro- 
ceeding to register the right to use the mark is not involved. (Ruth Co. v. Curtiss 
Co., 49 F. 2d 1033-34.) Moreover, in an infringement suit the damage involved 
is either threatened or actual. In a registration proceeding the possibility or 
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probability of damage, or of misleading the public, is the matter considered in 
an opposition based on confusion in trade. 

It is likewise worthy of note that Notice of Infringement, or claim or charge 
of infringement, is not a prerequisite for the institution of a suit for redress 
for infringement under the circumstances shown by this record. Defendant- 
appellant’s labels used on its product are in evidence as physical exhibits. They 
established that the notice of registration required by the Trade-Mark Act (15 
U.S. C. A. 1111) is affixed to each such label. 

Commenting on Upmann v. Forrester, L. R. 24 Ch. 8, 231; Crawslay v. 
Thompson, 134 Full Reprint Eng. Rep. 146-147; Rossman v. Garnier, 211 F. 
401, Hopkins in his work on Trade-Marks, Trade Names and Unfair Competition, 
4th ed. said on pages 490-491 : 


“We have had occasion elsewhere to refer to the rule laid down by Sir George 
Jessel, that complainant in actions of the character now under consideration should 
not give notice to the infringer before suit and it has been held in this country that 
no demand or notice is necessary. It is of the greatest importance to the practitioner 
to bear this rule in mind whether he be for plaintiff or the defendant. A failure to 
observe it will oftentimes involve an innocent and injured client in the payment of 
costs which would otherwise fall upon the other party; for it is no defense to an 
assessment of costs against the defendant that no demand was made or notice served 
before suit. A defendant who makes a full submission will not be mulcted in costs.” 


In our opinion the Notice of Opposition here involved did not constitute a 
charge of infringement. 

There was therefore no justiciable controversy between appellant and 
appellees. The judgment of the District Court is reversed and the cause remanded 
with directions to dismiss the complaint. 





BAXTER LABORATORIES, INC. v. DON BAXTER, INC. 
No. 45—C. C. P. A.—-January 29, 1951 


APPEALS—PLEADING AND PrRactICcE—GENERAL 
Baxter Laboratories, Inc., the successful opposer, had right to elect to have all 
further proceedings in the opposition conducted in District Court, after applicant filed 
its notice of appeal to Court of Customs and Patent Appeals, from Commissioner’s 
decision. 

Notice of election, filed by opposer held to require Court of Customs and Patent Appeals 
to dismiss appeal from Commissioner’s decision in the inter partes proceeding but to retain 
jurisdiction of the appeal in ex parte denial of registration to applicant, Don Baxter, Inc., 
under 1946 Act. 

Trave-Marks—REGISTRABILITY—GENERAL 

Commissioner not only has right but also the duty, in an opposition, to determine ex parte 
and without reference to issue raised by notice of opposition, whether applicant’s mark is 
entitled to registration. 

APPEALS—PARTIES—GENERAL 

Opposer is without standing to affect a dissatisfied applicant’s appeal to Court of Customs 

and Patent Appeals from an ex parte decision of the Commissioner denying registration. 


Appeal from Commissioner of Patents. 
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Trade-mark opposition by Baxter Laboratories, Inc. against Don Baxter, 
Inc. Applicant appealed from decision sustaining notice of opposition and 
denying registration ex parte, under 1946 Act; and opposer filed notice of election 
to proceed under R. S. 4915. Appeal dismissed as to inter partes issues but 
jurisdiction of appeal retained as to ex parte denial of registration. 

Scrivener & Parker, for opposer. 
Lyon & Lyon, for applicant-appellant. 
Before Garrett, Chief Judge, and Jackson, O’CoNNELL, JOHNSON and WorLEy, 

Associate Judges. 

JouHNson, J.: 

The decision of the Commissioner of Patents in this case (1) sustained the 
opposition filed by Baxter Laboratories, Inc. to the registration on the principal 
register sought by Don Baxter, Inc., and, in addition (2) denied ex parte the 
registration of the applicant’s mark. 

The issue presented for the Commissioner’s decision inter partes in the 
opposition proceeding was whether the applicant and opposer companies are re- 
lated companies within the meaning of Section 5 of the Lanham Act (Trade- 
Mark Act of 1946). Dom Baxter, Inc. sought registration of the mark “Baxter” 
on pharmaceutical preparations, claiming use of the mark by itself and by the 
Baxter Laboratories, Inc. as used by related companies, as provided by Section 
5 of the Act. The mark was passed for registration under that provision of the 
Act, whereupon Baxter Laboratories, Inc. filed an opposition to the registration 
of the mark denying that Baxter Laboratories, Inc. and Don Baxter, Inc. are 
related companies. An issue was thus reached inter partes, and the Commissioner 
decided that issue in favor of the opposer. Registration of the mark on the basis 
of use by related companies was thus denied applicant, Don Baxter, Inc. 

Before the Commissioner, the applicant, Don Baxter, Inc., also contended that 
it was entitled to registration of the mark “Baxter” for certain western states 
on the basis of concurrent user, relying on the concurrent registration provision of 
Section 2 (d) of the Lanham Act. The Commission, on opposer’s objection, 
declined to consider that question inter partes, but he did consider applicant’s 
contention ex parte. As an ex parte matter, the Commissioner held that the 
applicant, Don Baxter, Inc., is not entitled to the registration for which it applied, 
considering its application as one for registration as concurrent user. 

The applicant seasonably filed with the Commissioner its notice of appeal 
to the Court of Customs and Patent Appeals. The notice sets out twenty-one 
reasons of appeal, eleven of which are directed to the decision on the inter 
partes issue of use by related companies, and ten of which are directed to the 
Commissioner's ex parte denial of registration considering the application as one 
for registration as concurrent user. 

The opposer, Baxter Laboatories, Inc., thereupon promptly filed with the 
Commissioner its notice of “election to have all further proceedings conducted 
as provided in R. S. 4915.” 

The application and proceedings below are based upon the provisions of the 
Lanham Act. As to appeals from the decision of the Commissioner of Patents, 
Section 21 of the Act provides inter alia that any applicant for registration of 
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a mark and any party to an opposition proceeding who is dissatisfied with the 
Commissioner’s decision may appeal to this court or proceed under R.S. 4915. 
- The applicant herein, Don Baxter, Inc., thus had the option to come here or go 
into a District Court of the United States in a proceeding de novo. He elected 
to come here. 

Section 21 of the Lanham Act also provides, however, that any party who 
is satisfied with the Commissioner’s decision may, upon the taking of an appeal 
here by any dissatisfied party, elected to have all further proceedings conducted 
under R.S. 4915, as provided in R.S. 4911. R.S. 4911 requires that an appeal 
brought here by a dissatisfied party shall be dismissed if his adversary within 
twenty days files his notice of election to proceed under R.S. 4915. After such 
election and dismissal, the appellant (dissatisfied party) must within thirty days 
file his complaint in a District Court of the United States initiating a proceeding 
de novo in equity, or have the decision appealed from stand by his default. 


Baxter Laboratories, Inc., therefore, as the satisfied party to an opposition de- 
cided by the Commissioner, had the right, after Don Baxter, Inc. filed its notice of 
appeal to this court, to elect to have all further proceedings in the opposition 
conducted in the District Court. The notice of such election filed by Baxter 
Laboratories, Inc. requires this court to dismiss the appeal from the Commis- 
sioner’s decision in the inter partes proceeding. This, however, does not dispose 
of the appeal, since the applicant appealed not only from the Commissioner’s 
inter partes decision sustaining the opposition, but also from the Commissioner’s 
ex parte decision denying registration as concurrent user. 


The Commissioner has not only the right but the duty in an opposition 
proceeding to determine ex parte and without reference to the issue raised by the 
notice of opposition whether the applicant’s mark is entitled to registration. 
Dubonnet Wine Corp. v. Ben-Burk, Inc., 28 C. C. P. A. (Patents) 1298, 121 
F. 2d 508, 50 U. S. P. Q. 76; C. B. S. v. Technicolor Motion Picture Corp., 35 
C. C. P. A. (Patents) 1019, 166 F. 2d 941, 77 U. S. P. Q. 160. When an appeal 
is before the court in such a case, the opposer has no right to be heard on the 
ex parte ground, Chrysler Corp. v. Trott, 23 C. C. P. A. 1098, 1106, 83 F. 2d 
302, 29 U. S. P. Q. 363; Revere Paint Co. v. Twentieth Century Chemical Co., 
32 C. C. P. A. (Patents) 1096, 1101, 150 F. 2d 135, 66 U. S. P. Q. 65, as only 
the Commissioner of Patents is qualified to represent the interests of the public 
in ex parte registration proceedings. J/sland Road Bottling Co. v. Drink-Mor 
Beverage Co., 30 C. C. P. A. (Patents) 708, 132 F. 2d 129, 56 U. S. P. Q. 65; 
McKesson & Robbins, Inc v. Isenberg, 35 C. C. P. A. (Patents) 1095, 167 F. 
2d 510, 77 U. S. P. Q. 382; Derenberg, The Patent Office as Guardian of the 
Public Interest, 14 Law and Contemp. Problems 288, 317-18. An opposer may, 
under Section 21 of the Lanham Act, by exercising his right of election, force 
a dissatisfied applicant-appellant to challenge the Commissioner’s inter partes 
decision in the opposition proceeding in an action de novo in equity in a District 
Court of the United States or not at all, but an opposer is without standing to 
affect a dissatisfied applicant’s appeal to this court from an ex parte decision of 
the Commission denying registration of a mark. /sland Road Bottling Co. v. 
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Drink-Mor Beverage Co., supra; see Schering & Glatz, Inc. v. Sharpe & Dohme, 
Inc., 32 C. C. P. A. (Patents) 827, 146 F. 2d 1019, 64 U. S. P. Q. 394. 


The effect of the opposer’s notice of election in this case, therefore, is to 
require the court to dismiss the appeal from the Commissioner’s decision on the 
inter partes issue of registrability based on use by related companies, but to 
retain jurisdiction of the appeal from the Commissioner’s decision in the ex 
parte denial of registration to Don Baxter, Inc. of the mark “Baxter” sought 
on the basis of concurrent user. The applicant-appellant should perfect his 
appeal here in the normal manner appropriate for an ex parte appeal. 


1. It has been suggested in this case, involving both an inter partes decision and an ex 
parte decision, that “all further proceedings under R. S. 4915” will bring before the District 
Court “every issue as to the registrability of appellant’s mark, including the commissioner’s 
ex parte rejection...” This type of suggestion has prompted one learned commentator to 
state: “It is submitted that it indeed does make a difference whether the decision appealed 
from was an ex parte rejection or involved an adjudication of the respective rights of two 
or more private parties. Failure to recognize this distinction under the Act of 1905 has led 
to an almost incredible state of confusion among the various courts and has resulted in the 
necessity in recent years of bringing parallel actions against both the successful opposer and 
the Commissioner of Patents in the District of Columbia and in the district in which the suc- 
cessful opposer is located.” (Derenberg, The Patent Office as Guardian of the Public Interest, 
14 Law and Contemp. Problem 288, 318.) 

That the removal of the mter partes appeal from this court to R. S. 4915 route will not 
bring the ex parte issue before whatever District Court gets jurisdiction of the inter partes 
issue is apparent upon an examination of the cases which have been decided in the circuits 
since the Lanham Act. 

In Gardel Industries v. Kingsland, 178 F. (2d) 974 (D. C. Cir.), it was held that under 
Sec. 21 of the Lanham Act, in a R. S. 4915 opposition proceeding, the opposer is a necessary 
party while the Commissioner of Patents is mot a necessary party. The dissatisfied applicant 
must, therefore, if the R. S. 4915 route is followed, bring his action against the opposer in 
the latter’s jurisdiction (apparently Baxter Laboratories, Inc. is located in Illinois and 
Don Baxter, Inc., in California) rather than in the District of Columbia. But jurisdiction over 
the Commissioner of Patents may only be secured in the District of Columbia (unless, 
improbably, he consents to appear outside of the District of Columbia) and by Section 21, the 
Commissioner cannot be brought into an inter partes proceeding even in the District of 
Columbia unless he consents to intervene. 

This illustrates the improbability of the applicant being able to secure relief from the 
Commissioner’s ex parte decision denying registration of applicant’s mark in any proceeding 
on the inter partes issue in District Court against the opposer. Moreover, it is doubtful that 
even in the fortuitous circumstance where jurisdiction over both the Commissioner and 
opposer lies in the District of Columbia that the applicant could join them as parties defend- 
ants in a single action: Rule 19, Federal Rules of Civil Procedure, is not applicable, as the 
ognases and the Commissioner do not have a “joint interest”; Rule 20, Federal Rules of 

vil Procedure, would not apply, as the applicant is not actually asserting against the opposer 
and Commissioner jointly, severally, or in the alternative any right to relief arising out of 
the same transaction or occurrence, nor does any question of law or fact common to all of 
them arise in the action. The ex parte rejection is not the same occurrence as the inter partes 
decision sustaining the opposition, and the question of law and fact in the related companies 
issue of the inter partes decision is not a common one with the concurrent user issue in the 
ex parte decision. 

The difficulties which would beset the disappointed applicant herein in securing a review 
of the ex parte rejection of his mark sought on the ground of concurrent user, should this 
court dismiss the appeal as to the ex parte issue, are illustrated by the cases of Drackett Co. v. 
Chamberlain Co., 81 F. (2d) 866 (3d Cir. 1936) and Lanolin Plus Cosmetics, Inc. v. Botany 
Mills, Inc., 177 F, (2d) 756 (3d Cir. 1949) where R. S. 4915 actions seeking a review of the 
Commissioner's decisions in opposition proceedings wherein he decided not only the inter 
partes issues but denied registration ex parte in each case as well (thereby distinguishing 
these cases from the Gardel Industries case, supra) were brought in the District Court for 
the District of New Jersey by the applicant therein. The District Court dismissed the action 
in each case, and the Court of Appeals for the Third Circuit affirmed on the ground that the 
Commissioner of Patents is an indispensable party to the R. S. 4915 appeal where he “has 
refused. registration of the mark upon statutory grounds”—referring to the ex parte rejection 
in each case. In the Lanolin Plus case the court took note of Section 21 of the Lanham Act 
and its provision that the Commissioner is mot an indispensable party in an inter partes pro- 
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In order that there may be no misunderstanding by the parties, the court 
takes notice of a point of possible confusion in connection with the retaining of 
the appeal in the ex parte case concerning the Commissioner’s denial of registration 
under the concurrrent use provision of the Lanham Act (Section 2d), which is 
that this court, even if it should disagree with the Commissioner’s decision on 
the point, would have to remand the case to the Patent Office for further pro- 
ceedings there. Section 2 (d) requires as a condition precedent to passing 
a mark for registration based on concurrent use, that “The Commissioner shall 
give not less than thirty days written notice to all applicants, registrants, and 
users specified by any of the parties concerned of any application for concurrent 
registration and of the time and place of the hearings thereon.” Such notice 
was not given in this case, so while the court could reverse the Commissioner 
as to the particular grounds on which the Commissioner denied registration of 
applicant’s mark based on the concurrent use section, the case would have to be 
remanded so that the Commissioner could give proper notice to interested parties 
and give them a hearing on the issue of the registrability of applicant’s mark 
based on concurrent user. After all that has been done, if the mark were to be 
passed for registration again, it would still be subject to opposition proceedings. 

Mention is made of this because the opposer herein may otherwise interpret 
the court’s retaining of jurisdiction in the ex parte issue to mean that the court 
may possibly reverse the Commissioner without remanding, that is, reverse in 
such a way as to authorize the Commissioner to register the mark forthwith with- 
out regard to the requirement of notice above mentioned. In so saying, the court 
would not be understood as intimating any conclusion on the merits of the ex 


parte issue. 


O’ConNELL, J., dissenting: 
Our court, the courts of equity, and the Supreme Court of the United States 


have constantly recognized and repeatedly held that Congress in the enactment 
of the respective statutes as they now stand purposely intended to cut down 
and limit, but not to multiply and prolong, the number of appeals or new 
trials which the tribunals named in the statutes may hear and determine. 

The universal trend imposed at this time throughout the nation by legisla- 


ceeding, but because the case involved an ex parte rejection by the Commissioner, the court 
held that the Commissioner was an indispensable party. Since the court did not have juris- 
diction over the Commissioner in the action, the case was dismissed. 

If we, therefore, were to dismiss the ex parte appeal along with the inter partes appeal, 
the applicant would have to bring an action on the inter partes issue against the opposer where 
he could get jurisdiction over him, R. J. Moran Co. v. Seeck & Kade, Inc., 91 F. Supp. 188 
a C., S. D. N. Y. 1950) and an action against the Commissioner of Patents on the ex parte) 

enial of registration in the District of Columbia. He might not even be able to maintain 
the latter, as the District of Columbia courts might hold that applicant in electing to appeal 
to the Court of Customs and Patents Appeals initially, lost his right to a subsequent action 
under R. S. 4915. 

We do not believe that Congress intended to subject an applicant who has appealed 
here after losing his right to registration on both inter partes and ex parte grounds in the 
Patent Office during an opposition proceeding to such uncertainty of remedy merely because 
the opposer exercises his right of election on the inter partes matter. Nor do we believe that 
Congress intended that it should be within the successful opposer’s power to frustrate an 
applicant’s appeal on an ex parte rejection in which the opposer is not, and has never been, 
entitled to be heard in any stage of the proceedings ex parte between the applicant and the 
Commissioner of Patents as representative of the public’s interests. 
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tion and judicial decision is to the same effect and includes all kinds of litigious 
proceedings. Certainly, the case-splitting device, by which two points of a 
single proceeding are divorced from one another, and all further proceedings 
as to each respective point directed to be conducted in different jurisdictions, has 
no valid basis, decisional or statutory, in the law as it now exists. 

Appellee’s notice of election, in accordance with R. S. 4911, has. been made 
effective by the decision of the majority so that further proceedings in the 
District Court under R. S. 4915 shall be conducted there in part only and with 
sole reference to the commissioner’s rejection of the application for registration 
on an inter partes basis. 

Appellee’s right to elect, in accordance with R. S. 4911, has been denied, 
however, as to the commissioner’s rejection of the same application on an 
ex parte basis. This court has retained jurisdiction as to that point and directed 
appellant to perfect its appeal to this court accordingly. 


Generally stated, whenever an application is filed by a party under the new 
Act for the registration of a trade-mark, and there is no opposition to the 
registration, an ex parte proceeding results; and whenever the applicant’s rights 
to such a registration is opposed, or contested, by any person adversely interested, 
the result is an inter partes proceeding. 


One difference between those two kinds of cases, with respect to R. S. 4911 
and 4915, is that an ex parte proceeding is heard and determined in the District 
of Columbia, where the commissioner is a necessary party, or in the District 
Court in the district in which the commissioner accepts service; whereas an 
inter partes proceeding may be brought in the District and Territorial Courts, 
without regard to diversity or lack of diversity of the citizenship of the parties, 
and, as provided in section 21 of the Act of 1946: 

The Commissioner of Patents shall not be a necessary party to an inter partes 
proceeding under Revised Statutes 4915, but he shall be notified of the filing of the 


bill by the Clerk of the Court in which it is filed and the Commissioner shall have 
the right to intervene in the action. 


The viewpoint reflected in the opinion of the majority has been expressed in 
prior decisions of this court under the Trade-Mark Act of 1905. Mishawaka 
Rubber & Woolen Mfg. Co. v. Bradstone Rubber Co.1 That viewpoint has 
been corrected by Congress in the simplified procedure defined for all courts by 
the Act of 1946, which provides: 


Sec. 37. In any action involving a registered mark the court may determine 
the right to registration, order the cancelation of registrations, in whole or in part, 
restore canceled registrations, and otherwise rectify the register with respect to the 
registrations of any party to the action. Decrees and orders shall be certified by 
the court to the Commissioner, who shall make appropriate entry upon the records 
of the Patent Office, and shall be controlled thereby. 


Section 2 (d) of the Trade-Mark Act of 1946, among other things, provides 
also that: “Concurrent registrations may be ordered by a court in an action 








1. Mishawaka Rubber @ Woolen Mfg. Co. v. Bradstone Rubber Co., 27 C. C. P. A. 
(Patents) 888, 109 F. 2d 219, 44 U. S. P. Q. 371. 
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under the provisions of section 4915, Revised Statutes, under such conditions 
and limitations as the court considers proper in accordance herewith.” 

R. S. 4915 provides that where an appeal has been taken to the Court of 
Customs and Patent Appeals, and such appeal is pending, “no action (in the 
District Court) may be brought under this section.” Section 21 of the Act of 
1946 has provided, however, that appellee shall have the right to elect in a 
proper case, as here, to have all further proceedings under R. S. 4915. Robert, 
The New Trade-Mark Manual, 1947, page 95. 

It must be remembered that we have before us a case on appeal, but not 
two cases. We have here an appeal in an inter partes case; but not two appeals, 
one in an inter partes case and another in an ex parte case, each presenting a 
single point in issue. 

An ex parte matter in an inter partes case is but one of the issues or grounds 
of rejection involved in the inter partes case. The decision in Burmel Handker- 
chief Corp. v. Cluett, Peabody & Co., Inc.,? therefore confusingly and erroneously 
referred to an ex parte matter in the inter partes case as if two cases on appeal 
were there involved: 

The contention of appellant that the tribunals of the Patent Office erred in 
deciding the ex parte case before deciding the inter partes case is without merit. 

Absence of a uniform rule throughout the nation with respect to the presence 
of the commissioner as a necessary or proper party to an inter partes case, prior 
to the enactment of the new statutory provision, was the source of the confusion 
appropriately exploited by Derenberg in the article mentioned in a footnote of 
the majority opinion. The point is still the basic issue underlying the difference 
of opinion on the instant motion to dismiss. 

The Court of Appeals for the District of Columbia (now the United States 
Court of Appeals, District of Columbia Circuit) in a suit brought by an un- 
successful applicant for registration under section 4915 has squarely held that 
there is no other essential difference between ex parte issues upon which the 
Commissioner of Patents may refuse to register a mark as matter of public 
interest and the issues in an inter partes proceedings where he acts as umpire 
in a private dispute between the parties. Tomlinson of High Point v. Coe, 74 App. 
D. C. 364, 123 F. 2d 65. The court there held that no such distinction can be 
properly drawn since “Presumably, the Patent Office acts in the public interest 
in all cases, whether it grants or refuses a patent or a trade-mark registration. 
(Emphasis supplied. ) 

A recent case discloses that the Commissioner of Patents in construing the 
decisions of this court has now resorted to the practice in the Patent Office of 
twice deciding in an inter partes proceeding the identical issue on the identical 
principle of law; once on an inter partes basis, and once more on an ex parte 
basis. Ippolito v. Nancy Ann Dressed Dolls.’ 

Whichever court by appeal or bill in equity may acquire jurisdiction over 








2. Burmel Handkerchief Corp. v. nett serene & Co., Inc., 29 C. C. P. A. (Patents) 


1024, 1029, 127 F. 2d 318, 53 U. S. P. Q 
a Ippolito v. Nancy Ann Dressed Dolls, 38 C. C. P. A. (Patents) 720, 184 F. 2d 201, 


87 U. S, P. Q. 98. 
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such a decision shall bear and determine the involved subject matter in its entirety. 
The Commissioner may or may not be a party to the litigation, but he is subject 
to the decree or judgment of the court after it is entered. Baldwin Co. v. 
Robertson, 265 U. S. 168, 181. That is true although appellee-opposer detauits 
in appearance or the parties by consent attempt to settle the matter out of court.* 
Derenberg’s highly documented article hereinbefore described concludes with 
the wise observation: 

It is believed that the Lanham Act, by conferring upon the Commissioner a 


mere option to intervene in appropriate cases, has struck the proper balance between 
adjudications of private rights and cases involving a substantial public interest. 


Whenever an appellee-opposer has no further interest in the subject matter 
of an appeal to this court, he is then not a party to this appeal other than in form. 
The controversy presented to us (in that event) is solely between appellant and 
the Commissioner of Patents representing the public, and it should be treated 
in all respects as an ex parte case with the Solicitor for the United States Patent 
Office appearing to represent the Commissioner of Patents. Island Road Bottling 
Co. v. Drink-Mor Beverage Co., 30 C. C. P. A. (Patents) 708, 709, 132 F. 2d 
129, 56 U. S. P. Q. 65. (Italics supplied above in part.) 

The doctrine hereinbefore described originated in the one page decision of 
the case last cited and has been frequently misapplied by the extension thereof 
to cover situations which do not exist in the case before the court. It will be 
noted that the appellee-opposer in the cited case did not appear on appeal as a 
party to the subsequent proceeding.5 It must be remembered that the Commis- 
sioner of Patents on his own motion shall have the right to intervene as a party 
to an inter partes proceedings. Without a doubt, he would likewise intervene 
upon the request of the court, as was done in the second case of /sland Road 
Bottling, supra. 

Rule 26.3 (100.263) of the Rules of Practice of the United States Patent 
Office relating to trade-marks does not provide for separate appeals to the 
commissioner from the decision of the Examiner of Interferences by any party 
on inter partes issues, as distinguished from ex parte issues, in an interference, 
opposition, cancellation, or a concurrent use proceeding. 

Rule 26. 4 (100.264) bearing the title “Appeal to court,” likewise makes no 
such distinction between inter partes and ex parte appeals and reads as follows: 
“Any applicant for registration * * * or any party to an inter partes proceeding, 
who is dissatisfied with the decision of the Commissioner, may appeal to the 
United States Court of Customs and Patent Appeals or may proceed under 
section 4915, Revised Statutes (U.S. Code, title 35, sec. 63) * * *.” 

Our court on appeal and of its own motion will consider and properly 
determine the issue of public interest in any inter partes case whenever the 
Commissioner of Patents has originally sustained the opposition to the registration 








4. . Schering & Glatz, Inc. v. Sharp & Dohme, Inc., 32 C. re . (Patents) 827, 146 F. 
2d 1019, 64 ms S. P. Q. 394; In re Laskin Brothers, 32: C. C. . eee. 820, 146 F. 
2d 308, 64 U. S. P. Q. 225. 


5. Island Road Bottling Co. v. Drink-Mor Beverage Co., 31 C. C. P. A. (Patents) 816, 
140 F. 2d 331, 60 U. S. P. Q. 369. 
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of a mark whose registration is prohibited by the mandate of the statute But 
the court will refuse either to consider or determine that issue whenever the Com- 
missioner in the proceedings in the Patent Office has dismissed the opposition or 
failed to consider the issue. Revere Paint Co. v. 20th Century Chemical Co.§ 
The Court of Customs and Patent Appeals on an inter partes appeal con- 
taining among other issues, the issue of an ex parte rejection by the Commissioner 
of Patents, will determine the issue raised by ex parte rejection as decisive of the 
appeal, irrespective of the additional issues raised in the inter partes proceeding 
by the reasons of appeal.? There this court affirmed the ex parte rejection by the 
Commissioner of the mark “Telecolor” as being descriptive or misdescriptive 
although the Commissioner was no party to the appeal. See also Century Dis- 
tilling Company v. Continental Distilling Company.® 
Confused litigants from time to time have advanced the contention, sug- 
gested here on the motion to dismiss the appeal, that the governing principles in an 
ex parte proceeding differ from and are not relevant in an inter partes proceeding. 
The late Judge Lenroot in the unanimous rejection of that contention, among 
other things, has stated that the Court of Customs and Patent Appeals could not 
assent to the proposition that the construction of the language of the Trade-Mark 
Act of 1905 was any wise dependent upon the nature of the instituted proceed- 
ings. In re Keller, Heumann & Thompson Co., Inc.® With respect to the phrase 
construed in the cited case, Judge Lenroot said: 
Nothing in any of the cases decided by this court, or by any other court so far 
as we are able to discover, has indicated that the construction of said phrase, * * *, 


should be different in an ex parte proceeding than inter partes proceeding. 
a * + 








* oF 
We hold that the construction of the phrase * * * should be the same in er 
parte, opposition, interference, and cancellation proceedings * * *. 


The identical point was subsequently urged and again unanimously rejected 
by this court. Jn re Laskin Brothers, Inc.® 

The decision of the Commissioner of Patents in a given case, ex parte or 
inter partes, may be reviewed on a record which contains either a single ground 
of rejection or numerous grounds of rejection, and that decision may be reviewed 
either by an appeal to this court or by filing a bill in equity, but not both, since 
the effect of the decision on appeal is the same as the adjudication in equity.1} 

The remedies provided by R. S. 4911 and 4915 are alternatively and mutually 
exclusive, though differing, in that the proceeding in equity affords an oppor- 
tunity for the introduction of new evidence which is lacking on appeal to this 












6. Revere Paint Co. v. 20th Century Chemical Co., 32 C, C. P. A. (Patents) 1096, 150 F. 


2d 135, 66 U. S. P. Q. 135, 
Columbia Broadcasting System v. Technicolor Motion Picture Corp., 35 C. C. P. A. 


7. 
(Patents) 1019, 166 F. 2d 941, 77 U. S. P. Q. 160. 
8. Century Distilling Company v. Continental Distilling Company, 106 F. 2d 486; and 


Vermont Farm Machine Co. v. Marble, 20 F. 117-119. 
In re Keller, Heumann & Thompson Co., Inc., 23 C. C. P. A. (Patents) 837, 839; 


81 F. 2d 399; 28 U. S. P. Q. 221. 
- 10. In re Laskin Brothers, Inc., 32 C. C. P. A. (Patents) 820, 146 F. 2d 308, 64 U. S. P. Q. 
‘11. Hoover Co. v. Coe, 325 U. S. 79, 87; Baldwin Co. v. Robertson, 265 U. S. 168; 


Hygienic Products Co. v. Coe, 85 F. 2d 264. 
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court. Moreover, contrary to the formerly prevailing rule in effect, the remedy 
elected is conclusive of the issues raised and of those which might have been 
raised, including the decision in an ex parte proceeding.” 

Prior to the effective date of the Act of 1946, the statutory law made no 
reference, as it does now, to the law of unfair competition. But both laws by 
judicial authority had been considered together and construed as a unit for 
many years.?% 

The trade-mark law and the law of unfair competition are concerned not 
only with the protection of a property right existing in the individual owner of 
a trade-mark but also with the protection of the public from fraud and deceit. 
Stahly, Inc. v. M. H. Jacobs Co., 183 F. 2d 914, 917. There the court in an 
inter partes proceeding properly held: “that the right of the public to be so pro- 
tected is a right which transcends the rights of the individual trade-mark owner 
and is beyond his power to waive.” (Italics supplied. ) 

R. S. 481, 483, 35 U. S. C. §6, define the specific duties of the Commissioner 
of Patents but no statutory provision is therein contained by which the 
commissioner is nominated the protector of the public interest, sole or otherwise. 
The same is true of the statutes which define the duties of the courts. 

However, the Commissioner of Patents as well as the courts, when con- 
fronted with a record inimical to the public interest have by the very nature of 
their office not only the inherent power but also the duty to frame their decisions 
so as to protect the public interest.14 Accordingly, the courts, as well as the 
Commissioner of Patents, constitute an authority qualified to represent the 
public interest in the determination of that issue. 

Under the statutes enumerated, and under R. S. 4914, the court after hearing 
the case presented by appeal or bill in equity, shall return to the commissioner 
a certificate of its proceedings and decision, which shall be entered of record 
in the Patent Office, and shall govern the further proceedings in the case, whether 
or not the commissioner shall have exercised his right to intervene as a party 
to an inter partes proceeding. 

The judgment of the Court of Customs and Patent Appeals or the decree 
of the District Court is binding upon the commissioner with respect to subject 
matter designed to protect the public interest, even though he had not been a 
party to the action.’® 





12. Hemphill Co. v. Coe, 74 App. D. C. 123, 121 F. 2d 897; Chase v. Coe, 74 App. D. C. 
152, 122 F. 2d 198, 49 U. S. P. Q. 590; In re Isler, 33 C. C. P. A. (Patents) 791, 795, 152 F. 2d 
1002, 68 U. S. P. Q. 198. See also In re Hien, 166 U. S. 432; Mont-O-Min Sales Corp. v. 
Wyeth Inc., 86 U. S. P. Q. 315. 

13. Yale Electric Corporation v. Robertson, 26 F. 2d 972, 974; S. C. Johnson & Son, 
Inc. v. Johnson, 81 U. S. P. Q. 509. 

14. Burmel Handkerchief Corp. v. Cluett, Peabody & Co., Inc., 29 C. C. P. A. (Patents) 
1024, 1929; 127 F. 2d 318; 53 U. S. P. Q. 369; The Coschocton Glove Company v. Buckeye 
Glove Company, 24 C. C. P. A. (Patents) 1338, 1343, 90 F. 2d 660, 664, 34 U. S. P. Q. 6, 
67; Stahly, Inc. v. M. H. Jacobs Co., supra. ’ 

15. American Steel Foundries v. Robertson, 262 U. S. 209; In re Crucible Steel Company 
of America, 38 C. C. P. A. (Patents) ........ ye ae F. 2d , 88 U. S. P. Q. 104; Plough, Inc. v. 
Intercity Oil Co., 26 F. Supp. 978; Burroughs Welcome & Co. v. Nion Corporation, 60 F. 
Supp. 841; and authorities discussed in Alumatone Corp. v. Vita-Var Corp., 37 C. C. P. A. 
(Patents) 1151, 1166, 183 F. 2d 612, 622, 86 U. S. P. Q. 359. ; 

The final limitation in section 37 of the Act of 1946 hereinbefore set forth provides that 
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Assuming that appellee has no standing before the court as a protector of 
the public interest, nevertheless there is no legal basis for the doctrine, which 
the court continues to urge with persistent vigor, that the court itself is likewise 
powerless to protect the public interest, citing a line of numerous cases, including 
Revere Paint Co. v. 20th Century Chemical Co.® 

There in the case last cited and others the writer of this opinion challenged 
the validity of the promulgated doctrine not only on the theory that the court’s 
mandate to register the newcomer’s identical mark for identical goods would 
cause the commissioner to violate his duty but also because the court’s action 
in that case was directly adverse to the interest of the public.1® 

The rule of law enthroned by the court in those and similar cases has led 
to obviously strange results when applied by the tribunals of the Patent Office 
which are governed in such matters by the decisions or orders of this court. 

The efforts of the Commissioner of Patents to reconcile and apply the 
doctrine of contradictory decisions concurrently promulgated by this court with 
respect to the protection of the public interest are reflected in the anomalous 
practices hereinbefore described.!7 Imagine the commissioner’s further dilemma 
when confronted, as he frequently is of late, with a controlling decree of the 
court of equity on the one hand and a governing judgment of our court on the 
other; both of which involve the identical subject matter upon which the respec- 
tive courts have reached a squarely contradictory conclusion. Ex parte Westgate 
Sea Products Co., 84 U. S. P. Q. 368; Coca-Cola Co. v. Santa Cola Co., 85 
U.S. P. Q. 426. 

Section 47 (b) of the new Act made the act on the effective date thereof 
applicable to the subject matter of the appeal under R. S. 4911 “In any case in 
which an appeal is pending before the United States Court of Customs and 
Patent Appeals,” under the authorization contained in that section and in 
section 19 to the effect that in all inter partes proceedings the equitable principle 
of laches, where applicable, may be considered and applied. This court there- 
after rendered a judgment whereby the appeal before this court was remanded 
to the commissioner for further proceedings in which the commissioner was 
governed by the certified decision of the court.!® 

The enhanced and broadly effective powers with which the Commissioner 
of Patents and the Court of Customs and Patent Appeals were newly endowed 
by the Trade-Mark Act of 1946 are fully discussed and documented in the 
valuable work by Robert, The New Trade-Mark Manual, 1947, pages 132, 83, 88, 


PS ee 









A similar provision in 


the commissioner shall be controlled by the decree of the court. 
R. S. 4914 governs the revision by the court of the decision of the commissioner involving 


a registered mark or the right to registration. 
16. Crown Overall Mfg. Co. v. Desmond’s, 37 C. C. P. A. (Patents) 1118, 1121, 182 F. 


2d 645, 647, 86 U. S. P. Q. 166, Ippolito v. Nancy Ann Dressed Dolls, supra. 
17. Crown Overall Mfg. Co. v. Desmond’s, Mishawaka Rubber & Woolen Mfg. Co. v. 


Bradstone Co., supra; Hygrade Sylvania Corp. v. Sontag Chain Stores Co., 29 C.C. FL A 
(Patents) 799, 125 F. 2d 389, 52 U. S. P. Q. 349; Emerson Electric Mfg. Co. v. Emerson Radio 
Corp., 24 C. C. P. A. (Patents) 1279, 90 F. 2d 114, 34 U. S. P. Q. 55. 

18. Wilson v. Graphol Products Co., Inc., 35 C. C. P. A. (Patents) 857, 165 F. 2d 446, 
76 U. S. P. Q. 312. See also Andrew J. McPartland, % emma Ward & Co., Inc., 


35 C. C. P, A. (Patents) 802, 164 F. 2d 603, 76 U. S. P 
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92, 196, 268. At the page cited last, one of the described purposes attempted to 
be accomplished by the new Act was: 
4. To remedy constructions of the present acts which have in several instances 


obscured and perverted their original purpose. These constructions have become so 
ingrained that the only way to change them is by legislation. 


The United States Circuit Court of Appeals, District of Columbia Circuit,!® 
has recently and squarely held in an enlightening decision that the provision in 
section 21 of the Lanham Act, which declares that in an inter partes proceeding 
to establish right to registration of trade-mark the Commissioner of Patents 
shall not be a necessary party, applies to all actions to establish the right to 
registration of a trade-mark instituted after effective date of the new act. 

Appellant has raised no objection to appellee’s election under the new Act 
to remove the appeal in its entirety to the District Court for the conduct of all 
further proceedings. Appellee should not be here restricted or hamstrung not 
only because the District Court is highly qualified and empowered to fully 
protect the public interest when the case is there entrusted but also because 
the parties should be relieved of all of the additional expense and all the technical 
apparatus of procedure imposed upon them by the segregating action of the 
majority on its own motion. 


IN RE LYNDALE FARM 
No. 5736—C. C. P. A.—January 16, 1951 





TrapvE-MarKs AND TRADE NAMES—REGISTRABILITY—GENERAL 
Sections 1 and 2 of 1946 Act specify that “trade-marks” are registrable on the 
Principal Register. 
While 1946 Act makes available to protection of trade names from unfair competi- 
tion the remedies provided against infringement of registered trade-marks, distinction 
between trade-marks and trade names is preserved and trade names as such are not regis- 
trable on the Principal Register. 
TRADE-MARKS—ACQUISITION OF RIGHTS—GENERAL 

On facts of record, “Lyndale Farm,” used on placard attached to crate for live 
cattle, in conjunction with the words “Floydada, Texas,” held a trade name and not to 
constitute trade-mark use under Section 45 of 1946 Act. 













Appeal from Commissioner of Patents. 
Application by Lyndale Farm for registration of trade-mark. Applicant 
/ appeals from refusal of registration on Principal Register under 1946 Act. 
Affirmed. 
CLaRENCE A. O’BriEN and Harvey B. Jacogpson (Joun H. Lewis, Jr., of coun- 
sel) for appellant. 
E. L. Reynoips (W. J. DERENBERG of counsel) for the Commissioner of Patents. 
3efore GARRETT, Chief Judge, and Jackson, O’CoNNELL, JOHNSON, and WorL-Ey, 
Associate Judges. 
JoHNsON, J.: 
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Lyndale Farm is a partnership in the business of breeding cattle at Floydada, 
Texas. It applied in September 1947 to the United States Patent Office for 

entry of the words “Lyndale Farm” upon the principal register under the 

Trade-Mark Act of 1946, hereinafter more particularly described, as a trade- 

mark for live cattle. The firm alleged use of the mark in commerce beginning 

in September 1940 and stated that it was “applied to the crates in which the 

cattle are shipped by means of labels or tags on which the mark is shown.” 

The specimen submitted to show actual use is a photograph of a crate, sufficiently 

large to enclose a cow or steer, to which is affixed a placard, “Lyndale Farm, 

Floydada, Texas.” 

The Examiner of Trade-Marks refused registration of the words “Lyndale 
Farm” on the ground that they are merely a trade name and lack the essential 
characteristics of a trade-mark. The firm promptly appealed to the Commissioner 
of Patents alleging that “Lyndale Farm” functions both as a trade name and a 
trade-mark. The Examiner’s Statement, prepared by the Head of Trade-Mark 
Operations in the Patent Office, in response to the appeal, based the refusal to 
register on two grounds; viz., that the mark is primarily geographically descriptive, 
and that it is used merely as a trade name. The first ground was held to be ruled 
by Jn re Lamson & Co., 30 C. C. P. A. (Patents) 1030, 135 F. (2d) 1021, 51 
U. S. P. Q. 230. The second ground was premised upon the manner of use, the 
mark appearing to the examiner to be used on the crate as a shipping tag, 
merely “informing the outside world of the location and name of the farm 
from which the cattle originates.” 

The Assistant Commissioner of Patents in a well reasoned opinion, 80 
U. S. P. Q. 45, agreed with appellant that the Lanham Act does not forbid 
registration of a trade-mark otherwise eligible merely because it is also a firm 
or trade name in whole or part, but observed that if such words are to qualify 
for registration it is necessary that their use be such as to identify the goods 
rather than the manufacturer or his location. The Assistant Commissioner 
thought that the cattle crate placard served merely to inform “the outside world 
of the location and name of the farm,” and held that as so used the mark sought 
to be registered functioned not as a trade-mark but as a trade name and could 
not be entered on the principal register. He also concluded that the mark is 
unregistrable because primarily geographically descriptive. 

Lyndale Farm by its counsel has appealed to this court from the decision of 
the Assistant Commissioner, 15 U. S. C. 1071; R. S. 4911, 35 U. S. C. 59a; 28 
U. S. C. 1542. There thus comes before us the first appeal arising on an applica- 
tion for registration filed in the Patent Office subsequent to the effective date of 
Lanham Act. 

On behalf of the appellant it is asserted that “Lyndale Farm” functions in 
a dual capacity, as both a trade-mark and a trade name. Appearing on the 
placard placed on the side of the shipping crate, “Lyndale Farm” is said by 
appellant to “serve ‘to identify his goods and distinguish them from those— 

sold by others,’” satisfying thereby the definition contained in Sec. 45 of the 





1. Act of July 5, 1946, c. 540, 60 Stat. 427, 15 U. S. C., Sections 1051-1127. 
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Lanham Act: “The term ‘trade-mark’ includes any word, name, symbol, or 
device or any combination thereof adopted and used by a manufacturer or 
merchant to identify his goods and distinguish them from those manufactured 
or sold by others.” The words “Floydada, Texas” also appearing on the placard, 
appellant thinks, do not detract from the trade-mark significance of “Lyndale 
Farm” but merely designate the location of the mark’s owner. Thus it is, 
appellant states, that “Lyndale Farm” identifies its user’s goods as well as 
indicating its business name, and functions in the dual capacity of trade-mark 
and trade name.? 

On behalf of the Commissioner of Patents it is urged here that the use of 
“Lyndale Farm” with “Floydada, Texas” is the commercial use of a business 
name, and is not a trade-mark use, though counsel does not dispute that under 
some circumstances a name may be used both as a trade-mark and a trade 
name. It is advanced, however, that in this case the words “Lyndale Farm” 
do not identify a brand of cattle but merely serve as a shipping tag to state 
the location of the business whence the cattle originate. 

Sections 1 and 2 of the Lanham Act (15 U. S. C., Sections 1051 and 1052) 
specify that it is “trade-marks” which are registrable on the principal register, 
while Sections 3 and 4 (15 U. S. C., Sections 1053 and 1054) permit the regis- 
tration of service marks, collective marks, and certification marks in the same 
manner and effect as trade-marks and with entitlement to the same protection 
as the Act accords trade-marks, though the Commissioner is authorized to estab- 
lish a separate register for such marks. Section 7 (b) of the Act (15 U. S.C. 
1057 b) accords to the certificate of registration of marks registered on the prin- 
cipal register prima facie evidence of valid registration, ownership in the regis- 
trant, and his exclusive right to use the mark in commerce on specified goods 
or services. Section 15 (15 U. S. C. 1065) adds the important feature of incon- 
testability of right to use a mark which has been in continuous use for five con- 
secutive years following the date of registration, subject to four provisos, the 
fourth of which states that “no incontestable right shall be acquired in a mark 
or trade name which is the common descriptive name of any article .. .” (Emphasis 
supplied.) Since incontestability is only conferred upon marks registered on the 
principal register, the mention of “trade name” in the above proviso may be 
thought to supply an inference that trade names are registrable as such on the 
principal register.* Section 23 of the Act (15 U. S. C. 1091) provides for a 
supplemental register upon which marks and names capable of distinguishing an 
applicant’s goods or services and not registrable on the principal register may be 
registered. Such marks by Section 26 (15 U. S. C. 1094) are not eligible for 
many of the procedural and substantive benefits conferred by the Act upon 
marks registered on the principal register. Section 32 (1) of the Act (15 U. S.C. 
1114 (1)) provides for a civil action by the registrant against one who infringes 








2. Sec. 45 of the Lanham Act (15 U. S. C. 1127) defines “trade name” as including firm 
names used wmter alia by merchants and others to identify their businesses; and names used 
by firms engaged in trade or commerce. 

3. Derenberg, The Lanham Trade-Mark Act After One Year’s Administration, B. N. A., 
p. 2, n. 5; Derenberg, The Patent Office as Guardian of the Public Interest, 14 Law and 
Contemp. Problems 288, 291, note 7. 
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a registered mark, and Section 33 (15 U. S. C. 1115a) makes the certificate of 
registration of any mark registered on the principal register prima facie evidence 
in such an action of the registrant’s exclusive right to use the mark in commerce 
on the specified goods or services, and conclusive evidence of that right if the mark 
has become incontestable under Section 15 (15 U. S. C. 1065) of the Act. The 
conclusive evidentiary nature of the certificate of an incontestable mark is, 
however, subject to seven special defenses. Section 39 (15 U. S. C. 1121) confers 
jurisdiction upon the federal courts of all actions arising under the Act regard- 
less of the amount in controversy or the presence or lack of diversity of citizen- 
ship of the parties. 

Section 44 (b) of the Act (15 U. S. C. 1126 b) entitles persons who are 
nationals, domiciliaries, or doing business in any foreign country a party to con- 
ventions or treaties relating to trade-marks, trade names, or unfair competition 
to which the United States is a party, to the benefits of the Lanham Act so far 
as required to give effect to the conventions or treaties. Sections 44 c, d, e, and f 
(15 U.S. C., Sections 1126 c, d, e, and f) provide for the registration by persons 
identified by Section 44 (b) (15 U. S. C. 1126 b) of their marks on the principal 
and supplemental registers. Section 44 (g) (15 U. S. C. 1126 g) relates to trade 
names owned by such persons and states that they “shall be protected without 
the obligation of filing or registration whether or not they form parts of marks.” 
Section 44 (h) (15 U. S. C. 1126 h) makes available to such persons the remedies 
specified in the Act for infringement of marks in protecting those persons against 
unfair competition. Section 44 (i) (15 U. S. C. 1126 i) confers upon United 
States citizens or residents the same benefits granted the persons identified by 
Section 44 (b) (15 U. S. C. 1126 b). Thus it is that a federal cause of action 
exists in behalf of a United States citizen or resident whose trade name is unfairly 
used in a manner affecting commerce whereby the remedies of the Lanham Act 
provided for the infringement of registered marks are made available in repres- 
sing such acts of unfair competition affecting unregistered trade names.* 

Trade-marks and trade names are distinct legal concepts within the ambit 
of the law of unfair competition. A trade-mark is fanciful and distinctive, 
arbitrary and unique.® A trade name may be descriptive, generic, geographic, 
common in a trade sense, personal, firm, or corporate.6 A trade-mark’s function 
is to identify and distinguish a product, whereas a trade name’s function is to 
identify and distinguish a business.? Prior to the Lanham Act® the general 





4. Stauffer et al. v. Exley, ........ Ss as 87 U. S. P. Q. 40 (9th Cir.) ; Diggins, Fed- 
eral and State Regulation of Trade-Marks, 14 Law and Contemp. Problems 200, 208. See 
ee ye and Unfair Competition—The Demise of Erie v. Tompkins?, 40 

5. 1 Harry D. Nims, Unfair Competition and Trade-Marks (4th Ed.), Sections 202, 203. 
6. 2 Callman, Unfair Competition and Trade-Marks (1945) Section 66.1; Handler and 
Pickett, Trade-Marks and Trade Names, 30 Col. L. Rev. 168, at 169. 

. Robert, The New Trade-Mark Manual, 4; American Steel Foundries v. Robertson, 

269 U. S. 372, 380; Derenberg, Trade-Mark Protection and Unfair Trading, Section 17, 

. 229; 1 Harry D. Nims, op. cit. supra note 5, at Section 185, p. 512; Amdur, Trade-Mark 
aw and Practice (Lanham Act Ed.) Section 4. 

8. In Sec. 45 (15 U. S. C. 1127) of the Act it is stated: “For the purposes of this Act 
a mark shall be deemed to be used in commerce (a) on goods when it is placed in any manner 
on the goods or their containers or the displays associated therewith or on the tags or labels 
affixed thereto and the goods are sold or transported in commerce and (b) on services when 
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requirement was that a trade-mark be affixed to the goods it was to identify 
and distinguish,? while it was unnecessary to attach a trade name to mer- 
chandise.!° Trade-marks have traditionally been protected by actions for 
trade-mark infringement; trade names, by actions to restrain passing-off or 
unfair competition.!! The distinction between trade-marks and trade names 
has been so well and so long established that we would not attribute to Congress 
the intention to dissolve the distinction merely on the strength of the possible 
inference contained in the fourth proviso of Section 15 of the Act. An inference 
is not a sufficient basis for any conclusion that Congress intended to merge 
well established and distinct common law concepts. 

Section 44 (i) of the Act (15 U. S. C. 1126 i), read in connection with 
Section 44 (g) (15 U. S. C. 1126 g) and Section 44 (b) (15 U. S. C. 1126 b) 
confers upon trade names increased protection from acts of unfair competition. 
The important Section 2 (f) (15 U. S. C. 1052) would permit inter alia a trade 
name which has become distinctive of applicant’s goods in commerce to be regis- 
tered on the principal register upon a showing of adequate proof of distinctive- 
ness. The instant application was not filed under the provisions of Section 2 (f). 
Beyond Sections 44 (i), (g), (b), and 2 (f), we doubt that Congress intended 
by the Lanham Act to confer any new status upon trade names.!* Certain 
it is that there is no provision in the Act permitting registration on the principal 
register of trade names as such.!% 

We turn then to a consideration of whether “Lyndale Farm” as used by the 
appellant is trade-mark use. Appellant relies upon the affixation of the placard 
“Lyndale Farm, Floydada, Texas” upon the cattle shipping crate to satisfy the 
Section 45 requirement relating to use of a mark in commerce, “placed in any 
manner on the goods or their containers * * * or on the tags or labels affixed 
thereto,” and the Section 45 definition of a trade-mark, “name * * * used by a * * * 
merchant to identify his goods and distinguish them from those manufactured 
and sold by others.” To come within the purview of the Lanham Act, a mark 
must not only be used as a trade-mark, but it also must be used as a trade-mark 
in commerce. The two definitions in Section 45 just cited do not establish a rule 
that affixation of a name to any container in which goods are or may be placed 


it is used or displayed in the sale or advertising of services and the services are. rendered 
in commerce.” See Robert, The New Trade-Mark Manual, pp. 15-16; Amdur, op. cit. supra 
note 7, at Section 13. 

. Amdur, op. cit. supra note 7, at Section 12; 2 Callman, op. cit. supra note 6, at 
Section 98.6. 

10. Handler and Pickett, op. cit. supra note 6, at 759-60. 

11. Kay Jewelry Co. v. Kapiloff, 204 Ga. 209, 49 S. E. 2d 19. 

12. Derenberg, op. cit. supra note 3, at p. 4; The Report of the Senate Committee on 
Patents (Senate Report No. 1333, May 14, 1946) published as part of the legislative history 
of the Lanham Act, U. S. Congressional Code Service, 79th Congress, 2nd Session, 1946, at 
p. 1274, in speaking of the basic purposes of trade-mark legislation in general, and the purposes 
of the Lanham Act in particular, consistently refers to “trade-marks” as the subject matter 
of the legislators’ attention. Trade names are neither mentioned nor alluded to by inference. 
Thus, the Report cites as among the objectives of the Act, “to simplify trade-mark practice,” 
and “to secure trade-mark owners in the good will which they have built up,” and concludes 
that “national legislation along national lines securing to the owners of trade-marks in inter- 
state commerce definite rights should be enacted and should be enacted now.” The entire 
report is cast in terminology admitting of the conclusion that “trade-marks” in the technical, 
legal sense of the term were the subject matter of the legislative effort. 

13. Robert, op. cit. supra note 7, at p. 62. 





















TRADE-MARK REPORTER 41 T. MLR. 





250 


at any stage of the transportation or marketing process is trade-mark usage in 
commerce. Before “use in commerce” is considered, “trade-mark usage” must 
be established. Where affixation to goods, as distinguished from use on displays 
associated with the goods, is relied upon to establish trade-mark use, the affixation 
required is not satisfied by affixation to a container whose nature in relation 
to the goods transported is such that its use in the marketing process is ended 
when the transportation phase itself is at an end. This holding is not contra to 
our decision in Barron-Gray Packing Company v. Bruce’s Juices, Inc., 34 
C.C. P. A. (Patents) 1106, 162 F. (2d) 217, 74 U. S. P. Q. 99, where it was held 
that a mark affixed to the cartons in which small cans of fruit juice were packed 
was a sufficient affixation to the goods sought to be identified by the mark 
where the juices were sold to wholesale and retail distributors by the carton, 
and it was a matter of common knowledge that such goods are purchased by 
the case or carton. Cattle are not, to our knowledge, marketed in crates, nor 
does it affirmatively appear from the record that the name “Lyndale Farm” 
would come to the attention of wholesale or retail purchasers as identifying 
the cattle being purchased. As the Restatement of the Law of Torts puts it in 
Comment b to Section 718: The designation is not affixed however, under 
the rule stated in this Section,’ if it is attached only to the container, case or 
wrapper in which the goods are placed for purposes of transportation or 
storage only.”45 The appellant’s application and exhibit clearly describe and 
depict only the use of “Lyndale Farm” on a case or container in which the 
cattle are placed for purposes of transportation. Futhermore, the inference is 
created by the addition of the address “Floydada, Texas” to the placard that 
the use here involved does not so much distinguish appellant’s cattle as it 
identifies appellant as the source of the shipment while the crate and its contents 
are in transit. That is trade name usage as distinguished from trade-mark 
usage. We think the denial of registration of “Lyndale Farm” on the principal 
register because of failure to show trade-mark usage is, on the record before 
us, well founded. 

We do not pass upon the denial of registration on the additional ground that 
“Lyndale Farm” is primarily geographically descriptive, as it is unnecessary 
to the disposition of the case. Such action, it is to be observed, should not be 
construed as approval or disapproval of the rejection below on that basis. 

We find no error in the refusal to register appellant’s mark on the principal 
register on the ground herein discussed in full. The decision appealed from is, 


therefore, affirmed. 





‘14. “Sec. 718. Affixation. A designation is not a trade-mark unless as a general prac- 
tice it is affixed to the goods which it denominates.” 

15. The essential requirement that the mark -be affixed to the goods or container in 
which the goods are sold so as to convey to the purchaser knowledge of the origin or source 
of the goods, Rice Stix Dry Goods v. Schwarzenbach-Huber Co., 47 App. D. C. 249, is not 
changed, we think, by the Lanham Act, though in addition to affixation to the goods or their 
containers, trade-mark use may now, by virtue of the Lanham Act, be achieved where the 


mark is placed on displays associated with the goods as they are sold. 
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LANE BRYANT, INC. v. GLASSMAN ET AL. 
No. 5632—U. S. D. C. E. D. Mo.—January 17, 1951 


TrapE-MarkKs AND TRADE NAMES—SECONDARY MEANING—PARTICULAR INSTANCES 
Trave-Mark and trade name rights may be acquired by long and extensive promo- 
tion and use thereof in connection with the sale or distribution of goods and merchandise. 
On facts of record, plaintiff held to have obtained ownership and established second- 
ary meaning of “Lane Bryant” for maternity wear and also in the words “Lane” and 
“Maternity,” in combination, in connection with the sale of maternity wear. 


TraApvE-Mark INFRINGEMENT AND UNFAIR COMPETITION—CONFUSING SIMILARITY—PARTICULAR 
INSTANCES 
Defendants’ use of “Maternalane” held to constitute trade-mark infringement and 
unfair competition with plaintiff's rights in combinations of “Lane” and “Maternity,” in 
connection with similar goods. 
CourTs—]J URISDICTIONAL—GENERAL 
Infringement of federally registered trade-mark is cognizable in federal court. 
Federal court having original jurisdiction because of infringement of federally 
registered trade-mark, assuming claim is not without substance, has derivative juris- 
diction of related unfair competition counts regardless of lack of diversity of citizenship. 
1946 Act gives original federal jurisdiction of unfair competition claims affecting 
commerce, regardless of any federal registration and regardless of citizenship of parties 
or amount in controversy. 
In present case there is diversity of citizenship and requisite amount involved as 
basis of jurisdiction. 
TravE-MarkKs—EFFEcts OF REGISTRATION—PROOF OF OWNERSHIP 
Plaintiff’s registration of its name “Lane Bryant” held prima facie evidence of 
ownership of the mark. 


TrRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—ScorpE OF RELIEF—PARTICULAR 
INSTANCES 
Plaintiff held entitled to injunction against defendants’ use of “Maternalane” or 
any other similar or colorable combination of the two words “Maternity” and “Lane.” 
Plaintiff held not entitled to an accounting. 
TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—BAsSIS OF RELIEF—GENERAL 
It is not a prerequisite to relief that someone has in fact been deceived or that plain- 
tiff has sustained actual loss or damage. 
Likelihood of confusion is sufficient to support injunction. 
Where actual confusion has occurred, it is strong evidence that confusion is likely 
to continue in the future. 


Trade-mark infringement and unfair competition suit by Lane Bryant, Inc. 
against Samuel P. Glassman and Doris L. Glassman, copartners doing business 
as Maternalane, and Maternalane, Inc. Judgment for plaintiff granting injunction. 
Edmund C. Rogers, Rogers & Ezeli, and Lewis, Rice, Tucker, Allen & Chubb, 

of St. Louis, Mo., for plaintiff. 

Wa tter S. Berkman, of St. Louis, Mo., for defendants. 
Harper, D. J.: 


FINDINGS OF FAcT AND CONCLUSIONS oF LAW 


The Court has heard the evidence, and has considered the arguments and 
briefs in the above case. As a result, it makes the following findings of fact 
and conclusions of law. 
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The findings of fact are: 

This is a suit for infringement of a federally registered trade-mark and for 
unfair competition, based upon plaintiff’s claim of ownership of the federally 
registered and common law trade-mark and trade-name “Lane Bryant” for 
Maternity Wear and plaintiff’s claim that defendants’ use of Maternalane in- 
fringes, and constitutes unfair competition with plaintiff's claimed mark. 

Plaintiff is Lane Bryant, Inc., a corporation of Delaware. Defendants are 
Samuel P. Glassman and Doris L. Glassman, copartners doing business under 
the name and style Maternalane, and Maternalane, Inc., a corporation of Missouri. 

Jurisdiction is based upon the trade-mark laws of the United States and upon 
the diversity of citizenship, the amount in controversy being in excess of 
$3,000.00 exclusive of interest ard costs. 

The Lane Bryant Maternity Wear business originated about 1900, and since 
about 1910 has operated under the trade-mark and trade name “Lane Bryant.” 
While the Lane Bryant business has always included garments other than mater- 
nity wear, maternity wear has been a major specialty from the very first. Lane 
Bryant was a pioneer in the wholesale and retail sale and distribution of mater- 
nity clothing and of its styling. 

The Lane Bryant business has expanded until it now operates eight Lane 
Bryant stores and owns twelve stores operating under names other than Lane 
Bryant, but which stores merchandise “Lane Bryant” Maternity Wear. These 
stores are located in various cities of the United States. The Lane Bryant store 
has operated continuously in downtown St. Louis since 1926. Lane Bryant 
also operates a mail order business that now has become nation-wide. 

The Lane Bryant Maternity Wear business has grown to very large pro- 
portion, both nationally and in the St. Louis store since the latter was opened 
in 1926. The Lane Bryant mail order department has been operated continu- 
ously since 1910, and has developed a very large maternity wear business of 
national scope, and specifically extending into the market here involved. 

During the course of the years, Lane Bryant has spent very large sums for 
advertising, both for the St. Louis Lane Bryant store and for the other stores, 
and for the mail order business. Much advertising and publicity of Lane Bryant 
as a source of Maternity Wear has been on a national basis, in addition to the 
large local advertising for the Lane Bryant stores and departments. 

In connection with its sales, advertising, promotion and publicity of Mater- 
nity Wear, Lane Bryant has always featured the name “Lane Bryant,” both as 
a business name and as a trade-mark upon the “Lane Bryant” Maternity Wear 
garments. Plaintiff has made a continuous and effective effort to associate 
Maternity Wear and “Lane Bryant” together in the public mind. The name 
“Lane Bryant” has become so associated with Maternity Wear as to be virtually 
synonymous therewith. 

On February 14, 1928, Lane Bryant obtained federal registration No. 238,911 
for the name “Lane Bryant.” 

The evidence shows that, by virtue of the long association in connection with 
a large volume of sales, by virtue of the long association in a large volume of 
advertising and promotion of Lane Bryant as a source for Maternity Wear, plain- 
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tiff has established ownership by way of secondary meaning of any combination 
of the words “Lane Bryant” and “Maternity” or of the words “Lane” and 
“Maternity” so that where the words “Lane” and “Maternity” appear in com- 
bination, the public accepts such combination as being a representation of the 
plaintiff, Lane Bryant, Inc. 

The value of the plaintiffs good will in the trade name comprising “Lane 
Bryant” Maternity Wear or the combination of “Lane” and “Maternity” greatly 
exceeds $3,000.00. 


During the course of the years, Lane Bryant also has sold clothing other 
than maternity wear clothing, and especially clothing for stout women. 


The partnership defendants opened their business under the name Mater- 
nalane in Clayton, a suburb of St. Louis, in December, 1946. They were notified 
of trade-mark infringement and unfair competition in February, 1947. The 
partnership defendants entered the business under the name Maternalane with 
the specific objective of selling Maternity Wear only. The Glassmans knew of 
the Lane Bryant Maternity Wear business prior to the adoption of the name 
Maternalane for their shop. The corporate defendant opened a shop in down- 
town St. Louis, under the name Maternalane after this suit was brought. The 
corporation is owned primarily by the individual defendants and their imme- 
diate relatives. The two businesses are managed by the partnership defendants. 
The name Maternalane has been used by the defendants for the two shops, and 
at some times used upon the garments sold at the shops, and upon the cartons 
and other packaging and shipping material for garments distributed from the 
shops, both in local and interstate commerce. It is undisputed that the name 
Maternalane is an intentional combination of the words “Maternity” and “Lane.” 
This is the same combination of words of which plaintiff has ownership by 
usage and secondary meaning. 

Confusion is a present fact and a future likelihood. The record establishes 
that confusion has existed among the public and particularly women of child- 
bearing age, and establishes that confusion in the future is a continuing likeli- 
hood. 

Infringement of the foregoing combination of “Maternity” and “Lane” by 
the defendants’ use of the name Maternalane constitutes infringement of plain- 
tiff’s rights and unfair competition. 

It does not appear that the plaintiff has been damaged to an extent necessary 
to justify an award of an accounting. 

The Court makes the following conclusions of law: 

The Court has jurisdiction of the cause and the parties based on one or 
more of the following rules: 


(1) The claim for infringement of the plaintiff's federally registered trade- 
mark “Lane Bryant,” in force when this suit was filed, is a matter cognizable in 
the federal court by statute. This claim is a substantial one. 

(2) Where a federal court has original jurisdiction because of the claim of 
infringement of a federally registered trade-mark that is not plainly without sub- 
stance, a federal court has derivative jurisdiction of related unfair competition 
counts, regardless of citizenship of the parties or the amount in controversy; the 
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claim of unfair competition here is clearly related to the claim for infringement 


of the federally registered trade-mark. 

(3) The Trade-Mark Act of 1946 gives original federal jurisdiction of unfair 
competition claims affecting federal commerce regardless of any federal registra- 
tion, and regardless of the citizenship of the parties or the amount in controversy. 

(4) In the present case, there is diversity of citizenship and the amount in 
controversy exclusive of interests and costs exceeds $3,000.00. The amount in con- 
troversy is determined by the value to the plaintiff of the good will associated with 


the trade-mark or trade name. 


A trade-mark registration, being prima facie evidence of ownership of the 
mark by the registration, and the evidence supporting the prima facie ownership, 
the name “Lane Bryant” is the trade name and trade-mark of plaintiff in con- 
nection with Maternity Wear. 

Trade-mark and trade name rights may be accrued by long and extensive 
promotion and use thereof in connection with the sale or distribution of goods 
and merchandise. The plaintiff Lane Bryant has obtained ownership in the 
name “Lane Bryant” for Maternity Wear and to the combination of the words 
“Lane” and “Maternity” in connection with the sale of Maternity Wear. 

Since the combination of “Lane” and “Maternity” has come to indicate that 
maternity clothing with which the combination is used are goods coming from 
plaintiff, this combination as a trade-mark or trade name is entitled to protection. 
Such protection includes injunction against the use by a subsequent user of a 
name or mark that is so similar to the plaintiff's trade name that there is reason- 
able likelihood of confusion of source such that prospective purchasers or clients 
are likely to regard the name as indicating the source identified by the name, 
and consequently to cause future injury to the good will, reputation or business 
of the plaintiff. The plaintiff is entitled to its injunction against the use by the 
defendants of Maternalane or any other similar or colorable combination of the 
two words “Maternity” and “Lane.” 

It is not a necessary prerequisite to relief in cases of this nature that someone 
in point of fact has been deceived, or that the plaintiff in point of fact has sus- 
tained actual loss of business, injury to good will or damages, or that fraudulent 
intent of the defendant be shown. Under the statutory federal law of trade- 
marks, as well as under federal decisions and Missouri decisions, likelihood of 
confusion is sufficient to support an injunction whether or not actual confusion 
has already occurred. However, since actual confusion has occurred, such is 
strong evidence that confusion in the future is likely to continue. 
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AMERICAN AIRLINES, INC. v. OXNARD SKY FREIGHT, INC., ETC. 
No. 61-223—U. S. D.C. S. D. N. Y.—January 2, 1951 


Courts—PRELIMINARY INJUNCTIONS—GENERAL 

Preliminary injunction is an extraordinary remedy which should be granted only in 
cases clearly demanding it. 

Sufficient facts to warrant finding that irreparable injury, during pendency of 
action, will result from refusal of preliminary injunction, should appear in the moving 
papers. 

On facts of record, plaintiff held to have failed to establish that irreparable injury 
will result from defendants’ use of name “North American Airlines.” 


Unfair competition suit by American Airlines, Inc. against Oxnard Sky 
Freight, Inc., doing business as North American Airlines, North American Air- 
lines Agency Corp., and Airline Reservations, Inc. Plaintiff's motion for pre- 
liminary injunction denied. 

Debevoise, Plimpton & McLean, of New York, N. Y., for plaintiff. 
Samuel Goldberg, of New York, N. Y., for defendants. 
Noonan, D. J.: 

Plaintiff has moved this court for a preliminary injunction to restrain the 

defendants pendente lite from using the name North American Airlines. 


The relief sought is an extraordinary one and should be granted only in those 
instances clearly demanding it. Warner Bros. Pictures v. Gittone, 110 F. 2d 292. 


Accordingly, there should appear in the moving papers facts sufficient to warrant 
a finding that in the absence of such restraining order the movant will suffer irrep- 
arable injury during the pendency of the action American Mercury v. Kiely, 19 F. 
2d 295, 297. 


Though the movant has herein asserted a claim of irreparable injury, it 
is my finding that the facts as set forth in the moving papers do not substantiate 
this claim. 


The conclusion reached by this court might have been otherwise if defendants 
had not ceased the type of advertisement illustrated in Exhibit B-1 of the 
movants’ papers. 


Therefore, on the facts before the court, the motion is denied. 


MENDES v. NEW ENGLAND DUPLICATING CO. 
No. 50-311—U. S. D. C. D. Mass.—December 14, 1950 


Courts—Conrticts or Law—App.icaB_e Law ee _—_ 
Federal rather than state law held controlling in determination of issues as to 


infringement of trade-mark registered under 1946 Act. 
Both 1946 Act itself and legislative history manifest intent to regulate trade-marks, 
used in interstate commerce, along uniform national lines. 
TRADE-MAarKS—Worps CAPABLE OF ExcLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
The word “Paddy” held fit subject to be registered as trade-mark for collating 
machines; and registration thereof held valid. 
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TRADE-MARKS—ACQUISITION OF RIGHTS—GENERAL 
As between the parties, priority of appropriation and use determines ownership of 





trade-mark. 
Use required is by affixation to goods or their containers and sale of goods so 


marked. Advertising use cannot confer ownership. 
Single instance of use of mark on goods in trade held sufficient to establish owner- 


ship, where, as here, it is shown that owner intended in good faith to continue its use. 






TRADE-MARKS—REGISTRABILITY—USE IN COMMERCE 
Use in commerce which may lawfully be regulated by Congress, is statutory pre- 
requisite to registration, but use in local trade is sufficient basis for trade-mark rights 






at common law. 
Transportation in commerce held sufficient basis to support registration provided 


applicant has previously acquired trade-mark rights by sale of goods under the mark. 






TrRADE-MARKS—ASSIGNMENTS—GENERAL 
Trade-marks and good will of business can not be owned in gross, nor sold or trans- 





ferred apart from business. 
Chattel mortgage on all assets of Paddy Company held ineffective to convey any 


trade-mark rights to defendant’s vendor. 


TRADE-MARKS—ABANDON MENT—GENERAL 
On facts of record, plaintiff’s suspension of use of mark, without intent to abandon 


and only until real owner of mark could be determined, held not to constitute aban- 







donment. 
TRADE-MARK INFRINGEMENT AND 


INSTANCES 
Plaintiff held entitled to injunction restraining defendant’s use of name “Paddy” in 





UnFAIR COMPETITION — SCOPE OF RELIEF — PARTICULAR 







either intrastate or interstate commerce. 
Trade-mark infringement suit by J. Curry Mendes against New England 
Duplicating Co. Defendant counterclaims for injunction and declaratory judg- 
ment. Judgment for plaintiff granting injunction and dismissing counterclaim. 
Daniel J. Daley and Herbert A. Baker, of Boston, Mass., for plaintiff. 

Ezekiel Wolf, of Boston, Mass., for defendant. 

SWEENEY, C. J.: 

In this action the plaintiff seeks an injunction against an alleged infringe- 
ment of a registered trade-mark, and an accounting of profits. The defendant 
denies infringement and, in a counterclaim, seeks to have the plaintiff enjoined 
from an alleged intimidation of his customers, and a declaration that the plain- 


tiff’s trade-mark No. 521,322, issued on February 21, 1950, be declared invalid. 















FINDINGS OF FACT 


Mendes, the plaintiff herein, invented a collating and tipping machine in 
1939, and sometime thereafter called it a “Paddy” machine, this name being 
adapted from a nickname for one of his daughters. He did some advertising of 
this machine in a leading trade periodical. At first he did business as an individ- 
ual under the name of Paddy Machine Company, but later had this Company 
incorporated and it became the Paddy Machine Company, Inc. Prior to 1943 the 
Company had sold and shipped from Boston two machines bearing the label 
“Paddy,” one to Canada and one to Cincinnati, Ohio. The War stopped produc- 
tion of his machines. In 1947 Mendes recommenced the manufacture and sale of 
collating machines under the name of J. Curry Mendes, and with one exception 
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the machines were labelled as either “Mendes” or “JCM.” The name “Paddy,” 
although still used in his correspondence, was being reserved by him for an 
improved collating machine which he intended to produce, while “Mendes” and 
“JCM” served as broader terms to designate all of his products. In order to 
secure exclusive rights to the use of the “Paddy” mark, Mendes, on advice of 
his attorney, shipped two collating machines bearing the “Paddy” mark from 
Boston to New York, one on May 31, 1949, to his sales office, and another 
on July 14, 1949, to a purchaser in New York. On June 29, 1949, the plaintiff, 
citing his May 31, shipment as the first use in commerce of the “Paddy” trade- 
mark and asserting on belief his ownership of the mark, filed application for 
the trade-mark registration, which issued on February 21, 1950. 

Shortly thereafter Mendes learned that the defendant was using the name 
“Paddy” in certain advertisements in trade periodicals. The defendant had, in 
fact, been employing this name in correspondence and circulars since the latter 
part of 1948. The plaintiff then removed the trade-mark “Paddy” from the two 
machines which had been shipped to New York and stopped applying the mark 
until such time as it could be demonstrated by legal decision that he was the 
owner of this mark, and that his registration was in fact good. 

In 1948 the defendant, New England Duplicating Co., entered an agreement 
with one Herbits by which the defendant was to sell and advertise under the 
“Paddy” label collating machines produced by Herbits. The latter purported 
to have the right to use the “Paddy” name by virtue of a chattel mortgage 
executed by that company on all its assets and good will. Use of the mark by 
Herbits, by the Graphic Machine Corporation which he formed in 1949, and by 
the defendant has been confined to advertisements, correspondence, circulars, 
and trade magazines. 


DISCUSSION 


The law governing the issues in this case is the federal law. It was decided 
by this Court that issues arising under the head of infringement of a federally 
registered trade-mark are governed by federal rather than by state law. See 
Bulova Watch Co. v. Stolzberg, 69 F. Supp. 543 [37 T. M. R. 41], and Dwinell- 
Wright Co. v. National Fruit Product Co., 140 F. 2d 618 [34 T. M. R. 128]. The 
present trade-mark statute known as the Lanham Act, 15 U.S.C.A. § 1051-1127, 
does not appear to deal specifically with this conflicting question, but both the 
Act itself in 15 U.S.C.A., § 1127, and the Senate Committee Report on the Act 
(1946, U. S. Code Congr. Serv., p. 1276-7) manifest an intent to regulate trade- 
marks used in interstate commerce along uniform national lines, thereby avoiding 
the chaotic interference of diverse state laws. Such a policy calls for the applica- 
tion of the rule in the Bulova case, supra. 

This brings us now to the real question in the case, and that is “Who is the 
owner of the name ‘Paddy’?” There is no doubt that the word “Paddy” is a fit 
subject to be registered as a trade-mark. Ownership in it must be determined as 
between the parties, by priority of appropriation and use. Columbia Mill Co. v. 
Alcorn, 150 U. S. 460; United Drug Co. v. Theodore Rectanus Co., 246 U. S. 90. 
The nature of the use requires that the mark be affixed to the goods which it pur- 
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ports to distinguish, or to wrappers or packages containing the goods, or labels 
attached thereto, and that these goods be sold with the mark so affixed. Battle 
Creek Sanitarium Co. v. Fuller, 30 App. D. C. 411; In re Gregg & Sons, Inc., 24 
F. 2d 598; Walter Baker & Co. v. Delapenha, 160 F. 746; 1 Nims: Unfair Com- 
petition and Trade-Marks, p. 626. It is important to distinguish from this nature 
of use requisite to acquiring ownership the nature of use constituting a “use in 
commerce” as defined in the trade-mark statute, 15 U. S. C. A., §1127, and 
required by section 1051 of that statute as a condition precedent to valid registra- 
tion of the mark by its owner. Thus, ownership of the trade-mark must be 
determined by a sale of the goods with the mark affixed to them, whereas the 
“use in commerce” under the statute is determined by either a sale or transporta- 
tion in commerce of such goods. Therefore, the plaintiff’s shipment of May 31, 
1949, to his New York office is a use of the mark in commerce and would entitle 
the plaintiff to statutory registration if he is also the owner of the mark, 15 
U. S.C. A., § 1051; but this shipment being a mere transportation and not a sale 
could not give rights to ownership in the plaintiff because of the requirement 
that the goods be sold with the mark attached. Battle Creek Sanitarium Co. v. 
Fuller, supra. The plaintiff is saved, however, in the question of ownership by 
his shipment of July 14, 1949, to a purchaser in New York of a machine bearing 
the “Paddy” mark. 

The next question with regard to this shipment is whether or not it was 
made in good faith or was merely a token conformity with the statute in order 
to bolster his claim for the trade-mark regristration. He could gain no rights in 
the latter case. Phillips v. Hudnut, 263 F. 643. If, however, he could when 
he applied the mark to the goods show that he also intended in good faith to 
continue its use, this single instance of the use is sufficient to establish his 
ownership. Walter Baker & Co. v. Delapenha, supra; Wallace & Co. v. Repetti, 
266 F. 307. I find that there is an absence of evidence to indicate bad faith on 
the part of the plaintiff. I find that by the shipment of July 14, 1949, of a 
“Paddy”-labelling machine with the intention of continuing to use that name, 
plaintiff acquired ownership in the trade-mark “Paddy,” unless the defendant 
can show that it obtained rights to it prior to that date. 


The defendant relies upon the chattel mortgage on all of the Paddy 
Company’s assets and good will as the basis of the Herbits’ power to authorize 
it to use the “Paddy” mark. Aside from the scanty evidence to support the 
defendant’s burden of proof on this point, it is noted at the very start that the 
chattel mortgage did not and could not convey any trade-mark rights of the 
Paddy Machine Company as the instrument did not purport to convey the 
company’s franchise and business and thus is invalid as an assignment of the 
company’s good will and trade-mark, because the latter species of property 
cannot be owned in gross and therefore cannot be sold or transferred apart from 
the franchise and the business of the company. In re Leslie-Judge Co., 272 F. 
556. The only employment of the “Paddy” name by the defendant itself is 
confined to various forms of advertising, circulars, and periodicals. It is well 
settled that such advertising use cannot confer ownership. Thus the defendant 
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has failed to connect itself with the prior use which can be the basis of trade- 
mark ownership. 

I find that there was no abandonment by the plaintiff Mendes from the 
first day that he used the name “Paddy in 1949. He did suspend the use of it, 
but only until the real owner of the mark could be determined and not with the 
intent to abandon it. This was not an abandonment which would place the mark 
in the public domain. 

I find that the use of the name “Paddy” by the defendant in the intra-state 
commerce would seriously affect inter-state commerce. 

The defendant’s counterclaim for an injunction and damages must be dis- 
missed by reason of the fact that the plaintiff is herein determined to be the 
owner of the trade-mark and, as such, acted on his own rights. 


CONCLUSIONS OF LAW 


From the foregoing I conclude and rule that the Trade-Mark Registration 
No. 521,322 dated February 21, 1950, is a valid registration of the name “Paddy.” 

I conclude and rule that the plaintiff is the owner of the Trade-Mark Regis- 
tration No. 521,322. 

I further conclude and rule that the plaintiff is entitled to an injunction 
against the defendant’s use of the name “Paddy” in either intra-state or inter- 
state commerce. 

I conclude and rule that the defendant’s counterclaim must be dismissed. 


KIMBERLY-CLARK CORPORATION v. MARZALL 
Nos. 1897-49 ; 5175-49—U. S. D. C. D. C.—December 8, 1950 


TRADE-MARKS—UNREGISTRABLE MATTER—PARTICULAR INSTANCES 

“Kimberly Clark” held unregistrable, under section 5 of 1905 Act, as consisting 
merely in combination of two names and not written, printed, impressed or woven in some 
particular or distinctive manner. 

“Kimberly Clark” held unregistrable, under section 2(e) (3) of 1946 Act, as compris- 
ing merely two surnames, the dominant and only characteristic of which is the surnames. 

Trav—E-Marxk Act oF 1946—REGISTRABILITY—SECTION 2(f) 
TRADE-MarKS—SECONDARY MEANING—PARTICULAR INSTANCES 

“Kimberly Clark” held to have acquired secondary meaning identifying plaintiff and 
to be qualified for registration, under section 2(f) of 1946 Act, which registration plain- 
tiff, for purposes of this suit, has refused to accept. 

Courts—Statutory CoNsTRUCTION—GENERAL 

When the meaning of a statute is not clear, its interpretation should be determined 
by the spirit of the statute as a whole and the intent of Congress as evidenced by the 
legislative history. 

Spirit and intent of 1946 Act held to indicate that Congress intended to codify law 
of unfair competition regarding use of personal names as it had been developed by the 
courts, 

Trave-Mark Act or 1946—REcISTRABILITY—SECTION 2(e) 
The words “primarily merely” held controlling, in section 2(e) (3) of 1946 Act, and, 
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interpreted in a manner consistent with the developed case law of unfair competition, 
indicate that Congress intended to exclude from the register marks the dominant feature 


of which is a surname. 
A strict reading of section 2(e) (3) of 1946 Act, indicates that Congress did not 


expressly exclude from the register the name of an individual, provided the dominant 
characteristic of the mark is not the surname. 


Suits Unper R. S. 4915—PLeapinc AND PracticeE—GENERAL 
Complaint under R. S. 4915 dismissed, where plaintiff, having established secondary 


meaning, which prima facie entitled it to register “Kimberly Clark,” under section 2(f) 
of 1946 Act, declined such registration, refused to amend complaint and insisted upon 
registration under section 2(e) of 1946 Act, which was refused on ground mark is dom- 
inated by the surnames of which it is composed. 


Consolidated suits, under R.S. 4915, by Kimberly-Clark Corporation against 
John A. Marzall, Commissioner of Patents, to secure registration of plaintiff’s 
trade-mark. Complaint dismissed. 

CusHMAN, Darsy & CusHMAN, C. WILLARD Hayes, and Max Louts, of Wash- 
ington, D. C., and Cyrit A. Soans, and WILLIAM E. ANDERSON, of Chicago, 

Ill., for plaintiff. 

E. L. Reynotps, of Washington, D. C., for defendant. 
KIRKLAND, D. J.: 

This case is a consolidation of two separate causes of action filed by the 
plaintiff, a corporation organized under the laws of the State of Delaware, to 
authorize the Commissioner of Patents to register plaintiff’s trade-mark in due 
form of law. Civil Action 1897-49 was filed by the plaintiff for registration of 
his mark under the Act of February 20, 1905, 15 U. S. C. §§81-134, and Civil 
Action 5175-49 seeks registration of the plaintiff’s mark under the Act of July 5, 
1946, 15 U .S. C. §§1051-1127. Plaintiff’s mark consists of the name Kimberly 
Clark, written both with and without a hyphen. The parties to the action have 
stipulated that the presence or absence of a hyphen would have no material 
bearing upon the issue. 

The Commissioner of Patents refused to register this mark under the Act 
of 1905 on the prohibition of the second proviso of Section 5, which prohibits 
the registration of a “mark which consists merely in the name of an individual, 
firm, corporation, or association, not written, printed * * * in some particular 
or distinctive manner * * *.” 

The Commissioner denied [39 T. M. R. 1064] the petition under the Act 
of 1946 under the prohibition of Section 2, subsection (e) (3), which prohibits 
registration of a mark which is primarily merely a surname. Plaintiff admits 
that his mark consists merely in the combination of the two names, and that 
they have not been written, printed, impressed or woven in some particular or 

distinctive manner or in association with any other word or device. It seems 
clear that the name Kimberly Clark thus falls within the prohibition of Section 5 
of the 1905 Act, which prohibits registration of a mark which consists merely 
in the name of an individual, firm, corporation, or association not written, printed, 
impressed or woven in some particular or distinctive manner. 

As to the Trade-Mark Act of 1946, plaintiff urges that his mark is not pri- 
marily merely a surname but consists of the combination of two surnames which 
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have become identified to the trade as a source of certain types and qualities of 
paper products. Plaintiff introduced evidence which established a secondary 
meaning in the trade and which also established substantially exclusive and 
continuous use of this mark by the applicant in commerce for the five years next 
preceding the date of application. This of course qualifies the plaintiff's mark 
for registration under Section 2(f) of the Act, which provides: “(f) Except 
as expressly excluded in subsections (a), (b), (c), and (d) of this section, nothing 
in this chapter shall prevent the registration of a mark used by the applicant 
which has become distinctive of the applicant’s goods in commerce. The Com- 
missioner may accept as prima facie evidence that the mark has become distinc- 
tive, as applied to the applicant’s goods in commerce, proof of substantially 
exclusive and continuous use thereof as a mark by the applicant in commerce 
for the five years next preceding the date of the filing of the application for its 
registration.” 

However, plaintiff has for the purposes of this action refused a registration 
under Section 2(f) and seeks a registration under Section 2(e) of the Act. The 
problem then is whether the combination of the two surnames, Kimberly Clark, 
falls within the prohibition of Section 2(e) (3), which prohibits registration of 
a mark which is primarily merely a surname. 

The two basic purposes of trade-mark registration are to protect the con- 
sumer from misrepresentation as to the source of a product and on the other 
hand to protect the owner of the mark in the reputation and good will which have 
grown up with its use. It is not entirely clear from the wording of Section 2(e) 
(3) that Congress meant to exclude only a mark which consists of one surname 
or whether it intended this prohibition to extend to two surnames used in com- 
bination. The interpretation of a statute when the meaning is not clear should 
be determined by the spirit of the statute as a whole as well as the intent of 
Congress as evidenced by the legislative history. “Inasmuch as the Court cannot 
escape the consequence that its determination will affect the meaning of the 
statute, it would appear to be a more appropriate exercise of the judicial function 
if the Court would face the difficult task, and at the risk of being wrong, deter- 
mine as best it can what the legislature intended. If the Court decides incor- 
rectly, the legislature may at succeeding sessions correct the error. If it decides 
correctly, it will have saved the expense and burden of the legislative process 
and will have given judicial relief to those who were in the beginning entitled 
to it.”” Sutherland, Statutory Construction, 3 Ed. Horack, Sec. 4503. 

In Senate Report No. 1333, May 14, 1946, the following statement is found: 
“There is no essential difference between trade-mark infringement and what is 
loosely called unfair competition. Unfair competition is the genus of which trade- 
mark infringement is one of the species; ‘the law of trade-marks is but a part of 
the broader law of unfair competition.’ (United Drug Co. v. Rectanus, 248 U. S. 
90, 97). * * * This bill attempts to accomplish these various things: * * * 3. To 
modernize the trade-mark statutes so that they will conform to legitimate present 
day practice.” 

The spirit and the intent of the entire Act indicate that Congress intended to 
codify the law of unfair competition in regard to the use of personal names as it 
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has been developed by the courts. The development of this law in regard to the 
acquisition of rights in a person’s name is shown by the collection of cases in 
Oppenheim, Cases and Materials on Unfair Trade Practices, 1950, pp. 165-167, 
202-221. At common law it was held that every man had an absolute right to use 
his own name. “A man’s name is his own property, and he has the same right to 
its use and enjoyment as he has to that of any other species of property”; Brown 
Chemical Company v. Meyer, 139 U. S. 540; Wm. A. Rogers, Ltd. v. International 
Silver Co., 30 App. D. C. 97; Thaddeus Davids Co. v. Davids, 233 U. S. 461; 
provided that in such use of his own name he perpetrates no false representations. 
The latest cases on the use of an individual name also recognize the duty of the 
newcomer to distinguish the use of his name so as to prevent confusion and mis- 
representation. See Oppenheim, supra. 

The words “primarily merely” are the controlling words of Section 2(e) (3), 
and must be interpreted in a manner consistent with the development of case 
law on unfair competition. These words indicate that Congress intended to ex- 
clude marks the dominant characteristic of which was to be found in a surname. 
For if the dominant characteristic of the mark was something other than a sur- 
name itself, the user’s right to exclusive use has been well established by the 
cases on secondary meaning and was recognized by Congress as early as the 
1905 Act in the section, which permitted registration of a name which was 
written in a distinctive manner. The printed reports of the extensive hearings 
which were held on this bill reveal nothing specific in regard to the application 
of Section 2(e) (3) to the facts of this particular case.! 

Plaintiff has cited to the Court several cases in which the Commissioner of 
Patents has registered marks consisting of a combination of two words, which 
words appear in various telephone directories as surnames. Plaintiff cites the 
following registrations : 

Fort-Pitt Reg. No. 518,307, December 6, 1949 

Brier Rose Reg. No. 518,402, December 6, 1949 
Rich-Field Reg. No. 518,478, December 6, 1949 
Queen Ellesson Reg. No. 518,675, December 13, 1949 
King Ellesson Reg. No. 518,676, December 13, 1949 
Winter Wonder Reg. No. 518,756, December 13, 1949 
Pearltone Reg. No. 518,941, December 20, 1949 
Mount Vernon Reg. No. 519,002, December 20, 1949 
Wonderball Reg. No. 519,089, December 20, 1949 
Andre Dallioux Reg. No. 528,971, August 15, 1950 

It is clear that although these names might be in use as surnames, in effect 
the dominant characteristic of these names is something other than a mere 
surname. 

It is true that the name Andre Dallioux consists of a baptismal or given 
name in combination with a surname. In the 1905 Act names of individuals were 

prohibited, while in the 1946 Act the word was changed from “individual” to 


1. At the instance of the Honorable Luther A. Johnson, Chauncey P. Carter, Esq., as 
an expert in the field, prepared a Digest of Proposed Changes in Federal Trade-Mark Law. 
His comment on Section 2(e) (3) was that: “* * * 4. A mark will not be denied registration 
* * * (c) as a personal name unless it is primarily a surname.” Vol. 84, Part 14. Congres- 


sional Record Appendix, p. 3795. 
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“surname.” A strict reading of Section 2(e) (3) would indicate that Congress 
did not expressly exclude the name of an individual, provided the dominant 
characteristic of the mark was not the surname. It is also clear that the mark 
Kimberly Clark has no other characteristic but that of a surname, although its 
secondary meaning as a source has been clearly established. As was stated in 
Estate of P. D. Beckwith, Inc. v. Commissioner of Patents, 252 U. S. 538, 
“The commercial impression of a trade-mark is derived from it as a whole, not 
from its elements separated and considered in detail. For this reason it should 
be considered in its entirety.” To sustain the burden of proof in this action, in 
view of the finding of the Patent Examiner, it is necessary for the plaintiff, 
to show that his mark is not primarily merely a surname when considered as 
a whole. 

Section 45 of the 1946 Act provides that “unless the contrary is plainly 
apparent from the context * * * Words used in the singular include the plural.” 
It is not plainly apparent that Congress meant to exclude a mark consisting of 
one surname any more than a mark consisting of two surnames, provided the 
dominant characteristic of the mark is in the use of the surname or surnames. 
To state merely that two surnames used together as a mark, for example, 
“Jones-Smith” is not registrable, while the name “Jones Smith,” in which 
“Jones” is a baptismal name and “Smith” is a surname, would be registrable 
under Section 2(e), would create an anomally certainly not intended by the 
framers of the Act. However, if the name “Jones Smith” in either form became 
known in the market place as a source of supply of a particular item, then the 
user of the mark would have an interest in the mark which would be protected 
by the courts if a newcomer adopted the same mark even though it also be the 
latter’s own name. This situation is covered expressly by Section 2(f) of the 
Act, the secondary meaning provision. 

Registration of a name as a mark without more under 2(e) would require 
a finding based upon a showing that the dominant characteristic of the name is 
not primarily merely the surname or surnames, whether the mark consists of 
two or more surnames or a baptismal name and a surname. This is so because 
every person has the right to use his own name in his own business. However, 
if a secondary meaning has been established for a mark, even though the 
dominant characteristic of the mark be a surname, then the user is entitled to 
protection in the use of the mark. This construction appears to be the only 
construction consistent with the third purpose of the Act: “To modernize the 
trade-mark statutes so that they will conform to legitimate present-day business 
practices.” 

This Court finds that the name “Kimberly Clark” is composed of two 
surnames, the dominant, and in fact only characteristic of which is the surnames. 
For this reason, plaintiff is prohibited from registering the mark under Section 
2(e) (3) of the Act of July 5, 1946. Plaintiff has established a secondary meaning 
in the use of his mark as well as more than five years’ exclusive use, which will 
prima facie entitle him to registration of the mark under Section 2(f). However, 
in view of plaintiff's prior declination and failure to amend the present 


complaint, this complaint is accordingly dismissed. 
rE 
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BRISTOL-MYERS COMPANY v. IRVING PICKER ET AL. 
N.Y. Ct. of Appeals—November 30, 1950 


Farr TrapE Laws—VALIpIry—GENERAL 
Miller-Tydings Enabling Act removed from interdict of federal anti-trust and unfair 


competition laws, resale price maintenance agreements valid in state of resale. 
Validity of state fair trade laws as against constitutional objections is founded upon 


protection afforded trade-mark owner. 


Farr TrapE LAws—Scorpe oF PRoTECTION—GENERAL 
Trade-mark owning manufacturer may set and enforce minimum resale price; and 


statutory protection encompasses nonsignatory retailers. 
Fair trade law does not prevent purchaser from reselling the commodity alone at 
any price; it interferes only when he sells with aid of vendor's good will by selling under 


vendor’s trade-mark. 
Fair trade law unqualifiedly provides that price cutting fair trade articles is unfair 


competition per se. 


Farr TRApE LAws—VIOLATION—PARTICULAR INSTANCES 
Issuance of cash register receipts, redeemable in merchandise at 2%% of purchase 


price, in conjunction with sale of plaintiff’s fair-traded products, held to constitute price 
cutting and violation of New York Fair Trade Law. 


Appeal from Appellate Division—First Department. 

Suit by Bristol-Myers Company against Irving Picker et al. doing business 
as Picker Pharmacy, for injunction restraining violation of New York Fair Trade 
Law. Judgment for plaintiff, at Special Term, having been reversed by Appellate 
Division, plaintiff appeals. Judgment of Appellate Division reversed and judg- 
ment of Special Term, for plaintiff, affirmed. 

Gilbert H. Well and Isaac W. Digges for appellant. 
Charles Green Smith, Frances Kneitel, William S. Beinecke and Constance Mit- 


tendorf, for respondents. 
Present: Loughran, Ch. J.; Lewis, Conway, Desmond, Dye, Fuld and 
Froessel, JJ. 


FROESSEL, J.: 
This appeal presents to us a merchandising plan originated and extended 


by defendants-respondents, the legality of which we are to determine in the 
light of Article XXIV-A of the General Business Law, more commonly referred 
to as the Fair Trade Law. 

Plaintiff-appellant is a manufacturer and distributor of well-known drug 
products and cosmetic articles, which it sells under distinctive trade-marks. It 
has expended large sums of money advertising and selling its trade-marked 
products and has established a valuable reputation and good will for them. To 
protect that good will it has established minimum retail prices for its products, 
pursuant to sections 369-a to 369-e of the Geenral Business Law and fulfilled all 
the requisites to their fair trading. Defendants had not themselves entered into 
any fair trade contract with plaintiff but knew of the existence of said agree- 
ments and the minimum resale prices stipulated therein. 

Defendants operate a retail drug store as copartners in Lynbrook, Nassau 
County, New York, where they sell among other things, appellant’s products. 
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They originated the merchandising plan in question prior to the passage of 
the Fair Trade Law and some thirteen or fourteen years prior to the time of 
the trial, which took place in 1948. Cash register receipts, which were originally 
redeemed in specified articles of merchandise (called “presents and gifts’), 
were later redeemed in trade from defendants’ merchandise, whether fair-traded 
or not, at the rate of 2% per cent. of cash purchases (no others are made) when 
they aggregated $10 or more. 

As a result of the alleged competition offered by department stores in sur- 
rounding communities (not Lynbrook proper) defendant and fourteen other 
merchants in their area formed a “Dividend Club” in 1947. Defendants’ plan 
was thereupon extended to these other stores, so that each member redeemed 
his own receipts as well as those issued by any other member, and monthly 
adjustments were made. The customer, upon accumulating $10 worth of the 
receipts from any of these stores, could then redeem them therein at a value of 
twenty-five cents in merchandise, whether fair-traded or not, ranging through 
children’s wearing apparel; coats, suits, dresses; curtains and draperies, drugs 
and cosmetics, fruits and vegetables, gifts and greeting cards; gasoline, oil and 
filling station services; hardware and appliances, jewelry, ladies’ specialties, 
meats, men’s haberdashery, occasional furniture and lamps, rugs and linoleum, 
stockings and sportswear. 

Section 369-a of the General Business Law provides for price-fixing of 
certain commodities, excluding from its operations, however, several situations 
unrelated to this case (sec. 369-a, subdivs. 2, 3; sec. 369-c). Section 369-b pro- 
vides as follows: “Willfully and knowingly advertising, offering for sale or sell- 
ing any commodity at less than the price stipulated in any contract entered 
into pursuant to the provision of section three hundred sixty nine-a, whether 
the person so advertising, offering for sale or selling is or is not a party to such 
contracts, is unfair competition and is actionable at the suit of any person 
damaged thereby.” 

Simply stated, we are to determine whether the issuance of cash register 
receipts in accordance with the foregoing plan, redeemable in merchandise at 
2% per cent. of the purchase price in conjunction with the sale of plaintiff's 
fair-traded products constitutes price cutting, and, if so, is such price cutting 
the unfair competition contemplated by the Fair Trade Law. Special Term 
adopted the view that defendants’ practice amounted to price cutting in viola- 
tion of the law; the Appellate Division adopted the contrary view. We have not 
passed upon this situation before. 

Much of the resale price maintenance legislation appears to have been stimu- 
lated by the decision in Schecter Poultry Corporation v. United States (295 U. S. 
495, 1935). Considerable discussion and controversy have ensued over the 
economic implications of such laws which are now in force in most of the states 
of the union. The Miller-Tydings Enabling Act has removed from the inter- 
dict of the federal anti-trust and unfair competition laws resale price main- 
tenance agreements which are valid in the state of resale (U. S. Code, tit. 15, 
sec. 1). Our statute was copied after its California prototype which was aimed 
principally at the vicious “loss leader” type of competition prevalent in the mid- 
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thirties (see Shulman, The Fair Trade Acts and the Law of Restrictive Agree- 
ment Affecting Chattels, 49 Yale Law Journal, 607, 613-616). 

In any event, the validity of the statutes as against constitutional objections 
is founded upon the protection which they are deemed to afford the manufacturer 
as the owner of the brand name of trade-marked merchandise. (Bourjois Sales 
Corp’n v. Dorfman, 273 N. Y. 167; Old Dearborn Dist. Co. v. Seagram-Distillers 
Corp’n., 299 U. S. 183). Accordingly, a manufacturer, such as plaintiff, would 
seem to possess the prime right to enforce the minimum price set by it, and the 
statute extends its protective provisions to encompass persons who are not parties 
to the resale maintenance agreements so that such enforcement may be had against 
a nonsignatory retailer (General Business Law, sec. 369-b; Port Chester Wine & 
Liquor Shop v. Miller Bros., 281 N. Y. 101). 

Plaintiff claims that defendants violate the former’s fair trade rights when 
they deliver to their customers in exchange for the fair trade price of plain- 
tiff’s products not only the products themselves, but also cash receipts which 
have a redemption value in defendants’ store and elsewhere of 2% per cent. of 
the fair trade prices. Defendants, on the other hand, maintain that the system 
employed by them is a legitimate competitive method. Defendants further con- 
tend that if our Fair Trade Law be construed to prohibit cash discounts on 
retail sales of minimum priced articles it violates the Fourteenth Amendment to 
the Constitution of the United States and section 6 of Article I of our state 
constitution. 

In support of their contention that there is no violation of the Fair Trade 
Law defendants cite from two other jurisdictions: Bristol-Myers Company v. 
Lit Bros., Inc. (336 Pa. 81, two judges dissenting) ; Food & Grocery Bureau v. 
Garfield (20 Cal. 2d, 228) ; Weco Products Company v. Mid-City Cut-Rate Drug 
Stores (55 Cal. App. 2d 684, hearing denied—one judge dissenting). The rationale 
of these decisions, which were concerned with “trading stamps” and not cash 
register receipts, appears to be that the seller’s motive was not to cut the price 
but rather an advertising device to attract customers or to reward cash payments, 
and that in any event the rule of de minimus non curat lex applies. The difficulty 
with these views is that the situation here presented is not among the several 
excluded by the Legislature from the operation of the statute. As to motive, 
defendents’ counsel at the trial frankly conceded: “Obviously, if it violates the 
Fair Trade Law, it does not matter what its purpose was.” Of course the plan 
challenged is an advertising lure, and cash discounts are “an inducement to 
customers to attract them to his store” (Weco Products Co. v. Mid-City Cut 
Rate Drug Stores, supra, p. 687), but so is any violation of the Fair Trade Laws. 
The greater the discount or price cut the greater the lure. By allowing a breach, 
no matter how small, we invite the flood, and unless the Legislature decrees the 
exception we are powerless to allow it. 

Considered as a method of advertising, the challenged scheme must be dif- 
ferentiated from types of service such as free parking, self-service, care of 
infants, entertainment, free delivery and the like, with which we are not presently 
concerned. These other types of service have no direct relation to the article 
purchased or the price paid. They are completely separated and too remote from 
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the pricing element to come within the statute’s prohibition. Here the benefit to 
the customer is directly, proportionately, inseparably and specifically related to 
the article purchased and its price. 

Assuming that there is no essential difference between the use of trading 
stamps and cash register receipts which are redeemable and that either may 
be regarded as a form of cash discount I nevertheless cannot agree with the 
opinions in the cases cited that such a discount does not cut the sale price of 
an article. No matter how one puts it the consumer, who is accorded a cash 
discount, in reality pays that much less for the article which he purchases, and 
this is none the less true because the return is by way of merchandise rather 
than coin which may purchase merchandise. When defendants sold plaintiff’s 
products at fair trade prices and as a part of the same transaction gave their 
customers cash register receipts having a redemption value of 2% per cent. of 
such fair trade prices they, in effect, sold plaintiff’s products at 2% per cent. less 
than the prices fixed. I can see no distinction between returning to the cus- 
tomer a credit memorandum of 2% per cent. and giving him a cash register 
receipt. And whether the discount is small or large makes no difference—the 
statute forbids both. 

Defendants here agree that if the customer purchased $10 worth of plain- 
tiff’s products he would immediately receive, on request and for nothing, any 
fair-traded article he desired and which was priced at twenty-five cents. If a 
retailer may allow 2% per cent. under the statute a competitor may follow the 
same plan but instead allow 5 per cent. inviting retaliation with an even greater 
allowance. Where may it end? The same cut throat competition sought to be 
avoided by the Fair Trade Law could thus be revived under the so-called cash 
discount system. 

The argument that the giving of a cash discount is an accepted form of 
doing business on the retail level and for that reason constitutes an implied 
exception to the statute is without weight, for prior to the passage of the Fair 
Trade Law it was also an accepted form of business for a merchant to sell at 
any price he chose; it is those very practices that the act sought to interdict. 
It should be noted in passing that there is no evidence in this record of any 
custom or practice of giving cash discounts among retailers, although it is 
common knowledge that such is a customary practice as between wholesalers 
and retailers. In any event the Legislature has not sanctioned such discounts 
in the Fair Trade Law. It could well have provided for this exception as it 
has others (General Business Law, sec. 369-a, subdivs. 2, 3; sec. 369-c) and as it 
has in the Alcoholic Beverage Control Law (sec. 101-b, subdiv. 2, par. b) which 
expressly permits a discount of 1 per cent. to the retailer for prompt payment. 
It has not done so, and we are not authorized to read such an exception into the 
Fair Trade Law. 

While we have not passed: upon the question here presented, the Appellate 
Divisions in the First and Second Departments have done so. In Palmer v. 
Angert (275 App. Div., 965) the Appellate Division, Second Department, held 
that the practice of redeeming cash register receipts is a price cutting device. In 
the First Department the court arrived at the contrary conclusion in Benjamin v. 
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Palan Drug Company (275 App. Div., 1036), involving trading stamps, but wrote 
no opinion. And when the instant case came before it, again no opinion was writ- 
ten, but it merely reversed Special Term and cited the Benjamin case. However, 
the basis for its reversal is indicated by its eleventh finding of fact contained 
in the order of reversal, the first portion of which reads as follows: “Allowance 
of said cash discounts has not reduced the minimum resale price of any com- 
modity.” As hereinbefore indicated I cannot agree that $10.25 equals $10; 
the defendants’ plan, however, designated, in effect, simply reduced the minimum 
resale price by 2% per cent. 

As to the remaining portion of said finding, namely, that the allowance of 
such discounts “has not injured the good will value of any article of plaintiff’s 
merchandise,” I am of the opinion that the Appellate Division also clearly erred. 
The Fair Trade Law unqualifiedly provides that price cutting fair trade articles 
in and of itself is unfair competition. We have heretofore recognized that the 
primary legislative aim is to protect the good will of the trade-mark owner, and 
that when a commodity which bears a brand name is resold for less than the 
minimum price specified in the fair trade contracts ‘“‘such conduct” is a “violation” 
of the plain mandate of the Fair Trade Act and “is properly restrained by in- 
junctive relief” (Guerlain, Inc., v. Woolworth Co., 297 N. Y., 11, 17, 19). As 
was said in Old Dearborn Distr. Company v. Seagram Distillers Corporation 
(supra, p. 195) “the act does not prevent a purchaser of the commodity bearing 
the mark from selling the commodity alone at any price he pleases. It interferes 
only when he'sells with the aid of the good will of the vendor; and it interferes 
then only to protect that good will against injury. It proceeds upon the theory 
that the sale of identified goods at less than the price fixed by the owner of the 
mark or brand is an assault upon the good will and constitutes what the statute 
denominates ‘unfair competition.’ ” 

The “assault upon the good will” is the injury or damage resulting from 
the unfair competition and is actionable under the statute even though proof of 
specific money damages is not supplied; in other words, injury to good will, 
actual or threatened, lies at its base. In Westcott Chuck Company v. Oneida Nat. 
Chuck Company (199 N. Y. 247, 251), in an action to restrain unfair competition, 
we said in effect that even in an action at law proof of actual damage is necessary 
only to justify more than a nominal recovery. But this is an action in equity and 
does not require a showing of specific money damage to support an injunction 
(Calvert Distillers Corp’n v. Nussbaum Liquor Store, 166 Misc., 342, 347; Sax- 
lehner v. Siegel-Cooper Co., 179 U. S. 42; Champion Spark Plug Co., v. Sanders, 
331 U. S., 125, 131; Straus v. Notaseme Hosiery Co., 240 U. S., 179; 2 Nims, 
Unfair Competition and Trade-Marks, 4th ed., p. 1381 ; 52 Harvard Law Review, 
293). To hold otherwise would defeat the purpose of the statute. In so far, 
therefore, as it involves an issue of fact we are authorized to reverse Appellate 

Division finding number eleven and to reinstate the findings of the trial court 
reversed by the Appellate Division (Civ. Prac. Act, sec. 605). 

In summary, then, plaintiff has fully sustained the burden of proof. We are 
all agreed that cash register receipts have value that reduce the cost of the 
branded goods, and that there is in consequence a mathematical reduction in the 
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selling price, and the majority agree that this is price cutting. That this was done 
knowingly is beyond dispute, for it is axiomatic that one intends the natural 
consequences of his own acts, and in this case the members of defendants’ club 
were keenly aware of what they were doing as evidenced by their failure to 
invite any competitors to join with them. Moreover, the statute does not require 
a showing of motive or willful intent to injure, but merely—what has been 
abundantly shown here—willfully and knowingly selling at any reduced price. 
Such selling “is an assault upon the good will” and constitutes “unfair compe- 
tition”; the manufacturer whose good will is thus assaulted is thereby damaged 
and is entitled to injunctive relief to prevent continuing damage. 

Defendants have also raised the constitutional argument that to prohibit 
cash discounts on retail sales of minimum price articles violates due process in 
that such a practice has no relation to the only constitutional object of the statute, 
the protection of good will. Such an argument assumes that the practice in 
question has no effect on good will because it did not result in price cutting, and I 
think it is clear that this is not so. The regulation of otherwise legitimate prac- 
tices in the valid exercise of police power which has here been sustained ( Bour- 
jois Sales Corp’n v. Dorfman, supra; Old Dearborn Dist. Co. v. Seagram Dis- 
tillers Corp’n, supra) must be distinguished from absolute prohibition of legiti- 
mate trade devices or from regulation unconnected with any proper object 
(People v. Gillson, 109 N. Y., 389; Sperry & Hutchinson Co. v. McBride, 307 
Mass., 408). The Fair Trade Law constitutes a lawful limitation upon the doctrine 
of freedom of contract (see Guerlain, Inc., v. Woolworth Co., supra). 

In the light of the foregoing it is my view that the weight of the evidence 
lies with the finding of Special Term that the practice complained of does con- 
stitute price cutting, and the Appellate Division was in error on the law when 
it held that such practice is not within the prohibition of our Fair Trade Law. 
Accordingly, the judgment of the Appellate Division should be reversed and that 
of Special Term affirmed, with costs in this court and in the Appellate Division. 


Fup, J. (dissenting) : 


The present decision stigmatizes as unfair competition a long-established 
business practice, a practice untainted by deceit, oppression or unfair dealing, 
and involving no assault upon the good will of the manufacturer. Reaching 
the result which it has, on the basis of a strained construction of the Fair Trade 
Law, the court turns a statute designed to promote fair trade into an unfair 
instrument suppressing honorable and decent competition and outlawing reason- 
able merchandising methods. 

Since defendants entered into no fair trade agreement with plaintiff we 
are not here concerned with the validity of any contractual arrangements that the 
manufacturer may make with those dealers whom it selects to handle its products. 
The statutory action of unfair competition—upon which plaintiff must of neces- 
sity rely—sounds in tort, not contract, and the statute expressly classifies that tort 
as a willful one. Its primary objective is to prevent willful assaults upon the 
manufacturer’s good will (see e.g., Old Dearborn Distr. Co. v. Seagram-Dis- 
tillers Corp’n, 299 U. S., 183, 193), or, to phrase it as the majority opinion does 
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(p. ...), the legislation “was aimed principally at the vicious ‘loss leader’ type 
of competition prevalent in the mid-thirties.” It does not, as the majority as- 
serts, “unqualifiedly provide that price cutting fair trade articles in and of itself 
is unfair competition” (p. ....). On the contrary, damage is expressly made the 
gist of the claim as in actions on the case at common law. Thus, the statute 
makes “actionable” but only “at the suit of any person damaged thereby” the act 
of “Willfully and knowingly * * * selling any commodity at less than the 
price stipulated” in any fair trade agreement (General Business Law, section 
369-b ; italics supplied). To spell out a cause of action, therefore, a plaintiff 
must show (1) that there have been sales below the stipulated price, (2) that 
such sales were made willfully and knowingly and (3) that plaintiff has suffered 
or is likely to suffer legal damage. To obtain injunctive relief, as is sought in 
this case, plaintiff in addition must satisfy the traditional requirements of a court 
of equity and show, among other items, the likelihood of irreparable harm. In 
short, price cutting is condemned only when it is willful, when it is injurious to 
the manufacturer’s good will, or when it otherwise causes injury to plaintiff. 

Consideration of the record before us demonstrates that no one of those 
essential requirements of proof has been met. All sales of plaintiff's branded 
merchandise have been at the stipulated price. There has been no price cutting 
whatever in the conventional sense. The merchandising plan here challenged 
by plaintiff is of general application and is neither directed at, connected with, 
nor limited to plaintiff’s fair-traded articles. Cash receipts are issued on all 
sales of goods, whether or not fair-traded, redeemable in any articles handled in 
defendants’ store and in the fourteen other stores, in the Lynbrook area, which 
constitute the Lynbrook Dividend Club. The receipts may be exchanged for 
either branded or unbranded articles at the rate of 25 cents of merchandise for 
$10 of cash receipts. Most of the products sold in this group of stores are 
unbranded and hence not subject to the provisions of the Fair Trade Law. As 
analysis thus makes evident, there is lacking proof of any willful assault upon, 
or injury to, plaintiff’s good will or of any misuse of its trade-marks. And not 
only is there no showing of irreparable harm, but there is not a scintilla of evi- 
dence that defendants’ use of cash receipts has produced or is likely to cause 
plaintiff any damage whatsoever. As the Appellate Division found—and I 
find no warrant for overturning the finding—‘Allowance of said cash discounts 
has not reduced the minimum resale price of any commodity, and has not 
injured the good will value of any article of plaintiff’s merchandise.” The con- 
clusion, is, therefore, inescapable that plaintiff has failed either to establish a 
case of unfair competition within the meaning of the statute or to sustain its 
right to injunctive relief. 

To be sure, the cash receipts have value. Those purchasers who accumu- 
late the necessary amount can convert them into merchandise and thus reduce 
the cost of the branded and unbranded goods which they have purchased. They 
are the beneficiaries of a cash discount on all their purchases whenever they 
avail themselves of the advantages of this plan. It cannot be denied, therefore, 
that there is a mathematical reduction of the selling price of branded goods. 
But, the question arises, does such reduction under the special circumstances 
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disclosed by this record constitute willful price cutting injurious to the manu- 
facturer’s good will? In my view it does not. 

The use of cash receipts and trading stamps and the granting of cash dis- 
counts long antedated fair trade legislation. Defendants have been issuing cash 
receipts for some thirteen or fourteen years. There is not the slightest evidence 
that it was the legislature’s design to outlaw such normal and long-established 
business practices of general application. It is an unwarranted extension of the 
Fair Trade Law to hold that what defendants are doing renders them guilty of 
unfair competition and such, I note, is the conclusion of the courts of other states 
in dealing with the cognate problem of trading stamps (see Weco Products Co. v. 
Mid-City Cut Rate Drug Stores, 55 Cal. App., 2d, 684; Food & Grocery Bureau 
v. Garfield, 20 Cal., 2d, 228; Bristol-Myers Co. v. Lit Bros., Inc., 336 Pa., 81). 
In sanctioning the use of such devices we would not be engrafting an additional 
exception upon the statute. Rather, we would be holding merely that there 
has not been a willful sale at less than the stipulated price which causes or is 
likely to cause damage to the manufacturer’s good will. 

Nor need we concern ourselves with the hypothetical possibility of trade 
wars involving unwarrantedly high cash discounts or of merchandising plans 
specifically directed against the fair-traded products of a manufacturer. Courts 
are not powerless to deal with obvious subterfuges (see Guerlain, Inc. v. Wool- 
worth Co., 297 N. Y., 11). There is time to deal with such situations when they 
are presented by a “person damaged thereby” (General Business Law, sec. 
369-b). It is enough for the disposition of this case that there is here a complete 
failure of proof not alone of any subterfuge but of all of the essential ingredients 
of a statutory action for unfair competition. 

Lewis, Conway, Desmonp and Dye, JJ., concur with Froesset, J.; Fux, J., 
dissents in opinion in which LoucHran, Ch.J., concurs. 


NATIONAL RIFLE ASSOCIATION OF AMERICA v. STOEGER 
ARMS CORPORATION 


Commissioner of Patents—December 27, 1950 


OpposITIONS—PLEADING AND PraActIcE—BAsIS OF RELIEF 

Question of descriptiveness of applicant’s mark held not properly raised by opposer 
where not pleaded in notice of opposition. 

On facts of record, opposer’s contention as to no trade-mark use by applicant dis- 
missed. 

TRADE-M ARKS—REGISTRABILITY—GENERAL 

In opposition proceedings, Examiner has duty to determine registrability ex parte, 
regardless of opposer’s ability to raise question of descriptiveness. 

Fact that another word exists which would also be descriptive, docs not avoid defect 
of descriptiveness of applicant’s mark. 

Periodical titles sought to be registered as trade-marks are subject to same require- 
ments and same grounds for refusal of registration as are trade-marks for other articles, 
under 1946 Act. 

Fact that applicant’s mark was previously registered under 1905 Act held not con- 
trolling, under 1946 Act. 
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TravE-Marks—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“The Shooters’ Bible,” the word “Bible” being disclaimed, held plainly and clearly 
descriptive and completely lacking in arbitrary significance as applied to catalogue adver- 
tising various items of arms and equipment and also including a small number of 


articles of interest to users of the catalogue, under 1946 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by National Rifle Association of America against 
Stoeger Arms Corporation. Opposer appeals from dismissal of notice of oppo- 
sition. Affirmed as to dismissal of notice of opposition but reversed as to ques- 
tion of descriptiveness and registration denied ex parte. 

Mason & Mason, of Washington, D. C., for Opposer. 
Chester Mueller, of Newark, N. J., for Applicant. 
Fepertco, Examiner in Chief: 

This is an appeal by the opposer, National Rifle Association of America, 
from the decision of the Examiner of Interferences dismissing the opposition to 
the registration of a trade-mark on the Principal Register under the Act of 
1946 by the Stoeger Arms Corporation. The mark sought to be registered by 
the applicant consists of the words “The Shooters’ Bible” used for “a publication 
embracing matters principally descriptive of small arms, ammunition, com- 
ponents thereof, shooters’ accessories, published from time to time.” The 
publication referred to is a catalogue issued once a year advertising various 
items of arms and equipment sold by the applicant and also including a small 
number of brief articles which would be of interest to the users of the catalogue. 
The catalogue is sold to the public and is also advertised by the applicant. 

The principal question argued by the opposer in this appeal is whether the 
mark sought to be registered is descriptive (the word “genericness” has also 
been used) and applicant urges that opposer is not entitled to raise this question. 
Before the Examiner of Interferences, the opposer argued the question of de- 
scriptiveness of the mark (using the term genericness) and the applicant 
pointed out that the notice of opposition made no allegation of descriptiveness. 
The Examiner of Interferences ignored the fact that the notice of opposition fails 
to include as a ground of opposition the question of descriptiveness of genericness 

(nor is there anything in the notice of opposition which suggests this ground), 
and apparently held that opposer could raise this ground. Where the opposer 
fails to raise the question of descriptiveness in the notice of opposition as one 
of the grounds of opposition, this question can not be considered as part of the 
proceeding; see for example Hygrade Sylvania Corporation v. Sontag Chair 
Stores, Ltd., 29 C. C. P. A. 799, 125 F. 2d 389 [32 TMR 133], and Crown Overall 
Mfg. Co. v. Desmonds, 37 C. C. P. A. 1118, 182 F. 2d 645 [40 TMR 680]. It is 
accordingly held that the question of descriptiveness cannot properly be raised by 
the opposer. 

The opposer also argues that there is no trade-mark use by the applicant, 
since the mark is used only on the catalogue which advertises applicant’s goods 
and is not used on the goods which it sells. This ground is not found raised in the 
notice of opposition and is merely dismissed with the remark that applicant does 

not purport to use the mark for any goods it sells except the catalogue; attention 
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is also called to Ex parte Oskamp Nolting Co., 1 USPQ 264, 1929 C. D. 21, relat- 
ing to the registration of a trade-mark for a catalogue published periodically. 

The only ground of opposition specified in the notice of opposition is that 
the use of the mark on applicant’s goods will result in confusion of the public 
as to origin, the notice reciting opposer’s prior use of the same mark in con- 
nection with a periodical, “The American Rifleman,” published by opposer. 
This ground has been abandoned by the opposer, whose brief on appeal disclaims 
any ownership of the mark and states that, “on the contrary * * * opposer has 
no objections whatever to anyone else using the mark.” 

The opposition hence falls and must be dismissed. 

Returning to the question of descriptiveness, while applicant asserts that 
opposer is not entitled to raise this question, the propriety of considering the 
question by the Office is recognized. The examiner in his decision stated that, 
even if opposer were not entitled to raise the question, he was under a duty to 
consider it ex parte. The examiner considered the question and came to the 
conclusion that the mark was not descriptive or generic. 

The mark sought to be registered by the applicant consists of the words 
“The Shooters’ Bible,” used for a publication in the nature of a catalogue 
advertising shotguns, rifles, revolvers, pistols, ammunition, and various items of 
sporting equipment sold by the applicant. The class of users of the catalogue 
are obviously sportsmen and others interested in such articles, and in hunting 
and related activities. The term “shooters” in the mark is plainly intended to 
describe the class of persons who would be interested in the catalogue or for 
whom the catalogue is intended, and this word is commonly used in this sense. 
Dictionary definitions show that the word “shooter” refers to those who shoot, 
and particularly to sportsmen. The use of this word throughout applicant’s 
catalogue shows that “shooters” refers to the class of persons who use guns of 
various kinds. The usage of this word in various parts of the copy of opposer’s 
publication in the record, and in the exhibits, also shows the same meaning. 
Attention should also be called to the description of the goods in applicant’s 
application for registration, which refers to “shooters’ accessories.” There is no 
question in my mind but that the word “shooter,” when used in connection with 
the goods of the applicant, has a completely descriptive meaning. 

The examiner stated that “it cannot be said that the word ‘shooter’ in connec- 
tion with the use of rifles and similar equipment completely lack arbitrary sig- 
nificance.” On the contrary, the use of the word “shooter” in connection with the 
use of rifles and similar equipment advertised by the catalogue does completely 
lack arbitrary significance. The examiner’s statement, made to show that 
“shooters” is not descriptive, that people who use rifles and small arms are usually 
referred to as “riflemen” rather than as “shooters” is not correct. The users of 
shotguns, which are advertised extensively in the catalogue, are not called rifle- 
men, and the users of revolvers, which are also advertised in the catalogue, are 
obviously not riflemen. And with respect to the users of rifles, “shooters” is 
commonly used. But it is not an objection to the descriptiveness of a particular 
word that there also exists another word which would also be descriptive; as 
was said by the Court of Appeals for the District of Columbia in McGraw-Hill 
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Publishing Company, Inc. v. American Aviation Associates, Inc., et al., 47 USPQ 
494, 497, 117 F. 2d 293, 73 App. D.C. 131, “To be able to find a term which is 
as, or even more, descriptive, does not answer the charge that the title is 
descriptive.” 

With respect to the word “bible,” which, when not referring to the Holy 
Bible, means a book, specially a work of an authoritative nature, there does not 
appear to be any question of its descriptiveness. This word is disclaimed in 
the application, and its descriptiveness is not denied in the briefs. 

The phrase “the shooters’ bible” is plainly and clearly descriptive. 

On the question of the registration of the names of periodicals as trade- 
marks, there have been a large number of decisions of the courts and of the 
Patent Office. These show that apparently at one time the Patent Office registered 
such names without regard to the requirements of the Trade-Mark Act with 
respect to registrations. The Court of Customs and Patent Appeals said in 
Crime Confessions Inc. v. Fawcett Publications, Inc. (1943), 31 C. C. P. A. 760, 
139 F. 2d 499 [34 TMR 42], in speaking of the question of descriptiveness with 
respect to titles of periodicals, 

“it seems proper to suggest that since the registration of purely descriptive trade- 


marks is clearly a violation of the law, it would be better for the Patent Office to 
comply with the law rather than to follow the precedents that have been followed 


throughout the years.” 


It has now been established, however, that the title of a periodical, if at- 
tempted to be registered as a trade-mark, is subject to the same requirements, 
including the requirement that the mark may not be descriptive, and to the same 
grounds of refusal of registration as are trade-marks for other articles. No 
change in this respect has been made by the Trade-Mark Act of 1946. Under 
the circumstances the fact that applicant registered the mark under the Act of 
1905, in 1942 is not controlling; attention is called to Jn re National Recreation 
Association, Inc., 37 C. C. P. A. 969, 181 F. 2d 221 [40 TMR 424], wherein 
the court refused registration of the title of a periodical as descriptive, even 
though prior registration had been issued to the same applicant, and to Ex parte 
Ziff-Davis Publishing Company, 606 O. G. 532, 75 USPQ 294, wherein the Com- 
missioner pointed out that the prior registration by the applicant of a similar mark 
was no precedent for issuing the one involved in the case, which was refused as 
being descriptive. 

In view of the above, the decision of the Examiner of Interferences dis- 
missing the opposition is affirmed, but the decision on the question of descrip- 
tiveness is reversed and it is held ex parte that the applicant is not entitled to 
the registration upon the application it has made. 


ne 
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THE CELOTEX CORPORATION v. BURGESS-MANNING COMPANY 
Commissioner of Patents—December 28, 1950 


TRADE-Marks—Goops oF DIFFERENT CLASSES—PARTICULAR INSTANCES 
Doorless telephone booths lined with acoustic materials, held totally different from 
sound absorbing or acoustical correction materials principally comprising board-form 
units, except that one possesses characteristics adapting it for use in the other, and not 
likely to be confused as to origin. 


TRADE-MARKS—Marks Not CONFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Acousti-Booth” held not confusingly similar to “Acousti-Celotex,” under 1946 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by The Celotex Corporation against Burgess-Man- 
ning Company. Applicant appeals from decision sustaining notice of opposition. 
Reversed. 

Edward A. Hampson, of Chicago, IIl., for Opposer. 
Jones, Tesch & Darbo, of Chicago, Ill., for Applicant. 
K.iINGE, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition brought by The Celotex Corporation under the 
Act of 1946, and adjudging the applicant, Burgess-Manning Company not entitled 
to the registration of its mark “Acousti-Booth” for “acoustically treated booths 
for the isolation of noise.” 


Both parties filed stipulations in lieu of testimony, and both filed briefs and 
were represented at the hearing. 

Opposer used the trade-mark “Acousti-Celotex” on its goods long prior to 
the earliest date of use claimed by the applicant, and the only question to be 
decided on this appeal is whether applicant’s mark “Acousti-Booth,” when applied 
to its goods, so nearly resembles the opposer’s trade-mark ‘“Acousti-Celotex,” 
registered September 22, 1925, and renewed, for a “decorative wall finish used 


’ 


for acoustical correction or sound deadening,” as to be likely to cause confusion 
or mistake or to deceive purchasers. Other matters raised before the Examiner 
of Interferences were indicated at the hearing as being no longer in issue. 

The pertinent facts stipulated by the respective parties are stated by the 
Examiner of Interferences as follows: 


“The goods with which the applicant’s mark is used consist of doorless tele- 
phone booths having walls and ceilings lined with special acoustic materials. These 
materials, comprised of a perforated facing plate backed by a sound absorbent 
blanket, serve to suppress a large proportion of extraneous noises which may pene- 
trate the booth, and also to minimize sounds emanating from it. Booths of this 
construction hence are particularly adapted for use in mills, factories, and innumer- 
able other places in which customary noises may interfere with telephone conversa- 
tions. The applicant, through its predecessors, has built up a large business in 
connection with these devices, which were first marketed in 1936, and from the 
outset have been widely publicized as indicated by the illustrative advertising 
material included in its exhibits. Applicant’s goods, originally referred to in its 
advertising material by the designation ‘Acoustic Communication Booth,’ have been 
identified since 1937 with the notation ‘Acousti-Booth’ sought to be registered, which 
also has been affixed to its goods since 1938 by name plates corresponding to its 
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exhibit 6. The name Burgess contained in applicant’s corporate name and those of 
its predecessors has customarily been associated with the notation ‘Acousti-Booth’ 
on name plates and in advertising material. 

“The goods with which the opposer’s mark is used consist of sound absorbing 
or acoustical correction materials principally comprising board form units of felted 
cane fiberboard provided with numerous perforations extending partially there- 
through. These units, which absorb over half of the sound which may impact them, 
are largely employed for application to the ceilings of rooms, but are also used for 
lining other kinds of enclosures, inclusive of telephone booths, machine enclosures, 
or the like. The extent of the opposer’s business in connection with such goods, and 
the popularity thereof in the trade to which they pertain, are indicated by adver- 
tising expenditures relating thereto of two million dollars since the adoption of its 
mark ‘Acoustic-Celotex’ in 1923, and its volume of sales of these acoustic correction 
units, amounting to over thirty million square feet in a single year. The opposer's 
goods are sold through authorized distributors holding exclusive territorial fran- 
chises, and sales generally involve both the material and labor for installed acoustic 
treatments, although the acoustic units are also sold as such to building contractors 
and, to some extent, to ultimate users.” 


Applicant urges that (1) the goods of the parties are different, (2) the marks 
are distinctively different and (3) are not confusingly similar, and therefore 
concurrent use of applicant’s mark “Acousti-Booth” and opposer’s “Acousti- 
Celotex,” when used in connection with respective goods of the parties, would 
not be likely to cause confusion or deception as to origin. 


As indicated above, opposer manufactures and sells acoustic: correctional 
materials in the form of boards or tiles which are largely employed for lining 
enclosures of various kinds and are well known for that purpose. Applicant 
manufactures, and sells complete structural units in the form of assembled phone 
booths, a component part of which is an acoustic material having the property 
of absorbing sound. While it is true that the property of the acoustic material 
used in applicant’s booth as well as the primary purpose of the booth itself is 
the same as the primary purpose of opposer’s tiles, namely, sound absorption, I 
do not think that this fact is sufficient to lead to likelihood of confusion as to origin 
of the goods to which the marks are applied if other facts to be considered in- 
dicate the contrary. In the case of Kushner & Gillman v. Mayflower Worsted Co., 
56 App. D.C. 165, 11 F. 2d 462, cited by the examiner, appellant-applicant’s trade- 
mark consisted of a sailing ship with sails spread, surmounted by the words 
“Mayflower Brand,” for men’s coats and suits, the word “Brand” being dis- 
claimed apart from the mark shown. Appellee-opposer set up its trade-mark, 
consisting of the familiar picture of the historic ship “Mayflower” with sails set, 
used upon worsted goods in the piece as material for the manufacture of men’s 
clothing, and also its trade-mark consisting of the word “Mayflower” for use 
upon worsted goods for men’s suiting. In that case the court held that where a 
manufacturer of worsted piece goods which are designed to be used almost 
exclusively as material for men’s coats and suits adopts a trade-mark, it is not 
permissible afterwards for a manufacturer of such coats and suits to adopt the 
use of the same mark since the identity of marks in such case would naturally 
lead the purchasing public to believe that the two classes of goods came from 
the same source and that the coats and suits were manufactured from the goods 
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bearing the same trade-mark. The facts of that case are quite distinct from 
those here under consideration in that opposer does not manufacture its acoustic 
tile for use “almost exclusively” as material for the construction of telephone 
booths, nor are the marks of the opposer and the applicant here identical, or so 
nearly identical in my opinion, as were the marks in the cited case. 

In the case of The Resinous Products & Chemical Company v. Heribert, 610 
O. G. 780, 77 U.S. P. Q. 232, the marks “Polyplex” and ‘‘Paraplex,” when taken 
as a whole, were held to be so obviously similar in appearance and sound when 
applied to substantially the same goods, such as varnishes and lacquers, as to be 
reasonably likely to cause confusion in trade. The two marks discussed in that 
decision are obviously more closely related in sound and appearance than are 
those here under consideration, and the goods involved in that case were, for all 
intents and purposes, identical. Another case cited by the examiner, Central Alloy 
Steel Corporation v. Steel Furniture Manufacturing Co., 7 U. S. P. Q. 35, was 
one in which the marks were identical which, of course, is not the fact in the 


present case. 

While both marks here under consideration begin with the common prefix 
“Acousti,” this is the only point of similarity I find between the two, and I do 
not think such similarity in the marks is likely to lead to confusion as to origin 
of the goods when the remaining portions of the marks are so different in every 
respect as to render the marks as a whole distinctive, one from the other. The 
second part of applicant’s mark is the common noun “booth ;” the corresponding 


portion of opposer’s mark is the well-known part ‘‘Celotex” of its corporate name. 
Neither term suggests anything common to the other. The marks when consid- 
ered in their entireties, and I think that they should be so considered, are not 
alike or confusingly similar in sound, appearance or meaning, in my opinion, and 
they are also totally different in number of syllables. B. W. Harris Manufac- 
turing Company v. Werber Sportswear Co. (C. C. P. A.), 193 F. 2d 105, 86 
U. S. P. Q. 408. 

Since the respective goods of the parties are similar only in the sense that the 
one possesses a characteristic adapting it for use in the other, among other uses, 
but wherein any other similar goods may serve the same purpose with equal 
facility, the goods being otherwise totally different; and in view of the obvious 
dissimilarities in the two marks, which, as I view them, far outweigh the similarity 
engendered by the common term “Acousti,” it is my conclusion that confusion as 
to origin of applicant’s goods would not be likely to arise. Goodall-Sanford, Inc. 
v. Rutger Fabrics Corp., 605 O. G. 726, 75 U. S. P. Q. 277; The Apex Electrical 
Mfg. Co. v. Landers, Frary & Clark, 17 C. C. P. A. 1184, 41 F. 2d 99 [20 T. M. R. 
321] ; Miles Laboratories, Inc. v. Foley & Company, 32 C. C. P. A. 714, 144 F. 2d 
888 [34 T. M. R. 335]. 

The decision of the Examiner of Interferences is reversed. 
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THE CHICAGO DIETETIC SUPPLY HOUSE, INC. v. DEWERTH 


Commissioner of Patents—December 29, 1950 


TRAvE-Marks—Goops OF THE SAME CLASS—PARTICULAR INSTANCES 
Pharmaceutical preparation for treatment of constipation held substantially identical 
to mineral oil for internal human use, under 1946 Act. 
Trave-MarkKs—LIKELIHOOD OF CONFUSION—GENERAL 
There is always more likelihood of confusion relative to sale of goods where all 
of a trade-mark is appropriated by another. 
TrRavE-MarKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Cellulac” held confusingly similar to “Cellu,” used on same class of goods, under 
1946 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by The Chicago Dietetic Supply House, Inc. against 
Virginia M. Dewerth. Applicant appeals from decision sustaining notice of 
opposition. Affirmed. 

John B. Hosty, of Chicago, IIl., for Opposer. 
Julian J. Wittal and S. Stephen Baker, of New York, N. Y., for Applicant. 
KLINGE, Examiner in Chief : 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition filed by The Chicago Dietetic Supply House, 
Inc., opposing the registration sought by the applicant Virginia M. Dewerth, 
doing business as Calvital Company, of the notation “Cellulac” for “a pharma- 
ceutical preparation to provide a corrective therapy for true and alleged consti- 
pation.” 

The opposition is based on the confusion in trade clause of section 2(d) 
of the Act of 1946. Opposer claims priority of use and ownership of its trade 
mark “Cellu,” registration No. 388,981, issued July 22, 1941 on an application 
filed September 7, 1940, for “specially prepared medicinal preparations having 
negligible or no food value, for use in treatment of physical ailments where a 
fat restricted or sugar restricted diet is prescribed—namely, saccharin sweetened 
cough drops, saccharin sweetened mineral oil of negligible food value, for use 
as French style salad dressing ; mineral oil for internal human use; and saccharin 
compound tablets especially prepared for use in sugar restricted diets.” 

Neither party has taken testimony ; both parties have filed briefs. 

With regard to the question of similarity of the goods applicant maintains 
that its goods comprise a treatment for constipation, while the opposer’s goods 
specifically treat physical ailments where a particular diet is required. Among 
the goods described in opposer’s registration is “mineral oil for internal human 
use,” which is clearly a “pharmaceutical preparation to provide a corrective 
therapy for true and alleged constipation.” Not only are the goods of the 
respective parties pharmaceutical preparations of the type usually sold in drug 
stores to the general public and taken by mouth by the persons treated, as 
stated by the Examiner of Interferences, but they are substantially identical 
to the extent that mineral oil is a well-known preparation coming within the 
definition of applicant’s goods. 
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With regard to the marks, the applicant urges that the term “cellu” is so 
commonly employed as a prefix to indicate “cellulose,” or the like, that it must 
be presumed that the opposer was only granted its registration because the term 
“cellu” has no descriptive significance in respect to the goods described in its 
registration. Conceding this to be so, it would appear that the term “Cellu” 
as applied to opposer’s goods, having no descriptive significance, is an arbitrary 
or fanciful term as used by the opposer. 

The term “Cellu” is a prominent part of applicant’s mark “Cellulac.” Both 
marks are applied to the same class of goods and inasmuch as the applicant 
has appropriated opposer's mark in its entirety, the mark “Cellulac” should not 
be registered. 

As stated in the case of Lever Brothers Co. v. The Sitroux Company, Inc., 
27 C. C. P. A. 858, 109 F. 2d 445 [30 T. M. R. 84]: 


“A consideration that we think is important is present in the case at bar and 
involves the fact that there is always more likelihood of confusion relative to the 
sale of goods where all of a trade-mark is taken and appropriated by another, if 
such trade-mark is arbitrary and fanciful in character. * * *” 


That statement by the court is appropriate to the facts of the present pro- 
ceeding. See also Cranberry Canners, Inc. (National Cranberry Association) Vv. 
Nestle’s Milk Products, Inc., 615 O. G. 818, 79 U. S. P. Q. 35; Ex parte Gray- 
moor Fashions, Inc., 620 O. G. 120, 79 U. S. P. Q. 423; John O. Gilbert Chocolate 
Co. v. The Gilbert Co.,3 U.S. P. Q. 201 (Affirmed C. C. P. A.,9 U.S. P. Q. 277). 

It is therefore my conclusion that concurrent use of the two marks upon 
the respective goods of the parties is likely to cause confusion and mistake or 
to deceive purchasers. 

Applicant has referred to a number of decisions in its brief which have been 
considered, but which are not deemed controlling here. In each of those cases 
not only were the marks different, but the goods to which they were applied 
were equally different one from the other. 

The decision of the Examiner of Interferences is affirmed. 


LEVER BROTHERS COMPANY v. BABSON BROS. CO. 
Commissioner of Patents—December 29, 1950 


TRADE-MARKS—LIKELIHOOD OF CONFUSION—GENERAL 
On facts of record, opposer’s arguments as to likelihood of confusion held not 
convincing. 
Appearance and sound held of equal importance with significance in determining the 
question of likelihood of confusion. 
Dictionary definitions held not controlling in determining likelihood of confusion as 
to source. 
TrapE-MarKs—Marks Not CoNFuSINGLY SIMILAR—PARTICULAR INSTANCES 
“Surge” held not confusingly similar to “Surf” used on goods of identical nature, 
under 1946 Act. 


Appeal from Examiner of Interferences. 
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Trade-mark opposition by Lever Brothers Company against Babson Bros. 
Co. Opposer appeals from dismissal of notice of opposition. Affirmed. 
Spencer A. Studwell, of New York, N. Y., for Opposer. 

Chritton, Schroeder, Merriam & Hofgren, of Chicago, IIl., for Applicant. 


KLINGE, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing the opposition filed by Lever Brothers Company opposing 
the registration sought by the applicant Babson Bros. Co., for the trade-mark 
“Surge” under the Act of 1946 in Class 4 for a “detergent washing powder with 
a wetting agent added, in tablet and powder form,” and adjudging applicant 
entitled to the registration for which it has made application. The mark is 
said to have been applied to such products since June 20, 1947. 

Opposer relies on its registration No. 332,020, for the word “Surf,” as a 
trade-mark for “detergent compound for general washing and cleaning” and is 
the prior user as applied to a deter, ent. 

Both parties filed stipulations of facts, both filed briefs and were repre- 
sented at the hearing. 

The record shows that applicant has continuously used its trade-mark 
“Surge” on milking machines since 1925 and since that time has extended the 
use of the mark to other goods in the dairy industry. Applicant’s milking 
machines were sold in containers, many of which for years included a two-pound 
package of detergent. The package of detergent did not directly bear applicant’s 
mark, the mark being applied only to the containers. The mark has been applied 
to a detergent since June 20, 1947. 

It further appears that applicant has expended several million dollars in 
advertising and sold upward of 50 million dollars worth of its goods of which 
$200,000 represents the retail sales value of detergent bearing its trade-mark 
since June, 1947. Applicant’s goods, including its detergent, are sold to dairy 
farmers and its extensive advertising is largely directed to this class of customers. 

Opposer has expended over 3 million dollars in advertising and has sold over 
24 million packages of its detergent to the general public, representing a retail 
sales value in excess of 7 million dollars. Opposer’s goods are sold to the general 
public, although it advertises its detergent as useful for cleaning farm utensils. 

Opposer suggests that likelihood of confusion would arise if the identical 
goods of the respective parties were stocked on the same shelf in cylindrical 
containers in such manner that only the part “Sur” of the respective marks is 
exposed to view. This argument, while ingenious, is not convincing because it 
may apply as well to any two articles bearing trade-marks beginning with the 
same group of letters with only those letters exposed to view. Furthermore, 
such an unorthodox display of merchandise is considered highly improbable and, 
even if probable, the average customer exercising ordinary care would be 

expected to look beyond a few letters when purchasing goods by name. 

The terms “surf” and “surge” are simple, well-known words easily dis- 
tinguished in pronunciation and ordinary connotation by the average person. 
The final letters “f” and “ge” of the two words are distinctively different both 
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in sound and appearance and I do not find such similarity between the words 
as a whole as would be likely to lead to confusion. 

In regard to the question of the contended similarity or dissimilarity, as 
the case may be, between the meanings of the two words “surf” and “surge,” 
whether or not they have a single meaning in common or whatever their mutual 
significance, this factor is not considered controlling since appearance and sound 
are of equal importance which, in this case, outweigh any actual significance 
which purchasers might attach to the meanings of the two words as applied to a 
detergent. Kroger Grocery & Baking Co. v. Blue Earth Canning Co., 24 C. C. 
P. A. 1098, 88 F. 2d 725 [27 T. M. R. 250]. Despite what dictionary definitions 
may be seized upon to show that the words do or do not mean the same thing, 
it is my view that likelihood of confusion as to source of origin of the goods 
would not be likely to arise because of this factor. 

Despite the identical nature of the goods involved, I am of the opinion that 
likelihood of confusion would not be likely to arise where, as here, applicant’s 
trade-mark “Surge” is obviously different in sound and appearance from 
opposer’s trade-mark “Surf” and where the mark has long been extensively used 
and advertised to establish origin of applicant’s goods generally in a channel 
of trade distinct from that of opposer’s. For the past twenty-five years applicant 
has done business through its own dealers with a restricted class of customers 
who apparently have become thoroughly familiar with the trade-mark “Surge.” 
It is this same class of customers who are now offered a detergent for cleaning 


the dairy equipment with which the same familiar mark has long been asso- 
ciated. Under all the circumstances here presented I think the examiner reached 
the correct conclusion and thus his decision should be sustained. 

The decision of the Examiner of Interferences is affirmed. 


HELENA RUBINSTEIN, INC. v. HUDNUT 
Commissioner of Patents—January 3, 1951 


CANCELLATIONS—PLEADING AND PRACTICE—GENERAL 

Examiner’s decision that matters not pleaded in petition may not be considered held 

proper. 
CANCELLATIONS—EVIDENCE—PROOF OF USE 

On facts of record, petitioner held to have established use of the pleaded notation 
prior to earliest date alleged in respondent’s registration. 

Petitioner's registration, copy of which accompanied petition and was served on 
respondent by Patent Office, held to satisfy requirement of Rule 282 and to constitute 
evidence establishing prima facie ownership of the mark shown therein. 

TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 

Since pictorial representation of an angel forms prominent and material part of 
registration, covering the words “Heaven-Sent” with picture of stars and an angel used 
on perfume, toilet water and face powder, mark has same effect that it would have had 
if the word “Angel” had been incorporated therein. 

“Angel Choir,” used on perfume, held confusingly similar to “Heaven-Sent” with 
picture of stars and an angel used on perfume, toilet water and face powder. 


Appeal from Examiner of Interferences. 
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Trade-mark cancellation proceedings by Helena Rubinstein, Inc. against 
Richard Hudnut. Respondent appeals from decision cancelling registration. 
Affirmed. 

Samuel Herrick, of Washington, D. C., for Petitioner. 
Robert B. Clark, of New York, N. Y., for Respondent. 
Murpuy, Assistant Commissioner: 


This is an appeal by Richard Hudnut from the decision of the Examiner of 
Trade-Mark Interferences sustaining the petition for cancellation of Registration 
No. 435,716, which discloses the mark “Angel Choir” for use on perfume. 

In its petition for cancellation, Helena Rubinstein, Inc. alleged (1) that it 
secured registration No. 422,561 on the mark “Heaven-Sent” with a picture of 
stars and an angel for use on perfume, toilet water and face powder; (2) that 
it had used the mark “Heaven Sent Soap Choir” (6 Angel Cakes at $1) on soap 
in interstate commerce prior to any date alleged by Respondent in its registra- 
tion. The petition was accompanied by copies of the registration pleaded, dupli- 
cates of which were served upon Respondent by the Patent Office. 

Only the Petitioner took testimony. 

The examiner found from the evidence that Petitioner sold soap in the form 
of small statuettes representing angels, which were marketed in sets of six and 
identified by designations such as “Heaven Sent Angel Choir,” “Heaven Sent 
Angel Soap Choir, 6 adorable soap angels” etc.; but held that none of these 
notations could be considered as they had not been pleaded. As to the notation 
which had been pleaded as set forth above, he held that the testimony estab- 
lished only a present use thereof. 

The examiner properly held that matters not pleaded may not be consid- 
ered. However, while it is true that the record is somewhat confused by the 
references to notations containing the words “Angel Choir,” I am of the opinion 
that when considered as a whole, it establishes use of the pleaded notation at 
a time prior to the earliest date alleged in Respondent’s registration. This 
appears to have been admitted by Respondent, in view of the following state- 
ment in its brief before the examiner : 

“Consistent with its petition for cancellation, Petitioner has taken the testimony 
of one witness, in which it is conceded that use of the term ‘Heaven Sent Soap 
Choir,’ from a date prior to any date to which Respondent is entitled, is established. 
It is Respondent’s contention, however, that any reasonably prudent purchaser would 


have no difficulty in distinguishing between the term ‘Heaven Sent Soap Choir’ and 
‘Angel Choir’.” 


It seems to me that the idea conveyed by the notation is so similar to that 
of “Angel Choir” that their concurrent use is likely to result in confusion when 
applied to cosmetic articles so closely related as soap and perfume. 

The examiner held that Registration No. 422,561, established Petitioner’s 
priority of use of the mark shown thereby, and further held that because of the 
prominence of the picture of an angel included in this mark, and because both 
marks are largely characterized by the term “Angel” or its pictorial equivalent, 
the concurrent use of this mark and “Angel Choir” upon the identical goods 
specified would be likely to cause confusion or mistake or deception of purchasers. 
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It is urged by Respondent that Petitioner may not rely on its registration 
No. 422,561 because “No notice under Rule 282 was filed, nor was any authenti- 
cated copy of the registration filed, nor was any service made on registrant.” 

Registration No. 422,561 is registered in Petitioner’s name and a printed 
copy thereof was served on registrant. This, therefore, satisfies the requirement 
of Rule 282 and constitutes evidence establishing prima facie ownership thereof. 
Burlington Mills Corp. v. Amalgamated Textiles Ltd., 80 USPQ 380. 

The pictorial representation of an angel forms a prominent and material 
part of registration No. 422,561; therefore the mark has the same effect that 
it would have had if “Angel” had been incorporated therein by word instead of 
by pictorial representation. 

I am in agreement with the conclusion of the examiner that the nature and 
relative prominence of “Angel” in the marks is such that their concurrent use 
upon identical goods is reasonably likely to cause confusion or mistake or decep- 
tion of purchasers. 

The decision of the Examiner of Trade-Mark Interference is affirmed. 


CHEN YU, ETC. v. ARMOUR AND COMPANY 
Commissioner of Patents—January 5, 1951 


TravE-Marks—Marks Not ConFustIncLy SIMILAR—PARTICULAR INSTANCES 

The word “dial,” used on soap, held not confusingly similar to marks consisting of 
the words “All Day” and “5 Day,” used on various cosmetics, under 1946 Act. 

The word “dial,” used on soap, held not confusingly similar to marks consisting of 
pictorial representation of face of a time piece bearing notation “All Day,” used on 
cosmetics, under 1946 Act. 

Applicant’s soap labels bearing the word “dial,” in rectangular block overlapping 
clock face, and also bearing words “round the clock protection,” held not confusingly 
similar to opposer’s mark, if it is proper to consider label. 


TRADE-MArRKS—LIKELIHOOD OF CONFUSION—GENERAL 
In certain cases, Court of Customs and Patent Appeals has referred to label or 
dress of goods in determining whether opposition should be sustained. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Chen Yu, Inc. (name changed to Associated Prod- 
ucts, Inc.) against Armour and Company. Opposer appeals from dismissal of 
notice of opposition. Affirmed. 

McKnight & Comstock, of Chicago, Ill., for Opposer. 
Dawson & Ooms, of Chicago, Ill., for Applicant. 
Murpny, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing the opposition to the registration of the word “dial” as a 
trade-mark on the Principal Register under the Act of 1946, for bath and toilet 
soap. The opposition is based on the ownership of registrations Nos. 357,009; 
369,206 and 369,207, each of which discloses a pictorial representation of a face 
of a timepiece with the notation “All Day” on said face, as applied to “lipstick, 
rouge, face powder, eyelash and eyebrow mascara, creams for the hands and 
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face, preparations for skin, hair and finger nails, and perfumes.” In all of the 
above, the words “All Day” form a significant part of the mark, and the record 
does not show that opposer has any mark consisting of a clock face alone. The 
opposition is also based on ownership of registration No. 345,889 for the notation 
“All Day” alone, for use on similar goods to those enumerated above; and 
Registration No. 363,089 for the mark “5 Day” as applied to an anti-perspirant 
and deodorant. 

Applicant’s specimens, filed with the application, consist of wrappers to be 
applied to the soap, indicate thereon that the soap contains a deodorant in- 
gredient, and show a pictorial representation of a clock face, including hands 
at the eight o’clock position, with marks but no numerals to indicate the hour 
divisions on the clock face. In the sector between the hands, but extending 
beyond the clock face, appear the words “round the clock protection.” The 
word “dial” appears in a rectangular block partly overlapping the clock face. 

I am clearly of the opinion that the word “dial” which is the mark for 
which applicant seeks registration, does not conflict with the notations “All Day” 
or “5 Day” of registrations 345,889 and 363,089, respectively. 

The examiner held that there was no confusing similarity between applicant’s 
mark consisting of the word “dial” and opposer’s composite marks including 
representations of a clock face. 

Opposer’s main contention appears to be that “dial” and “clock and/or 
clock face’ are synonymous, and, therefore under a well-established line of 
decisions, the use of the word has the same effect as the use of a picture of the 
word meaning is the same as the meaning of the picture. 

It may be true that the dial of a clock is a very significant part of the clock 
face; however a clock face, in addition to the dial, includes hands and indicia 
indicating the hours and minutes. “Dial” also has other meanings than that 
applied to time pieces; indeed, there is evidence of record which indicates that 
more people associate the word “dial” with other instrumentalities than with 
clocks. 

It seems to me that considering the word “dial” alone, there would be no 
reasonable likelihood of confusion between it and opposer’s marks which do 
not consist solely of a dial, but which include a pictorial representation of a 
complete clock face and the significant words “All Day.” 

The opposer also contends that a comparison of applicant’s label with 
opposer’s registration shows confusing similarity because the words“ round the 
clock” indicate the same period of time as “All Day,’”’ and because the dial used 
by applicant is substantially identical with the dial of opposer’s registration. 
It is asserted, that the fact that applicant uses a clock dial together with the 
words “round the clock” in connection with the word “dial” establishes that “the 
applicant regards the word ‘Dial’ and the representation of a ‘Dial’ as being 
synonymous.” 

A side by side comparison of applicant’s label and opposer’s mark as set 
forth on page 4 of opposer’s brief, shows some elements of similarity ; however 
taken as a whole, as must be done, if it is proper to take the label into considera- 
tion, it is deemed that the label and opposer’s mark are so dissimilar that their 
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concurrent use would not be likely to cause confusion. It does not necessarily 
follow from the use of the word “dial” in connection with a clock face, that the 
word was intended to mean clock or clock face. It does not appear that applicant 
seeks to register either the word “clock” or a pictorial representation thereof. 

The question has been raised as to the propriety of referring to the labels in 
resolving the question of confusion in the use of the mark. Obviously the label 
is not what is sought to be registered as a trade-mark; however, in certain in- 
stances the Court has referred to the label and/or the dress of the goods, in 
determining the question of whether or not an opposition should be sustained. 
This was done in the case of Van Pelt and Brown, Inc. v. John Wyeth and Bro., 
Inc., 73 USPQ 408, 34 C. C. P. A. 1033. In that case, the Court apparently con- 
cluded, independently of the dress of the goods that the mark in issue possessed 
too many similar characteristics when applied to identical goods to warrant 
registration ; then, it further held because of actual knowledge by the applicant 
of opposer’s marks and dress of the package prior to the time its application 
was filed, that applicant was attempting to profit by the good-will built up by 
the opposer. 

No comparable factual situation exists in the instant case. Therefore, it is 
held that applicant’s labels, aside from the word “dial,” form no part of the 
mark for which applicant seeks registration. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 


SMITH, KLINE & FRENCH LABORATORIES v. R. J. MORAN 
Commissioner of Patents—January 10, 1951 


TRADE-MarkKs—Goons OF THE SAME CLASS—GENERAL 
Where all goods are drugs, though there are specific differences between them, pur- 
chaser might assume that they all were made by same pharmaceutical manufacturer, if 
names have too close a similarity. 


TRADE-MArRKS—Marks Not CoNFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Papranin” held not confusingly similar to “Proctamin” or to “Paredrine,” used on 
drugs, under 1946 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Smith, Kline & French Laboratories against R. J. 
Moran Co. Opposer appeals from dismissal of notice of opposition. Affirmed. 
Busser & Harding, of Philadelphia, Pa., for Opposer. 

Harold E. Cole, of Boston, Mass., for Applicant. 
Murpuy, Assistant Commissioner : 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing the notice of opposition to the registration on the Principal 
Register under the Act of 1946 of the mark “Papranin” as applied to a medicine 
to aid digestion. 

The opposition is based on the ownership of registrations 329,710 for the 
mark “Proctamin” for the rectal ointment for piles, and 334,351 for the mark 
“Paredrine” for vasoconstrictors. 
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The goods covered by the three marks are specifically different, but all 
three are drugs; therefore it is believed that a purchaser might logically assume 
that all three were made by the same pharmaceutical manufacturer if the names 
bore too close a similarity. 

In my opinion, the word “Proctamin” is more likely to be confused with 
“Papranin” than is the word “Paredrine”; however neither of the words relied 
upon by the opposer bears more than a remote similarity to the word sought 
to be registered. Neither presents the same general appearance or pronunciation. 
The relationship of the same number of syllables and the ‘“P” or “Pa” beginnings, 
and the “in” or “ine” endings are not such as, in my opinion, are likely to cause 
confusion in the minds of purchasers. Therefore, it is not believed that use of 
the word “Papranin” on applicant’s goods would be likely to cause a purchaser 
to believe that the goods had the same origin as the goods bearing the marks 
“Proctamin” or “Paredrine.” 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 


LEHN & FINK PRODUCTS CORPORATION v. CORDES 


Commissioner of Patents—January 10, 1951 


TRADE-MARKS—LIKELIHOOD OF CONFUSION—GENERAL 
Fact that actual confusion has not been shown held not to establish that no likelihood 
of confusion exists. 
Factors such as labels held not properly considered here since label is not what is 
sought to be registered. 
Facts that applicant’s goods are sold principally on prescription and at price higher 
than opposer’s goods which are sold over the counter, held not controlling. 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Riasol” held confusingly similar to “Lysol,” used on similar goods, under 1905 Act. 


TRADE-MarKs—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Preparation for treatment of psoriasis held goods of same descriptive properties as 
preparation for treatment of skin diseases, infections, etc., including athlete’s foot, under 
1905 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Lehn & Fink Products Corporation against J. V. 
Cordes. Applicant appeals from decision sustaining notice of opposition. Af- 
firmed. 

Klein, Alexander & Cooper, of New York, N. Y., for Opposer. 
Horace J. Donnelly, Jr., of Washington, D. C., for Applicant. 
Murpny, Assistant Commissioner : 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition to the registration, under the Act of 1905, of 
the mark “Riasol” as applied to a “preparation for the treatment of psoriasis.” 
The opposition is based on opposer’s ownership of registration No. 381,120 for 
the mark “Lysol” as applied to a preparation recommended for use as a dis- 
infectant and deodorant, and for the treatment of “skin diseases, affections, 
irritations, rashes, itches and inflammation of parisitic bacterial or fungus origin 
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generally, and especially for ringworm or athlete’s foot,” and “for the treatment 
of scalp eczemas of different origins.” 

The examiner has held that the goods of the respective parties possess the 
same descriptive properties, and that the marks are so similar in sound as to 
give rise to a reasonable likelihood of confusion in trade when used concurrently 
on goods of the same descriptive properties. 

Applicant contends that there is no phonetic similarity between the marks 
such as would be likely to cause confusion, and points to the fact that the record 
contains no evidence that anyone has been confused thereby. 

The fact that actual confusion has not been established, does not establish 
that no likelihood of confusion exists. 

It is urged that the prefix “ria” cannot be confused with “ly” and that it 
cannot “be said that the combination ‘i-a’ must be and is generally pronounced 
with the ‘i’ long, when the accepted pronunciation of ‘i’ before ‘a’ is short or 
pronounced as ‘e’ as in the words such as ‘fiance,’ ‘fiat,’ etc.” 

Opposer has called attention to words such as diamond, dial, vial, etc., in 
which the “i” before the “a” is long. There appears to be no good reason to 


66 9? 


assume that all persons would use the “e” sound in “Riasol” to the exclusion of 
the “i” sound; therefore the long “i’’ sound must be accepted as a probable and 
proper pronunication. When “Riasol” is pronunced with the “i” long, it sounds 
very similar to “Lysol,” and if the speaker is not careful of enunciation, the “a” 
is likely to be entirely slurred over, making the “Riasol” sound even closer to 
“Lysol.” 

I am of the opinion that the examiner reached the correct conclusion as to 
the similarity in sound of the marks. 

Applicant urges that the labels and cartons of the two products are so 
completely dissimilar that a purchaser exercising ordinary prudence would not 
be likely to be deceived. 

While under certain circumstances, it may be proper to consider the labels, 
the dress of the goods and other factors pertaining to likelihood of confusion, 
such considerations have no proper application here since the respective marks 
are so clearly similar in sound, and because the label is not what is sought to 
be registered as a trade-mark. 

The preparations of the parties are not identical; however, they are used for 
closely related purposes. Psoriasis, the disease for which the remedy“Riasol” 
is recommended, is a chronic skin disorder. In opposer’s “Lysol” registration, 
it is stated that the mark “Lysol” is used for preparations recommended for the 
treatment of skin diseases, infections, etc., as set forth above. Although psoriasis 
is not specifically mentioned, it would appear to be included in the general 
grouping of skin diseases. Athlete’s foot is specifically listed as embraced in the 
skin diseases which may be treated with “Lysol” and at one time “Riasol” was 
recommended for the treatment of this skin disease. 

It is urged that “Riasol” is sold principally on prescription and not over 
counter as is “Lysol,” and that it is sold at a considerably higher price. These 
are not controlling factors as trade practices and price spreads may change. 

Considering the record as a whole, it appears that the examiner reached the 
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The goods covered by the three marks are specifically different, but all 
three are drugs; therefore it is believed that a purchaser might logically assume 
that all three were made by the same pharmaceutical manufacturer if the names 
bore too close a similarity. 

In my opinion, the word “Proctamin” is more likely to be confused with 
“Papranin” than is the word “Paredrine”; however neither of the words relied 
upon by the opposer bears more than a remote similarity to the word sought 
to be registered. Neither presents the same general appearance or pronunciation. 
The relationship of the same number of syllables and the “P” or “Pa” beginnings, 
and the “in” or “ine” endings are not such as, in my opinion, are likely to cause 
confusion in the minds of purchasers. Therefore, it is not believed that use of 
the word “Papranin” on applicant’s goods would be likely to cause a purchaser 
to believe that the goods had the same origin as the goods bearing the marks 
“Proctamin” or “Paredrine.” 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 


LEHN & FINK PRODUCTS CORPORATION v. CORDES 


Commissioner of Patents—January 10, 1951 


TRADE-MARKS—LIKELIHOOD OF CONFUSION—GENERAL 
Fact that actual confusion has not been shown held not to establish that no likelihood 
of confusion exists. 
Factors such as labels held not properly considered here since label is not what is 
sought to be registered. 
Facts that applicant’s goods are sold principally on prescription and at price higher 
than opposer’s goods which are sold over the counter, held not controlling. 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Riasol” held confusingly similar to “Lysol,” used on similar goods, under 1905 Act. 


TravE-Marks—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Preparation for treatment of psoriasis held goods of same descriptive properties as 
preparation for treatment of skin diseases, infections, etc., including athlete’s foot, under 
1905 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Lehn & Fink Products Corporation against J. V. 
Cordes. Applicant appeals from decision sustaining notice of opposition. Af- 
firmed. 

Klein, Alexander & Cooper, of New York, N. Y., for Opposer. 
Horace J. Donnelly, Jr., of Washington, D. C., for Applicant. 
Murpny, Assistant Commissioner : 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition to the registration, under the Act of 1905, of 
the mark “Riasol” as applied to a “preparation for the treatment of psoriasis.” 
The opposition is based on opposer’s ownership of registration No. 381,120 for 
the mark “Lysol” as applied to a preparation recommended for use as a dis- 
infectant and deodorant, and for the treatment of “skin diseases, affections, 
irritations, rashes, itches and inflammation of parisitic bacterial or fungus origin 
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generally, and especially for ringworm or athlete’s foot,” and “for the treatment 
of scalp eczemas of different origins.” 

The examiner has held that the goods of the respective parties possess the 
same descriptive properties, and that the marks are so similar in sound as to 
give rise to a reasonable likelihood of confusion in trade when used concurrently 
on goods of the same descriptive properties. 

Applicant contends that there is no phonetic similarity between the marks 
such as would be likely to cause confusion, and points to the fact that the record 
contains no evidence that anyone has been confused thereby. 

The fact that actual confusion has not been established, does not establish 
that no likelihood of confusion exists. 

It is urged that the prefix “ria” cannot be confused with “ly” and that it 
cannot “be said that the combination ‘i-a’ must be and is generally pronounced 
with the ‘i’ long, when the accepted pronunciation of ‘i’ before ‘a’ is short or 
pronounced as ‘e’ as in the words such as ‘fiance,’ ‘fiat,’ etc.” 

Opposer has called attention to words such as diamond, dial, vial, etc., in 
which the “i” before the “a” is long. There appears to be no good reason to 


66. 99 


assume that all persons would use the “e” sound in “Riasol” to the exclusion of 
the “i” sound; therefore the long “i” sound must be accepted as a probable and 
proper pronunication. When “Riasol” is pronunced with the “i” long, it sounds 
very similar to “Lysol,” and if the speaker is not careful of enunciation, the “a” 
is likely to be entirely slurred over, making the “Riasol” sound even closer to 
“Lysol.” 

I am of the opinion that the examiner reached the correct conclusion as to 
the similarity in sound of the marks. 

Applicant urges that the labels and cartons of the two products are so 
completely dissimilar that a purchaser exercising ordinary prudence would not 
be likely to be deceived. 

While under certain circumstances, it may be proper to consider the labels, 
the dress of the goods and other factors pertaining to likelihood of confusion, 
such considerations have no proper application here since the respective marks 
are so clearly similar in sound, and because the label is not what is sought to 
be registered as a trade-mark. 

The preparations of the parties are not identical; however, they are used for 
closely related purposes. Psoriasis, the disease for which the remedy“Riasol” 
is recommended, is a chronic skin disorder. In opposer’s “Lysol” registration, 
it is stated that the mark “Lysol” is used for preparations recommended for the 
treatment of skin diseases, infections, etc., as set forth above. Although psoriasis 
is not specifically mentioned, it would appear to be included in the general 
grouping of skin diseases. Athlete’s foot is specifically listed as embraced in the 
skin diseases which may be treated with “Lysol” and at one time “Riasol” was 
recommended for the treatment of this skin disease. 

It is urged that “Riasol” is sold principally on prescription and not over 
counter as is “Lysol,” and that it is sold at a considerably higher price. These 
are not controlling factors as trade practices and price spreads may change. 

Considering the record as a whole, it appears that the examiner reached the 
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correct conclusion when he held that the respective goods of the parties possess 
the same descriptive properties. 
The decision of the Examiner of Trade-Mark Interferences is affirmed. 


TRIMZ COMPANY, INC. v. TRIM-SET CORPORATION 


Commissioner of Patents—January 16, 1951 


TRADE-MarKs—Marxs Not ConFuSINGLY SIMILAR—PARTICULAR INSTANCES 
“Trim-Set” held not confusingly similar to “Trimz,” used on goods of different class, 
under 1946 Act. 


TraADE-MarKks—Goops OF DIFFERENT CLASSES—PARTICULAR INSTANCES 
On facts of record, metal windows, window frames and doors held not sufficiently 
closely related in character to decorative paper specialties, including wall paper and paper 
draperies, as to lead to likelihood of confusion as to origin. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Trimz Company, Inc. against Trim-Set Corpora- 
tion. Applicant appeals from decision sustaining notice of opposition. Reversed. 
Wilkinson, Huxley, Byron & Hume, of Chicago, Ill., for Opposer. 

Cook & Robinson, of Seattle, Wash., and Charles R. Allen, of Washington, D. C., 
for Applicant. 
K.uInGE, Examiner in Chief: 


This is an appeal from the decision of the Examiner of Interferences sus- 
taining the opposition filed by Trimz Company, Inc., opposing registration by 
the applicant, Trim-Set Corporation, of its mark “Trim-Set” under the Trade- 
Mark Act of 1946, in Class 12 for metal windows, window frames and doors. 
Opposer relies upon prior ownership and registration of the mark “Trimz,” 
No. 408,609, registered August 22, 1944, for “decorative paper specialties—spe- 
cifically, table mats, doilies, wallpaper and paper borders,” in Class 37, paper 
and stationery. The parties hereto have submitted a stipulation of facts in lieu 
of testimony, have filed briefs, and were represented at the hearing. 

The examiner was of the opinion that the two marks are almost identical in 
sound and quite similar in appearance, and that likelihood of confusion might 
result if the goods of the parties are in fact related. 

The examiner was also of the opinion that metal window frames on one 
hand and draperies and wallpaper on the other are related goods when their 
commercial relation to each other through their mode of sale and distribution is 
considered. 


It appears from the stipulation of facts submitted by the parties that the 
applicant has sold in excess of two million, two hundred fifty thousand dollars 
of its metal products since June, 1945, through its own sales organization direct 
to builders or building contractors or dealers, or through its organization of 
distributors and dealers engaged primarily in selling building construction prod- 
ucts and materials, and has expended in excess of thirty-one thousand dollars 
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directly for advertising and sales promotion. Opposer has sold in excess of 
twenty-one million dollars worth of its wallpaper, paper borders, paper draperies 
and other paper products since 1941, primarily through department, novelty, 
paint, hardware and wallpaper stores, as well as lumber yards and other conven- 
tional retail channels. Since 1940 the total advertising expenditures for opposer’s 
goods under its mark have exceeded two million, seven hundred thousand dollars. 
It also appears that the first sale of paper draperies with opposer’s mark applied 
thereto occurred in August, 1946. 


While the marks are similar in appearance to the extent that each begins 
with the word “Trim,” they are otherwise different in that opposer’s mark ends in 
the letter “z” while that of applicant ends with the word “Set,” separated by a 
hyphen from the word “Trim.” The endings of the respective marks “z” and “Set” 
are not similar in sound, but serve to distinguish the marks, when considered as 
a whole, in appearance and number of syllables as well as in sound, the word “Set” 
in applicant’s mark being part of a hyphenated expression having equal signifi- 
cance with the word “Trim” with which it is associated and to which it lends an 
accent not present in opposer’s mark. These differences are considered to obviate 
any apparent identity in sound and appearance that might arise because of the 
common occurrence of the word “Trim” in the two marks. Goodall-Sanford, Inc. 


v. Rutgers Fabrics Corp., 605 O. G. 726, 75 USPQ 277. 


As to the goods I am unable to see that confusion as to origin would be 
likely to arise under the circumstances here presented. Applicant’s metal win- 
dows, window frames and doors comprise units having not only distinct struc- 
tural utility quite foreign to the decorative function and effect of opposer’s wall- 
paper and paper draperies, but the two types of goods are not ordinarily pro- 
duced by the same manufacturer. Even though the two classes of goods may, in 
some instances, be sold through the same channels of trade such as lumber 
yards it is considered unlikely that purchasers of the one would be deceived 
into thinking that the same manufacturer produces the other. While it may 
also be true that draperies are ordinarily associated with windows in the decora- 
tive scheme of a room and both may even be installed by the same workmen, 
such circumstances are not enough, in my opinion, to warrant a holding that 
the goods are sufficiently closely related in character as to lead to likelihood of 
confusion as to the origin thereof. 

After carefully considering all of the facts presented in this appeal, taking 
into consideration the differences in the marks and the nature of the goods, I 
reach the conclusion that the opposition should have been dismissed, and that 
the applicant is entitled to the mark for which registration is sought. 

The decision of the Examiner of Interferences is reversed. 
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L. NACHMAN & SON, INC. v. THE OHIO LEATHER COMPANY 


Commissioner of Patents—January 22, 1951 


TRADE-Marks—Goops OF DIFFERENT CLASSES—PARTICULAR INSTANCES 
Leather and women’s textile aprons held goods of different classification, different 
in nature, non-competitive and not of such character that any reasonable inferences of 
likelihood of confusion can be drawn from the mere naming of the goods themselves. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by L. Nachman & Son, Inc. against The Ohio Leather 
Company. Opposer appeals from dismissal of notice of opposition. Affirmed. 
Harry Langsam, of Philadelphia, Pa., for Opposer. 

Edward A. Brand, of Washington, D. C., for Applicant. 
FepEerico, Examiner in Chief. 


This is an appeal by the opposer, L. Nachman & Son. Inc., from the decision 
of the Examiner of Interferences dismissing its opposition to the registration 
of a trade-mark by The Ohio Leather Company. 

The trade-mark sought to be registered, under the Act of 1946, consists of 
the word “Swirl,” used for leather, in Class 1, Raw or Partly Prepared Materials. 

The opposition is based upon the prior registration and use by the opposer 
of the same mark “Swirl,” for “women’s and misses’ textile aprons,” the goods 
being more specifically described in its notice of opposition as “a wrap-around 
dress or apron made of textile material.” Opposer alleges that the use of the 
mark by the applicant upon its goods would be likely to cause confusion or mis- 
take or to deceive purchasers. 

There is no question as to the priority of the opposer and the only issue 
in the case is that of likelihood of confusion. 

Neither party took any testimony except that a stipulation “that if the wit- 
nesses were called to testify, they would testify as follows:”’ was filed. The 
stipulated testimony consists of seven paragraphs the first six of which are sub- 
stantially duplicates of paragraphs 1 to 4, 7 and 8 of the notice of opposition and 
hence constitute merely admissions of these paragraphs. The seventh para- 
graph of the stipulation states that opposer’s goods have been advertised in 
certain named publications, and refers to an attached advertisement (no adver- 
tisement is found in the record but its absence does not appear to be material). 
The effect of this stipulation is to acknowledge that opposer is in business and 
manufactures and sells its dresses and aprons under the trade-mark “Swirl,” 
that the goods have been advertised and sold, throughout the United States and 
foreign countries, and that they have been favorably accepted by the trade and 
identified by the purchasing public under the name of “Swirl.” 

No facts are presented with respect to the nature of the applicant’s business 
and his use of the mark, other than the facts shown by the application. Opposer 
argues that it believes that mistake or confusion may arise as to the origin 
of the goods and that people will presume that opposer has gone into the leather 
goods business. 

The goods of the parties are of different classifications and different in 
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nature, and are not of such character that any reasonable inference of likeli- 
hood of confusion can be drawn from the mere naming of the goods themselves. 
The parties are admittedly noncompetitive, and the goods are obviously non- 
competitive. Under the cases arising under the prior trade-mark act, these 
goods would without any doubt be held to be not of the same descriptive prop- 
erties, and the registration of the mark to the applicant would be permitted. 
Opposer states that the action is in the nature of a suit for unfair competition 
where the parties are not competitors but where one party endeavors to trade 
upon or benefit from the good will of the other, but has presented neither facts 
nor arguments which could possibly justify a holding in its favor. There is 
nothing in the record to show the channels of trade of the applicant’s goods, 
the nature of its customers, the use to which its goods are put, or other matters 
which might be relevant, nor is there anything to show that the applicant is 
attempting to trade upon the good will of the opposer, and it cannot be expected 
that a holding can be made in vacuo in a case of this kind. 
The decision of the Examiner of Interferences is affirmed. 


SEALY, INCORPORATED v. HARTFORD MATTRESS CO., INC. 


Commissioner of Patents—January 25, 1951 


TravE-Marks—Marks Not ConFusIncLy SIMILAR—PARTICULAR INSTANCES 
Composite mark consisting of girl, in bathing suit, seated on a cloud, with arms 
outstretched and hair blown by the wind, together with representation of mattress, and 
the word “Aeromatic,” appearing in script, across center of picture, held not confus- 
ingly similar to either petitioner's slogan, “Sleeping on a Sealy is like sleeping on a 
cloud,” or to petitioner’s composite mark consisting of the word “Sealy” plus the 
representation of a girl in a nightgown, sleeping on a cloud. 


Appeal from Examiner of Interferences. 

Trade-mark cancellation proceeding by Sealy, Incorporated against Hartford 
Mattress Co., Inc. Petitioner appeals from dismissal of petition for cancellation. 
Affirmed. 

Hersert J. Haas and Josepu F. Haas, of Atlanta, Ga., for petitioner. 
M. S. MEEN, Washington, D. C., for registrant. 
FeperiIco, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Interferences dis- 
missing a petition to cancel a trade-mark registration of the Hartford Mattress 
Company, Inc. 

The trade-mark sought to be canceled was registered July 3, 1945, on an 
application filed November 22, 1944, under the Trade-Mark Act of 1905. The 
registered mark, used for mattresses, is a composite mark consisting of a girl 
on a cloud with the representation of a mattress, and the word “Aeromatic” 
appearing in script across the center of the picture. 

Appellant, the petitioner for cancellation, asserts in its petition that it is 
engaged in the advertising and merchandising of mattresses and related goods 
under the name of “Sealy,” and that it has used the expression, “Sleeping on a 
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Sealy is like sleeping on a cloud,” and has also featured the picture of a girl 
sleeping on a cloud, in connection with its goods. It is asserted that; the picture 
in the trade-mark registration sought to be cancelled constitutes an exact picturi- 
zation of the slogan quoted, and is substantially identical with the picture used 
by petitioner. It is asserted that the use of such identical picture upon the 
same goods creates a likelihood of confusion in the buying public. 

A joint stipulation of facts was filed in lieu of testimony. According to the 
stipulation, which with the exhibits attached thereto constituted the only evi- 
dence submitted in the case. Sealy has since 1937 featured in the advertising 
and merchandising of Sealy mattresses a picture of a girl on a cloud, and since 
1943, a girl on a cloud on a mattress. A picture of a girl on a cloud has been used 
in newspaper advertising since 1939, and also in displays connected with the 
merchandising of Sealy products, and on labels attached to the products. The 
composition of the picture has been altered without changing its essential 
character. Examples showing the dates and the use of the slogan and picture 
are attached to the stipulation as exhibits. There is some ambiguity in the stipu- 
lation as to whether the slogan has been used on the goods themselves ; exhibit 
C, a label used with petitioner’s goods, does not contain the slogan, but this 
is considered immaterial. 

The principal question, and the only question which it is deemed necessary 
to decide, is that of likelihood of confusion in the use of the registrant’s mark 
on its goods. For this purpose petitioner’s mark is taken to comprise the word 
“Sealy” plus the representation of a girl on a cloud, and the slogan “Sleeping 
on a Sealy is like sleeping on a cloud.” 

Petitioner asserts that the type of mark here involved is a so-called “motif 
mark,” which is used to convey a particular idea, the meaning of which is 
generated by the relationship of the mark to the article to which it relates, and 
that the confusion results because of the conveyance of the same idea by the 
registrant’s mark. 

The exhibits attached to the stipulation are referred to for a more detailed 
description of the mark used by petitioner. Exhibit A is an advertising blotter 
which contains, in addition to other writing, the slogan “Sleeping on a Sealy is like 
sleeping on a cloud,” the word “Sealy” being in larger letters, and a picture 
of a girl lying on a cloud which is superimposed over a mattress. The cloud 
appears somewhat woolly, and is flattened and roughly rectangular in shape, 
providing a sort of a second mattress for a girl in a nightgown sleeping thereon. 
Exhibit B is a copy of a newspaper advertisement, the details of which are not 
very clear since it is a photostat. The picture has a similar girl sleeping on a 
cloud ; the word “Sealy” is prominent, and the slogan appears across the picture. 
Exhibit C is a label which is attached to petitioner’s goods. In addition to the 
word “Sealy” and other written matter, the label shows the picture of a cloud 


having a somewhat flattened part with a girl, in a position similar to that of the 
other pictures, sleeping thereon. The idea conveyed by this series of pictures 
is that of sleeping on a cloud, and the use of the slogan in connection with the 
picture would remove any doubt that the sole thought intended to be conveyed 
by the pictures is that of sleeping on a cloud. 
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The only similarity between the registrant’s mark and that of the petitioner 
is that both have a girl on a cloud. In the registrant’s mark the cloud is hilly, 
providing no flat spot for sleeping, and the girl is in a seated position with arms 
outstretched and hair streaming as if blown by the wind, and wearing what 
appears to be a bathing suit. The word “Aeromatic” is written in large script 
below the figure of the girl partly over the picture of a mattress. The picture 
does not convey any idea of sleeping on a cloud. The idea is rather that of 
riding on a cloud and the picture appears to indicate motion and wide-awakeness. 
I do not think that the picture used by the registrant represents petitioner’s 
slogan, or that it is so similar to the picture used by the petitioner as to create any 
likelihood of confusion. 

The case of Judson Dunaway Corp. v. The Hygienic Products Company, 84 
U. S. P. Q. 31, 178 F. 2d 461 (Court of Appeals, First Circuit, 1949), is believed 
to be somewhat relevant. In that case the mark of the plaintiff, which was held 
to be a good trade-mark, including the figure of a woman pouring material from 
a can into a toilet bowl, and defendant was also using a picture showing a woman 
pouring material from a can into a toilet bowl. Despite the similarity in the 
figures and their actions, the court held that there was no likelihood of confusion, 
taking into consideration differences in details such as background, and the 
appearance of clothing of the female figures, as well as the use of totally differ- 
ent word marks in connection with the pictures. In the present instance, there 
is not even the similarity of the position of the figures which was present in the 
cited case. 

The decision of the examiner dismissing the petition for cancellation is 
accordingly affirmed. 


DOUGHBOY INDUSTRIES, INC v. THE REESE 
CHEMICAL COMPANY 


Commissioner of Patents—January 25, 1951 


TrapE-Marxs—Goops or DirrerENtT CLASSES—PARTICULAR INSTANCES 
Prophylactic preparation for prevention of venereal diseases held not likely to be 
confused as to origin with wheat flour or animal feed, sold under same mark, in view 
of manifest dissimilarity between the products. 


Trapve-Mark Act oF 1946—REGISTRABILITY—SECTION 2(a) 

Trade-mark does not exist apart from goods in connection with which it is used; 
and nature of mark, for purposes of section 2(a) of 1946 Act, may be determined from 
associations conveyed by word used as mark, in connection with the goods on which 
it is used. 

Under 1946 Act, as under 1905 Act, it is not necessary that word be scandalous 
per se to be unregistrable; if mark is scandalous by reason of goods in connection with 
which it is used, it is unregistrable; and the same interpretation should apply to the 
provisions of sections 2(a), covering matter which may disparage or falsely suggest 
connection with persons, living or dead, institutions etc., or bring them into contempt 
or disrepute. 


Trave-Mark Act or 1946—UwnrRecIsTRABLE MatTrer—DISPARAGING, FALSELY SUGGESTING 
CoNNECTION, Etc. 
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“Dough-boy,” used on prophylactic preparation for prevention of venereal disease, 
held unregistrable, under section 2(a) of 1946 Act, as consisting of matter which may 
disparage or falsely suggest connection with persons, living or dead, institutions, beliefs, 
or national symbols, or bring them into contempt or disrepute. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Doughboy Industries, Inc. against The Reese 
Chemical Company. Opposer appeals from dismissal of notice of opposition. 
Affirmed ; and application rejected ex parte. 

A. Yates Dowell, of Washington, D. C., for opposer. 
Burns & Doane, of Washington, D. C., for applicant. 
Feperico, Examiner in Chief: 

This is an appeal by the opposer, Doughboy Industries, Inc., from the 
decision of the Examiner of Trade-Mark Interferences dismissing its opposition 
to the registration of a trade-mark by The Reese Chemical Company. Both 
parties presented testimony, that of the applicant being stipulated. 

The trade-mark sought to be registered consists of the word ‘‘Dough-boy,” 
used for “a prophylactic preparation for the prevention of venereal diseases.” 
The mark has been used continously since 1923; it was registered in 1924, but 
the registration expired without renewal, presumably inadvertently. 

Opposer manufactures and sells a diversified line of products using the same 
trade-mark, but written without the hyphen, and alleges that its use by the 
applicant is likely to mislead the public as to the origin of the goods of the 
applicant. Opposer sells food products, machinery, hardware, electrical devices, 
paints, toys (including Donald Ducks and Shmoos), and various other items. 

The record shows that opposer, then known as the New Richmond Roller 
Mills Company, began to use “Doughboy” on wheat flour in 1918, and that it 
owns two trade-mark registrations, dated 1920, for “Doughboy” used for wheat 
flour. Opposer also began to use “Doughboy” on animal feed in 1919. These are 
the only products on which opposer used the mark prior to applicant’s use. With 
respect to opposer’s use of the mark on other goods, the record shows that 
such use began a good many years after applicant’s first use. Opposer’s name 
was changed to Doughboy Mills, Inc., in 1939, and subsequently, in 1942 or 
later to Doughboy Industries, Inc. 

The examiner correctly held that opposer could not rely on its subsequent 
use by many years of the mark on the later goods and that “the only issue to 
be determined in this proceeding is whether or not the food products, for 
which the opposer has established priority, and the applicant’s prophylactic 
preparation for the prevention of venereal diseases, are so related commercially 
or otherwise, that their concurrent sale under the substantially identical notations 
herein involved would be likely to cause confusion or mistake or deceive pur- 
chasers.” The examiner concluded that there would not be any reasonable 
likelihood of confusion or deception of purchasers in view of the manifest total 
dissimilarity between the applicant’s prophylactic preparation and the opposer’s 
food products, from every point of view. I agree with this conclusion of the 
examiner and do not think it necessary to amplify or restate the examiner’s 
discussion of this matter. 
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While affirming the examiner’s dismissal of the opposition, it is held that 
the application involved should be refused ex parte as being rendered unregis- 
trable by section 2(a) of the Trade-Mark Act of 1946 (15 U. S. C. 1052a), which, 
with the opening phrase of the section, reads as follows: 


“2. No trade-mark by which the goods of the applicant may be distinguished 


from the goods of others shall be refused registration on the principal register on 
account of its nature unless it— 


(a) Consists of or comprises immoral, deceptive, or scandalous matter; or 
matter which may disparage or falsely suggest a connection with persons, living 
or dead, institutions, beliefs, or national symbols, or bring them into contempt, or 
disrepute.” 


The Trade-Mark Act of 1905 did not contain this identical prohibition; the 
analogous section, 5(a), merely barred from registration any mark which 


“(a) Consists of or comprises immoral or scandalous matter.” 15 U. S. C. 85 (a). 


In applying this paragraph of the Act of 1905 the Court of Customs and Patent 
Appeals held in effect that it was not necessary that a word be scandalous per 
se to be unregistrable as a trade-mark, but that a trade-mark was unregistrable 
if it was scandalous by reason of the particular goods in connection with which 
it was used, the question being whether the use of a mark upon particular goods 
may be considered scandalous. In re Riverbank Canning Company, 25 C. C. P. A. 
1028, 95 F. 2d 327 (28 T. M. R. 257). This same interpretation, it is believed, 
should also apply to section 2(a) of the new Act, not only in connection with 
scandalous matter, but also in connection with matter which may disparage 
persons, institutions, etc., or matter which may bring persons, institutions, etc., 
into contempt or disrepute. A trade-mark does not exist apart from goods in 
connection with which it is used (or to be used, in other jurisdictions), and the 
nature of a trade-mark for the purpose of section 2(a) may be determined from 
the associations conveyed by the word used as the mark in connection with the 
goods with which it is used. 


“Doughboy” is the name given to the American soldier in the first World 
War, and the applicant’s use of this word as its mark is intended to have this 
meaning. This is shown by the specimens submitted with the application, which 
are small packages designed in red, white and blue, showing, beneath the word 
“Dough-boy,” a half-length picture of an American soldier holding a gun in port 
arms position; on a smaller size package in the record the picture is full-length 
and the soldier is saluting. When used by applicant on its particular goods, the 
mark obviously “consists of or comprises * * * matter which may disparage 
or falsely suggest a connection with persons, living or dead, institutions, beliefs, 
or national symbols, or bring them into contempt, or disrepute.” and the mark 
is hence unregistrable. 


The decision of the Examiner of Interferences dismissing the opposition 
is affirmed, but the application is rejected ex parte for the reason stated. 
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BEYER v. NATIONAL TEA CO. 


Commissioner of Patents—January 25, 1951 


APPEALS—PLEADING AND PRACTICE—GENERAL 
Appeal from award of priority to Beyer dismissed where decision was based on 


stipulated facts, no errors were alleged or argued and appellant denied neither priority 
nor right to registration of Beyer. 

Appeal from denial of motion to dissolve interference dismissed as an inter partes 
appeal where appellee, Beyer, admittedly has priority and has consented to appellant’s 
obtaining registration. 

TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Natco” held confusingly similar to “Atco,” used on similar goods. 


TRADE-MARKS—REGISTRABILITY—EFFECT OF CONSENTS 
While consent of earlier user may be given some weight, when there is reasonable 


doubt as to registrability, such contest can not confer registrability on mark otherwise 
unregistrable. 


Appeal from Examiner of Interferences. 
Trade-mark interference between Herbert G. Beyer and National Tea Co. 


National Tea Co. appeals from denial of motion to dissolve interference and 
award of priority to Beyer. Appeal of National Tea Co. dismissed and its appli- 


cation rejected ex parte. 
Hall & Houghton, of Washington, D. C., for Beyer. 
Harry C. Alberts, of Chicago, IIll., for National Tea Co. 


Feperico, Examiner in Chief: 
This is an appeal by the National Tea Co. from the decision of Examiner 


of Interferences awarding priority to Beyer in a trade-mark interference. 

A joint motion for dissolution was filed before the Examiner of Trade- 
Marks, seeking dissolution of the interference on the ground that the marks of 
the respective parties bear no such resemblance to each other as would be 
likely to cause confusion in trade from their concurrent use upon the respective 
goods, each party consenting to the registration sought by the other. This 
motion was denied by the Examiner of Trade-Marks on the grounds that it was 
“deemed that the similarity of the marks is such that their concurrent use in 
trade upon goods which are closely related would cause confusion.” The case 
then proceeded and came on to final hearing, at which time the joint motion 
to dissolve was renewed and stipulated facts were presented to the effect that 
Beyer had used its mark continuously since February 27, 1932, and the National 
Tea Co. had used its mark since September 9, 1946. The Examiner of Trade- 
Mark Interferences denied the joint motion to dissolve, and, upon the stipulated 
facts, held that Beyer was entitled to prevail, and that the senior party, National 
Tea Co., was not entitled to the registration for which it had made application. 

The National Tea Co. appealed from the decision of the Examiner of Trade- 
Mark Interferences. Beyer also petitioned the Commissioner that jurisdiction 
of his involved application be given the Examiner of Trade-Marks so that his 
registration may be granted without unnecessary delay. 

The appeal of the party National Tea Co. is an appeal from the decision of 
the Examiner of Interferences awarding priority to Beyer, and also an appeal 
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from the decision refusing to dissolve the interference. With respect to the 
appeal from the decision awarding priority to Beyer, no errors have been alleged 
and none argued since the decision was based upon the stipulated facts; appellant 
denies neither appellee’s priority nor his right to registration. This appeal is 
accordingly dismissed. 

With respect to the decision of the examiner denying the motion to dissolve, 
the Rules of Practice in Trade-Mark Cases provide: 

“No appeal may be had from a decision denying a motion to dissolve, but the 
question may be reviewed by the Commissioner on appeal from the final decision 
of the Examiner of Interferences.” (Rule 19.5.) 

Inasmuch as it is urged that no inter partes question remains to be decided, 
that the only question is whether the National Tea Co. is entitled to its registra- 
tion over the admittingly prior mark of Beyer, and Beyer has no interest in 
whether such registration is granted or not and has consented to the registration, 
it is not deemed appropriate to entertain the appeal from the decision of the 
examiner denying the motion to dissolve as an inter partes appeal, and such 
appeal is accordingly dismissed. The registrability of the National Tea Co.’s 
mark is considered ex parte. 

The mark of the prior user consists of the notation ATCO in a diamond 
panel, for flavoring extracts and syrups used in making soft drinks. The mark 
of the later user consists of the notation NATCO, with the T higher than the 
other letters, for soft drinks and concentrates for soft drinks, and the only 
question involved is the similarity of the marks. The two marks are both words 
of two syllables, spelled identically save for the addition of the letter N in the 
later mark, and when pronounced are practically identical in sound. The marks 
are therefore considered too similar to avoid any likelihood of confusion. 

While the consent of the earlier user may be given some weight when there 
is a reasonable doubt as to registrability, such consent cannot confer registra- 
bility on a mark otherwise unregistrable. See Ex parte Bianchini, Ferier, Inc., 
653 O. G. 1015, 85 U. S. P. Q. 316. 

The appeal from the decision of the Examiner of Interferences is dismissed 
insofar as it constitutes an inter partes appeal, and the application of the 
National Tea Co. is rejected ex parte on the prior mark of Beyer. 
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